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No. 1 Solomon Tech. v. International Trade Commission

1. b AR

A I SOLOMON TECHNOLOGIES, INC. (3421)

Kenneth L. Stein, Jenner & Block LLP of New York (New
York)

INTERNATIONAL TRADE COMMISSION (3] g4:2])

TOYOTA MOTOR CORPORATION, TOYOTA MOTOR

5 A SALES, U.S.A., INC., TOYOTA MOTOR ENGINEERING AND

MANUFACTURING NORTH AMERICA, INC., TOYOTA MOTOR
MANUFACTURING KENTUCKY, INC. (&2£%7}Q))

Clint A. Gerdine, Attorney, Office of the General Counsel,
United States International Trade Commission (Washington, DC)

T oz Ql
Donald R. Dunner, Finnegan, Henderson, Farabow, Garrett &
Dunner, L. L. P,
G APAME 2007-1391 ((LyE) (HA LA} 2008—-05-07 )
GERIK
P BAWE
AFFIRMED
Fai At BRYSON

DA Investigation No. 337—TA-561 ( A4 LA} : 2006—02—-13)

the United States International Trade Commission(ITC) ( ITC ) (

A TC)
HHES] U.S. Patent No, 5,067,932
A 35U.S.C. §271
7ol A AlE stolEYE AEAl, AYFFGHAA, FHHALHA
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H AFAL Solomon Technologies, Inc.(©]3}, Solomon) 7} Toyota Motor Corporation(©]
st, Toyota) ¥ 1 AGARE & vl=r A4+ H2](International Trade Commission,
ofst, ITC)oll 2745 A&T Aot} Solomon Ab= Toyota ARl Sto|BE = AFAE ¢
sy ele] A ol AA] w53 5,067,9323 (o]st, ‘932 §3]) 9] sl F4 st
( section 337 of the Tariff Act of 1930, 19 U.S.C. § 1337(a)(1)(B))

FAIE S ITC 34 P BAHALI)+= Section 337 IWHARS WA 4= globy ohaat 2
o] Tetatqltt, (1) 1ad A& 932 53& HaletA] ghokon, (2) ‘932 53l AAIZFA
87 (Enablement)®] 2= FaolH, (3) I AHY &1lo] SFEA] Fdrhal st

ITCE 274 Agwate] Ax 44 Sehos destgon, Waae S 4 od wa
o B AAZ gl B A AW 2AbATe] stel ojulst HNE Lkl e,
webd, 51U A, S5E R4, T A 2FAG) B 7163 Al olH T4 Y

ALY LAt AAS ITCO FF2Q1 A7 H ik, A o= ITC= 3373 fHte] =t of
Het H= WA 4= glo] ARE FRIIHCH, Toyota AlF2] 9 w4 WHS WAL
AR

e v 2%

o Jol| 278} ITCO] 2% AAL 018359t}

215k ﬂzﬂ E/‘}Oﬂjﬂ JJEH 4—7'3’—3% =9 5 3
speed device)” ©f 3t Wyo]

A 9 WEANE TR Y Bl et
-

“o|AbA ol K3t &% AX|(an ideal infinite

o)A BAZL B3 Qs e AT RA, chewt 2,

A combination motor and transmission device, comprising first power input means
for receiving a first input of electrical power, second power input means for receiving
a second input of electrical power, and power conversion means for converting said
electrical power of said first and second inputs for output, said power conversion
means including a mechanical power transmission unit, said transmission unit

having two inputs for respectively receiving mechanical power corresponding to said
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first and second power inputs provided to said first and second power input means
and an output for outputting the converted power as rotational mechanical power,
wherein the rotational speed of said output is continuously variable, sand [sic] said
power conversion means includes, for each of said first and second power inputs, a
respective integral combination of a respective electric motor element and an element
of said transmission unit, each said integral combination involving one of said two
respective elements thereof being at least to a large extend t [sic] within an envelope
containing the other, whereby a compact structure is provided for each said integral
combination, and said two integral combinations are located closely adjacent each

other,

Solomon /\]'—E‘ _/_1\_;2) ]/\‘] Lﬂ ‘Q] Toyota_o/] '6‘]—0] 1=
= A0 2 A, EfANE(transaxle) 2 FstaL Q)
FAto A SR 9F SHEFo] AA7E EH A)

rlr _E

FEA7F ¥l 292 Toyota Prius, Toyota Highlander HV, Toyota Camry HV, Lexus RX
400h o|t}, Toyota Prius= BHAS] 7] 7ijoi7F A7 IXlof oA G55 = B 7
o] NES} 3 F Ao A7] mE WHH/S AZdsts EWMANL(transaxle) TRE AEFITEH
Toyota Highlander HV, Toyota Camry HV, Lexus RX 400h & 715+ HHARS] 7]o] A
EE Bgo §ARE A AT,

At oAl F2] FAHTARE “continuously variable,” “integral combination,” %
“within an envelope” F5-3 &ofol that ajA4S W ool LASte] =4 P4 A
+ Toyota®] spo|He= a7t F-at 73e WolshA ¢e Aor dE2Wzlon, WA=
Toyota A} 3lo]He|= xg2to] EMANE(transaxle) ‘932 53] WA Al At Q)
= “He W3l $H(power conversion means)” FZ& FUSAY 7143 S7HES 7HAAL Q)
orchar Yhgt) 22 02 “continuously variable” -89o] j4lof QlojA TAl= ‘932 E35
A7 T3o] AA] BE7Hs3tH, Solomon A= HEARS] A= AR aFte] VEE A
T Gethal ARty

v Zlsfehs 193] A4 at #ske], Solomon AH= A S TALS] R 9] o] 9 A
9] B Aol tiato] oS A718HA AN, Solomon A= A WA TRAL] S s Ant
#Asto], Toyota AH2] sto|H = A}Fate] EdHANL (transaxle)o] F7a 78-S HaistA] ¢
S-S Q1A “H W3k sth(power conversion means)” ¥ ol #3}o], Solomon Al
= A WP BAT Toyota AFQ) sto]H 2| A-gato] Efl AN L (transaxle)o] ‘932 53] 7H
Al 2ot F7HERl AY WdE ehE AFESHEA] ARE AASHY] ste] HEEtA e

12_>i
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8] 3 (element—by—element analysis)2 Z-83ttil £33t JAH YL A= 37
o rAske] A YAHIAE 2SR Q&S 3

o]l= BB “continuously variable” gt o] Zhat

7 18] Aze] My mE 84 9 FHAY F9R20 A ZF (integral
combination of a respective electric motor element and an element of said

transmission unit)” 714ol dislel, TA= e} o] s 4 st

An electric motor element and a transmission unit element rigidly and directly
attached without the presence of shafts, bearings or other components between the
electric motor element and the transmission unit element, supportable by a single
bearing.

4, ¥ Hd

f}

HFHoR2 FA YFBA= Toyota AY] EHHANES A& 02 7l (continuously
variable)dl= 3|4 £8 £52 A3skA gthy Adsigict Ao ZEsts EE1 gl =
Ag aa7h FH5she v 9 34 £5=5 HsAZ 4= e WHE 7 7otk A ¥A, B
o] 3| Hr= Tes] BE Y £E ST EHA F7HA7]= Aol 7hs sttt OIEiﬂ v} o
2 &5 F7H7IE S ofull JEY 9
v ] B E8S A BE Q) Ko o
&7F 71018 HETo 2 X ‘ﬂh’*H L5 HEA 5 =
Z2 7]ojg M&dern 29 £S5 4T 5 o iR sPdgese o
ofE AlFTf. wehA Olﬂifa Rkl =
B35 HEA7]7] §15te] A E 2 7]ojH|E AlEi

o
> 9
oy
> oft it
ﬂ
i

A% 71 PAE J1ES B9 UGPNSS uRshel PUPS) AoluE AT 2N IAE
Agech, ol B4 mH SEolA A%H O oS WATORM HIHITL A% el WSl

A THE B S5 W 4 QRS a

Solomon A= Toyota AR slolHglE AHEate] Esl AN (transaxle)o] sl a2 wt
FolA] U= A& AlQIsHH Solomon Ab= S8 HAL HE W SHAY Q4 Alo]of AR
E, w0l 7Iet RS e A 9 HE W AT s AA 2GS XAk sk o)At
o] HjogS ARERE FAof thsto] HYE E7|5kA] otthal F45EIth, 42 Solomon
ARe] AFZE S HgE AR] o] He] 7)ot wEdh A4S WobsolA] okttt Solomon Ab=
Uﬂoﬂ “AA 2 (integral combination)” o]et= S E7] fIste] F 7R SHolA A

= HAstitta 2Asklet, A oA BE 9 FEAdE a4 Abo]of o= ARZE Yl H|of
EE EZASHA] b= Aow Al on, AHAg 79 1% B 9 sEdge Tt A oE &

S 2Fsh= Ad¥lE(envelope) Woll EAJ8k= Ao 2 BAsY Tt Solomon Al F7- 789

r_>¢
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HALS A7Iaeme] wA A A 13k AhEA FHHIE fIRE Aol dtkal =, whet
A, 9733 ZABE] Solomon A= H+E 189] “no shaft” 2= 87¢Hg-2 “AA| 239
(integral combination)” © & A E]o] & 4= gicta FA51 )

FAHYULS F FAAZE A& “continuously variable” $-gof thgh A9 A4S B
drol5 o] o] W&o, FG-e 78] AAI7s 84 digte] AFekA] skt A= ITC
o] HF AA2 53] FaA dde] digh AdFglol= va) Ao ZAte] A-g= et

5. History Map

(1) =1 24 9193](ITC) (2006-02-13)
SabArah gl (] 3

(2) =334 Y (CAFC) (2008—05-07)

Sinorgchem Co., Shandong v. Intl Trade Comm'n, 511 F.3d 1132, 1141 (Fed. Cir,
2007)

Cardinal Chem. Co. v. Morton Intl, Inc., 508 U.S. 83, 96 (1993)

Lacks Indus., Inc, v. McKechnie Vehicle Components USA, Inc., 322 F.3d 1335, 1346
(Fed. Cir. 2003)

Hill-Rom Co. v, Kinetic Concepts, Inc., 209 F.3d 1337, 1344 (Fed. Cir. 2000)

36



R34 714 Hopd el 428

No. 2 Burandt v. Director, USPTO

1A AR AR

el 1 CORLISS O, BURANDT (¥11—384=2])

a2l Scott F. Yarnell, Hunton & Williams LLP (McLean, Virginia)

. . Jon W. Dudas, DIRECTOR, UNITED STATES PATENT AND
TRADEMARK OFFICE (3] 21— 1 3}4¢l)

97|l Mary L. Kelly, Associate Solicitor, Office of the Solicitor,

United States Patent and Trademark Office (Arlington, Virginia)

Pl AR S 20071504 ( ¥yt) (HZ YA 0 2008-06-10 )

ZHEolg
Fas BAYE
AFFIRMED
A4 TAL LOURIE

BAAARS 06—CV—-1141 ( AAAA} : 2006—10-10 )

the United States District Court for the Eastern District of
Virginia ( VA ) ( DCT )

U 55 U.S. Patent No. 4,961,406
L 35 U.S.C. § 41(b)
sk R AlE a7 A
A S3Hsl s/ /
2. Aul7
B ARAL Corliss O, Burandt (©]3}, Burandt)e] £35]¢H 3]& AlA o tjste] n|=ZESF A2
71 AAS 2183t Virginia 554 o%%g] ofAldof tfste] FaA|7I7E Aol vl=53
ol S5 o5 Aol tiet 7142 e FARE A de) sdke] e /b Qirkal wegt B,
Fade ALY BAS gkt
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1980 Burandti= WA7|# dxle] w3t AAE sk, o581l 1981d Burandt=
Investment Rarities Inc.(©]3}, IR])Q} i WE o] &0 I3t AlokS A A3l E Aok
= IRI AFS] B4, S3l&d B S350 tigh Ao tigt IRI Ake.29) &5 F45h= 2o
Atk IRI A E’E}Qi/ﬂ 55l= BB WSt o]ele dA FEol it #e7t Burandt ol
A =R, IRI AP BAS SR8k ¢ IRl AFZREH S353HS S0 4= o= dgrt
A=At

19984 49 79 Burandts nZES 4,961,4065 (05}, ‘406 E3])0] ZHUAE A=31%
. g EYo Burandts= HHAZA], IRl A= S0 2 7| ATt ‘406 EOH:“ o}
WA S A AR Sofel 37105 il o et B
7] 9 efol o rofahs Wy % Aol Tt Holck, Aokl 23] IRI Ak= ‘406 Eou
WAZA WA W} o2 A At

IRI Al= E3]UR2A E3]&45717 B¢t 3Ho] 4A 52/AHE A& oF sh= 9577} 9
ek AN SEFAEE 19949 49 9U7HA] HHaloF Fom, jeo] ol HE o] Tgglo]
67l Foll7]7to] JIFE Tt IRI A= Foll717E FRAIZIA] SE5FAHE FH61A] sk
on g £ 199449 10Y 9UAE A QI

Burandti= 531% 2@ 745¢l 2001 1290] ‘406 539 AWAAE Qgkon], o] A7)
= Honda AFe] 7P 92 Q171 =¢) ApAlo] 7|ARHE Al7]olek, Burandts 35 7|4k M3t
406 530l skl vFEH Y Lolsteiet. S U] ¥R 4L o T, Burandii: 5319
o 3= sjstel WE, AR, 23], A AZYH FE Bolthr] AP WEH AUS 2
Hatgirt.

r°*'

&J_rsi' lo

oF
L)
==
£3

3. AAEAY W

o

20054 10¥ 139 Burandtt= tejele §ate] £71gei02 Qstel A A8 SH4A0 G
o e BEAE RSBl AZAAT, TIREATE 20050 108 HYAE o BAE
712kskiet. o) % AAAE 913 A L SRl A BAAS] AS EG B 7|

Burandt: Virginia S5 A9 o] the Administrative Procedure Act(©]s}, APA)o| <]
A &5 111715”% =538 o] Wl E51d & AlA tigt 7|22 A2 Ao F ol Al

8o sttt Aotk X HPHYLS 2007d 7Y 1249 n|ZEF A 7|4 A A= o7}
= = 6}% 4L 6ttt [Burandt v. Dudas, 496 F. Supp. 2d 643 (E.D. Va. 2007)]
A H YL IR A7F 5E5F-AH] G79] JFE X|= FARRIoIH | IRI AVF S&5FAHE G4

SRt F2191 28 STk AHIS Burandtrh SekA) Rahek HEEt 2ol
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Burandt: £3|9] A3 ¥eisto] IRl A 5538 BAES /X1 oy, B71ae o
= wtsto| Burandto] Fojo)t o Rw mgg|ojof dttial FAEI AN, o] HrolEo] 2]

o4 BT ALY 7]z

4, Farido) o

FaAol A Burandil AL 27120l o3t SHaAu] Bio] B v|FES Y 2
e ARGl 077} ATks B TS B ARE eiFel 9o, WA e
A1 IRT 4] FWAET @7 A0 35 Aeet & 5 9 Burandt®] 43 FA) 1
23t ARgfolek Floltt,

USR5S 712 SHANRE SAE o] i AeAHs WA IR Ak A WEE 5 gl

ApAO\AIRE, B4 o} E nefdel Burandtel AR TefsheieE, Burandis #71
G2 4G WEAYlo] FEE Folel TS ekgirtn Tyt

FaPAL B3 82 Ao g BIGY RS AT, B
A GAATE B A REAS AL AFORAY FYRE Tl of
1

1o

oha wiTh S8de] Sue AFske A Ao dE ool & FEGA
Fololng kel gelE B/ o Qlste] Balf Azl BYHASS 4 FHsok b,
olelsh B BAMAL QAR F ZA] T A1HL ok gtk

S5 SEAE FRofo} s WENS AYL A

th, AHA71S2 IRI AF SERA0] ditel thet Foj o)

23]2] IRI A w802 BAZE 5 5318 £Uales Y3 Aol el frky vrgch
Z

dg 5ol e WEd Uele} ojng
ol 7145 AMAIREE A= 4= utol gick
EsH 0] AAL Aod sl sFsiA gron] A diolE sjFsiA e selsi,
2)A)e ol gl

a2 v o
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5. History Map

(1) Virginia 5294 (2006—10—10)
S5 38 XA 71 EA FA] (FAHE)

(2) A3 FAHA(CAFC) (2008-06-10)
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Ray v. Lehman, 55 F.3d 606 (Fed. Cir. 1995)

Rodime PLC v. Seagate Tech., Inc., 174 F.3d 1294, 1301 (Fed. Cir. 1999)
Star Fruits v. United States, 393 F.3d 1277, 1281 (Fed. Cir. 2005)

Ray v. Lehman, 55 F.3d 606 (Fed. Cir, 1995)
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No. 3 Minks v, Polaris Industries

FLOYD M. MINKS (g11—3F429l)

Christopher T. Hill, Scarborough, Hill & Rugh (Orlando,
Florida)

POLARIS INDUSTRIES, INC, (3] i—Hcfjgha<l)

Kenneth C. Bass, III, Sterne, Kessler, Goldstein & Fox P.L.L.C.,
(Washington, DC)

el
B
o
el
b
=
ofo

2007-1490 ( &xt) (A LA} 2008-10-17)
ARG, YRy, P

AFFIRMED—-IN-PART, VACATED-AND-REMANDED—-IN—
PART

otk
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rEl
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GAJARSA
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rE
fo

05—CV—1894 ( Al&YA}F 1 2005-12—-22 )
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o>,
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o

r
)
I
ol

r =
L
i
o,

71&2oF 9 AlF

A

2. AHdul A

the United States District Court for the Middle District of
Florida ( FL. ) ( DCT )

U.S. Patent No. 4,664,080

35 U.S.C. § 112
35 U.S.C. § 284
35 U.S.C. § 285

A, A7
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2 AbA A Florida A YL w]a1¢l Polaris Industries (©]3}, Polaris)7} 11o]& n|at
53] 4,664,080% (°]st, ‘080 53))& Hallstilctar E4stqict, v Aes A
% S-S 1,294,620.91 @04 55,809,609 #H = AHtstRon, HEAL AQu|-&3t
del A Foe] Aukel 17,316,50 Deje] AL a1t 42 Floyd M. Minks (o]},
Minks) Ab= o|2fgh ol safjufide) W AYn]g oo FaA|7] 3 Aotk Minks A=
Polaris A7} Ml 142 AR o2 33t I3 Adst=t] oA i edE /& H353
ol kit Polaris Al A w8 =41 B E= JMOL 414 71244 9 a2
o)d swetol thsto] FrfgrAstalnt,

‘080 E35f= W7l Adlxlef oA HAA; S=xd AlAg o gk Aol 53] /\}-'ETQE“}O
(all-terrain vehicle, ©]3}, ATV)7} SA8t= A £ & Aolslr] &3t I2E A3t &
A&EE 2487] 325 ATVZE S307]0j= W& o 285k, o] I =7F F31 x| /\}Q‘E]L
7 A8 AYTomA olfelin, ddo) d2AY Fiel RIS o 30
Y £rg AgA oz S7HZIH, wepA, det 327t A EH, w7
Al Hlek, wFREArIe) wF A EYo] YA i dolAA =

rl;

—

of

TR

’

]

2

s

i

AT 282 35 U.S.C. § 12 7o) S sha7bst 7154 A7 74S st glo
2 080 Sofol 4 A7 23] thgto] T2 E AT e S B0l

Minks += Minks AF2] tjFo|AFZA], ‘080 £3]29] Et Aot} Minks = AR L EHlO|S
ghoto] thefet Apsatol| AREEl= AR ES AR dIX Yool = sttt Polaris A= /\hr_ri
Edlo] A 2AXZA 19700 F-E Minks A2 FE AAEES Fujstoigict, 1996 Polaris
Abi= Minks AFeF ‘080 53] A4 9 BAFE S8 S3EE 247] o] Aol tiske] +=2]5%
o, o] 1§ Polaris A= AR EHO|O] A28 HSEAE 26| Al&Fstglon, of7|d= &
A& 24717F &= ATt Polaris Ab= 8H SXEE 287 A wAYS 3l
o] 4] Minks AMS] A} th2th= & A5ttt Minks Ab= Polaris AFS] A& Fufiste] =
Atoll So1zk o, Polaris Al AW t= &e] Minks AR} AlZd w74 = A S5 A4
S Aol9lh. 20049 119 232 Minks AH= o] g3t Y82 Zakshe 7 nAe dhdslolnt.

3. dA¥de #

o

20054 129 229 Minks A= ‘080 3|9 H++d 232 3|
2 A5 A7|skct, wjA¥e 200449 119 23¢Y Polaris /\]-%
ANE Hgron ) o]% ‘080 EFE Ao r sty &
2o uidHES skglnt o]F AWHYE Polaris A9 H
217,904.80 g2 Hstict,

FAF8l Polaris AFHS AF
150w Habde] Ba
o} Eat, 1,994.620.91
7

’l

’

oy 32 wolEol

o P'l', > FU[[U

2 2 mN

oj2fgt Hi g Fe] Aol dto] lojM AU Minks AFE A2 M2E A2l A5t



£5.505.80 oIS, WS oS B Aol ABALE WA el gl el
117,316.50 & 2o #4& sFgich,

P A o] Minks Aboll tisto] =8 Al daE XPshA] oFar Eafuf S 2
At vh, Minks Ab= v/ 7¥°"oﬂ gt 2 A E v AAo] S-S WRlch shxwk, ¥
SAF A de]gofl et TA-S Q1853 ool el weAth ui A H o) weke AR FA 9
oAl S AL Qlokal ¥ %6}@1 Polaris A2 JMOL A1 7]|Z2tA%& Agsictal 93t &
gk, 319/ of o] ete] QlolAE wiA Y e RE BISHA] Fotrhal ¥R

Fade Eofjof 4y EAI9F waste] A o] ware] &l o) A1 wWolEol=
thAlofl, €319l Minks AkellAl A2lf7) 9] 713]1E Fofgolof st=A 9] FAE wsigict, &
Arzdoll A B A €2 Minks AFE A2 2HE BAFH o= A 1 winbge] o] 4o] widad-& 591
O, A2 Polaris AFS] vl Zhol A17%-& Hrolso| WAl Minks Alell | 2-¢ 4l2]& W
< 7135 AFtA ghaL 3vk drejolshR vl ZhoHsgitt
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@eisto] Minks A7k A1EE 3717 2= oS vjHstn BX1S AW
P o] G AR shrlstel AAS Beshect,
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35 U.S.C. § 284 i#4°l 97, E3HA2] Minks A= =2

EABA G Aol BAUAE THgstel 2AUE A, FAWY

o. History Map

(1) Florida A%+ 9¥(2005-12—-22)

In re Seagate Technology, LLC, 174 F.3d 1360 (Fed. Cir. 2007) (en banc)
Micro Chem., Inc. v. Lextron, Inc., 317 F.3d 1387, 1394 (Fed. Cir. 2003)
Rite—Hite Corp. v. Kelley Co., 56 F.3d 1538, 1554 (Fed. Cir, 1995)

Hanson v, Alpine Valley Ski Area, Inc., 718 F.2d 1075, 1078 (Fed. Cir, 1983)
Maxwell v, J. Baker, Inc., 86 F.3d 1098, 1109 — 10 (Fed. Cir. 1996)

Tronzo v. Biomet, Inc., 156 F.3d 1154 (Fed. Cir. 1998)
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No. 4 Nartron Corp. v. Schukra U.S.A., Inc

1A AR AR

el al NARTRON CORPORATION ($11—38}4-21)
2zl F‘ra.mnk A. Angileri, Brooks Kushman, P.C. (Southfield,
Michigan)
- SCHUKRA U.S.A., INCORPORATED (3] a1)
I al
BORG INDAK, INC. (¥]31—u]g}49])
ool Jeffrey A. Sadowski, Howard & Howard Attorneys, P.C.

(Bloomfield Hills, Michigan)

Faql APIHE 2008-1363 ( &) (FHA YA} 1 2009-03-05 )

A7)
Fad HEYE
REVERSED
Gl TA LOURIE

HAAPAR S 06—CV—10683 ( AlA&Y=} : 2006—02-16 )

the United States District Court for the Eastern District of

A4
tH Michigan ( MI) ( DCT )
HHEF] U.S. Patent No. 6,049,748
HHAHH 35 U.S.C. § 271

NERok A AE 4B AE

o)

A e/ /

2. ARER 7

AbAL- Nartron Corporation (©]3}, Nartron) 7} Michigan 524 o] #tAof 3F

AR 718 AFAS 2 A, Michigan X A|HHYL Nartron APF v|=2ES] 6,049,748% ()5},
748%) 0 disto] T HRRA Aol TolshR] k| el B H+E 7146
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SRAHAS okt FedEAE 44 Joseph Benson 2 748 5319 Ak 113) Wl
et Toidt 0] AFEHA FoF TELBAR AFY = QleB=, Ja¥de ofHde vt
718kl AR S 2SSk RiTh

Schukra U.S.A., Incorporated (©]3}, Schukra) &= AH52} A|Eo| AR5 58] AR A
28 FF AR eIt} 19961 Schukra Ab= Nartron AReFe] AlokS: Fsfo] 7]&9] A452F AJE
o hAFA 7158 ARk Aloj A28 AABES Shtt Nartron AR olelg Al28S 7
uhste] 2HEa} A E Ao} A Ao BE EFEULS shglon, o] 748 EF A 525}
Borg Indak, Incorporated (©|3}, Borg Indak) & Schukra Abol] AA} HE2S FHIs= o

Alolth, 2006 Nartron Ab= Borg Indak AFS AR 748 E3]9] Ae 13 W 735}
sto] 71l A7 WYY Tt A2 A7)kt Borg Indak A= Schukra ARe] #a18-¢1¢1
Benson ©] ‘748 5£35]9] ek 1189] FsWHALRA, T17F & 4ol Tosfjof vkl 45t
o), B717ke] WAS Fo,

Schukra A ¥ Benson - o]g|gh & o] 4o FolstA] eForom, adof oA
ok, A 112 SEF o2, A= A4S 63, A 53, A 132 &35t 9l
otk A 1%, 5%, 63 W 115k ohg 3} 2ef,

1. A seat control module for introducing massage to a seat control with an

adjustable lumbar support, and control actuators, the control module comprising:

a modular housing including in—line connectors for coupling said module to a seat
control harness connector,

an intercept interface for receiving inputs from said control actuators;

a driver for repeatedly adjusting said lumbar support position through a
predetermined range of movement in response to one of said control actuators; and

a transparency simulator for maintaining full function of said seat control and

removing indications of repeatedly adjusting said lumbar support position,

5. The invention as defined in claim 1 wherein said transparency simulator
comprises time—based response to manipulation of said control actuators,

6. The invention as defined in claim 5 wherein said transparency simulator
generates a first output in response to a manipulation of a said control actuator for a
period of time less than a first predetermined period, and generating a second output
in response to a manipulation of said control actuator for a period equal to or greater
than said first predetermined time period,

11. The invention as defined in claim 6 wherein said lumbar support adjustor
includes an extender,
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3. dAdde #

Benson ©] 35¢T 7 AR FAHI e AT 119 T8 74 AL 52 AA =24
719l AHgEE 417871 (extender)olt. A A= FASHA A7 B3t Hhao] AP =Z

gFsar ek

“A second motor 28 controls a lumbar support extender 30 and it governs the degree
to which the lumbar support extends outwardly from the seat back toward a spinal
curvature of an occupant, Both mechanisms 26 and 30 affect the position of the

lumbar

support 32 of the seat mechanism 16.”

T Gt AA71(30) Aol AR SR tholo] 1glof| A kA FPEfR FEASEAL STt
748 E3of| EAE|0] 9l WA= Nartron AHS] RE T 18210 2 A 2t Alo] AJAES 7|
dhof| Zojst AFgSo|t}h. Nartron AMZF 712 A2} A Eof|A] 2831 Alo] BEL Qs
HAsE 7] wiEell, e YHAES F4F 1P AR7E x3eh= 89 AX] 2H7]E I
SHA] QFobaE AlRISkTE, @38]8 7]E9 ApsAt AEd= ofu] §2] A|X| 247l AHE-
A%717F 2A8EaL 9L dth. Benson = Nartron Abel] &leg] XX 24 7]o] glo] A17%7]
ofot] o] & AlFJctal skt

20084¢ 39 AW YL Borg Indak AFS] oFAlTHAS 0183519 th, Benson ©] F-a 113H9]
AA7] Qo ek g AAREe 7] wiFoll (748 E35]9] s dr Al sfjgeitt= wto]
T}, Benson & & AHAEA il A RA 53] Mol Ldo] YR B 4= Q= A

< Zt=t= Aotk A YL Nartron A 3= HI|&2 748 E357F Ao = Zﬂ°1
e 9 AZEQofo 7|28kl QA grom, KA g eA 7|AAQ Ao 7]o] o] A

3l A2 Ao| op ekl TSt Benson 2 AAlo] A7) 2 2Hg5k= 5] 2] A
zd¢] 9 upAZ s oSttt SAE ATttt A YL 244 it Ade] B
o5}2] eFSkth= o= ARPE 7128kt

i
0.

e

MM Nartron AR A7} UGN Q8342 U 512 A1 24710 AHBEE A%
7](extender)+= olu] AdY7|&ol EA5t= 7|E2A FeEH thido] @ 4= fivkal 453
T}, Nartron A= AFE 18}2] A K o= “Z2A 7153 58] A5 (an adjustable lumbar

support)” 7|AE EFSIAL Qlof #]2] A =X olv] FAH ] = Vel sEel B
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106 F.3d 976, 980 (Fed. Cir. 1997)

Inc.,

(CAFC)(2009-03-05)

R

A

A2

772}

3

S

Netscape Commec'ns Corp. v. Konrad, 295 F.3d 1315, 1319 (Fed. Cir. 2002)
Ethicon, Inc. v. U.S. Surgical Corp., 135 F.3d 1456, 1460 (Fed. Cir. 1998)

Eli Lilly & Co. v. Aradigm Corp., 376 F.3d 1352, 1358 (Fed. Cir. 2004)

(1) Michigan EHX]HH(2006—02—16)
Hess v. Advanced Cardiovascular Sys.,

5. History Map
A5 u}7]
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No. 5 The Campbell Pet Co. v. Miale

1A AR AR

el al THE CAMPBELL PET COMPANY (g1—3&42l)

ATdelol Kurt M. Rylander, Rylander & Associates PC (Vancouver,
Washington)

1] al THERESA MIALE and TY—LIFT ENTERPRISES (3] 17—1]3}4-2l)

S 3geel F.T. Alexandra Mahaney, Wilson Sonsini Goodrich & Rosati

(San Diego, California)

G2 AT 2008—1109 ( gxt) (A LA} 2008—-09-18 )

Aoy, ssua

Fas BAYE
REVERSED AND REMANDED
A4 TAL BRYSON

BAAARS 07—CV—5375 ( A|ALA} : 2007-07-25)

the United States District Court for the Western District of

A
Washington ( WA ) ( DCT )
L ES -
L -
ZleioF H AE &N EA
HARA 1A T/ /
2. Aul7

BAe A ARAe] Ba Aoz A, 912 E3) AR} Washington o] ZAFHTHS A}
A9 S Kelolq o] S5l Aol B Bl Qglths AME Bt Auu el <A
WAL WA 4 QA it Aol Hedth A AL H AzkAe] S| qlrka %
I5t, A olof vickste] sl WAL srIskdct,
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olA Ae-Aat PHsE Yarel Campbell Pet Company(©]3}, Campbell)2] ZXP% oSt 7
o}, Campbell Ab= YAE WIFH o] 275t ofjehs& oPAA e H I AEFS A Xdh= 3
Atoltt, T A|EFolE AU TES 2Wol=d AMEEE 53 (folding stretchers)ol 3z
sttt 1319l Ty—Lift Enterprises(©]s}, Ty—Lift)= E.FH:.ELIO} AR AR A, 1arel
Theresa Miale ¥ 719 o7} 4535131 Q). Ty—Lift A= 558 S74¢ Ty—Lift [ =&
= Z3sto] A4S Alx Trfsh= Ato|tt

Ms. Miale> & 7}¢] §3|& &/5taL 9=, vl=53] 6,199,508% (0|3}, 508 £3]) E n|

=E£3] 6,230,662%.(°]3}, ‘662 01) k. Ty—Lift Al= ¢ APO|E 298 E35le] A2 &
Hata st glom, @xald] gt Fskal ik, 19960l Al 2006 Atele] Ty—
Lift A= |9zt B+t 93,600 E2]e] AA| #ufE 7|Sstgl e, aig 7|7t 12709] s=8& A
E= HolEE YAET AFAE did o R Hufsto], 13,851 @ 9] =9 &RiTh
200004 2002 Aol Ty—Lift A= 87He] Ty—Lift I HES YAEHT AFAE it
o7 wufske], 3149929 4018 27t 20079 7Y Ms. Miale = AE AoSoA &
2= 34719 w3l #rtst o, of7|of+= American College of Veterinary Internal
Medicine®] & 7| = 3ttt vlehs] S0k Ms, Miale & A& Aol Tufjstgich ¥

3191 Campbell A} E3F Bpeke]of ﬂ7}o}°1 Ass FESAT. & FARE e A7 Sof
o] 53] H3f of ol tht o7& ZHAl = At

9ehe] F25 Ty-Lift Ab= Campbell AHE A2 S| AHde SHol= Fide 25
8910, Campbell AH= Washington A R-2H o) E35] v 8] 2 E35| 27 0] els L5}
© ade AV olol tigste] Ty—Lift A= 1A AT2 9] F28& o2 77149 @
2 ekl

3. gl e

A2 v asoA HeAaz o] EASHA] =t weete] lol &7k gt HaL
SolAl Aol £ Feof AL olHA A AT eR RS vt HAGS THAA &
o, HiaSS BeATA o] EATHA| terhal daEkith, A A A" FolA 899
7175k 1271 9] #i & 7=tk AME A" AFAE AU R &S 71SSHA] 2R 2007
9 ere] Arte 2= v S Algde A 7127F EAEHA] gerhal dreskle
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S w4 st A2 (1) HA8A 39 long—arm statue & &5t ARFY] -
S A3t 22 9l=x] ool (2) Q1 AukH o] Fapo] Al ol YJujE o] gl=x|o tja}
of Fotalict, YA E F9] long—arm statue = F HYS R 3tolF F oA JAYHE =+
Yoz YILE AR A IS YA = s Sl Ak, HAE Tl o o &
Y 3 of= A Aat 218 (due process) ] A v FRA 2 FH 9J8HA 7hE| AL QL
=3

A e A A3 A} A8 (due process)] EA|Q} T ], (1) s Foll AFeHA] =
a7t no& AR FoA AHHAE HASHA=A] AR, (2) FEAlo] ANy E FE
AR AY A 24 o5, (3) AR Fof Audo] 2Agth= 7H8o] 34 2 AHo &
HS dfgl=A] o5 s et AHES 2007 7Y grs|of| A o] wi1o] Y5 12s)
of SHATA S 9T AHAet TR QS SSEHT AL stk shA|RE AR 2
At #wAste] 34 D Foo gyt S5 YA AR areste], s 82 FHEA &
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WA Fa e A e wjare] gt Uvt AeHAof wtk whtol| Qlo] L FIF EAeHA] ¢
&g gt shAgk, AL Campbell A2 A% W 240 018 AR dlo] EE
A At SEstohal waetqint, uheha] FAHAe Azbet RS arlekar, AdS A
Helo 2 ghdalyict

FaHS A AARIS fiste] WA A = HYY A AR e Aeskat
olggh AlEl= TEe] YrHog HAYX] AFAE R UL T =A o7t
a3 ST o2 RE WA g2 Qlsto] A& L7t WA =A] of ol gt e g
A=A 94 [ AehoA, Famd

gt AA}x18Y(due process) & g AHA E FHA
9] o] mtho ,]o}oﬂu} B‘uatb *}74 715-& &oto] 1aLzt vhg3]of 4] Campbell
2 et

APgA Ak ES AANE 7,-1% 3
AL Assk ok FYssc,
W NEE AAER SHolF Wa

shington A2 o] QS e YA AFsh= A
% 3 5= Zloletar F=4akqlet, o= Tis9] gy = E A 5
EAIE 238 Aolth, Campbell A= &27]9 FFitof sjEshs Fiolglom, A= oA
Aafol et QoS XYsk= A2 Campbell Alell & F@o g 2-gsk= ZAolqlnh, &%
1 A&AlE &8 Campbell AF2] F4-2 A o] fi5S A2 SHATES PAlst=|
Fwe 7125 Algsty] g FAaH Y A e A nr)stal ghEatgich
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o. History Map

(1) Washington AFX=s A (2007-07-25)
A712¢

(2) A3 FAHY(CAFC) (2008—09-18)

Red Wing Shoe Co. v. Hockerson—Halberstadt, Inc., 148 F.3d 1355 (Fed. Cir. 1998)
Genetic Implant Systems, Inc, v. Core—Vent Corp., 123 F.3d 1455 (Fed. Cir. 1997)
Cybersell, Inc. v. Cybersell, Inc., 130 F.3d 414, 419—20 (9th Cir, 1997)

Trintec Industries, Inc, v. Pedre Promotional Products, Inc., 395 F.3d 1275 (Fed.

Cir. 2005)
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Beverly Hills Fan Co. v. Royal Sovereign Corp., 21 F.3d 1558, 1568 (Fed. Cir. 1994)



No. 6 The Procter and Gamble Co. v. Kraft Foods Global, Inc.

1 A AR AR

THE PROCTER & GAMBLE COMPANY (¢31—3F4:2])

a4 3
gl William C, Rooklidge, Howrey LLP (Irvine, California)
i BT KRAFT FOODS GLOBAL, INC, (331—3]&49l)

RS Claude M. Stern, Quinn Emanuel Urquhart Oliver & Hedges,
v YA 2l
LLP (Redwood Shores, California)

20081105 ( ¥8h) (#HZE LA} 2008-12—-05 )

<
2ug ARy, 259

A AL VACATED AND REMANDED

AAAAH S GAJARSA

44 07-CV—4413 ( A&QA} 1 2007-08-27 )
Bl the United States District Court for the Northern District of
California ( CA ) ( DCT)
S U.S. Patent No. 7,169,418
Z|eRok W AF 28 U.S.C. §1292(a)(1), (0)(1)
oA 713} 871
TS
2. AP

2 A Ao RA, Faddde AASA B/ 7HARAR 714289 AA o FT)
Aol =l n=53] 7,169,418% ()3}, 418 53f)of thet AHAPEA M Kraft Foods
Global, Inc. (]38}, Kraft)7} 73t AA}F A4S oAt P&G A= olddt &54d4t

FAAYe AW AHREAY 7124 NS echy Fsh,

A

A, o] A et AR of Fof diek AW EA R Ao, Tad

53
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Pl Eetol et aHglo] P&G A AE 7|ATeRA A Y ARES 38
ekl Wt FE ffste] AS

sttt wastelon] ety AxEAWE e 5rlsa B
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P&G A= 12t Au, 2QAE Au] AFEo| Folgers AR S H{5ka glom, Kraft Ab
= °]¢} HAS= Maxwell House E% B35kl Qltk P&G AFS] ‘418 53]
of #et AorA I Au Y 2E 7Au| o] gl gl Ae A3 7]E2
sk olt).

‘418 E3)= 2007 1€ 300 W= g,
Kraft A= 200743 3¢¥ 8Y ‘418 E3]9| tisto] AAAE ALtk

0| ZES] AL YA Lo et AAS A dste] 418 E5)9] mE A Lgto| tfsle] B4
gholshai e,

20079 79 Kraft A= Maxwell House BEEQ] I8} E Ax] 2LAE Aulo] tfjsle] =
gtAE 87)5 =5t on, 2007 8¥ P&G A= 2 A9 AAE skdlen, 20074d 9¢
14 EetAg 879 AlGEH ARl tigh 7F-RAIA S sHTt Kraft A= Al Abel gt 3
4l AXpel| thste] FAE 85k A8 SFSIT

el Heldgol M PG AR AR Aol tie e 9%
s4jo] MaE|A] ohe AlEfelA] Eotel 7 H&G44ﬂ42L¢
© Kraft Abe] A3 2] A13o] wolEol A7) ¢k, B e] 4ol AAH Fojop
Az Aoleka Walct, AMUAL Kraft ALe] ik 4] AHS wopsglon], 7}
Aol ek AH e weiaa) sh A Aae 2w

N

Mo

o
2o =
F{E o rf &
2 o e ok

P&G A= &4E A7Iskelem, Kraft Abs A S4& olf= o 347129 A5 53
c},

Kraft A= AW 19 AAlaA g g2 2ot ek 2Fathol sfdshA] i, 714 =
HAFH o R 7|Ztoh= Ak ofdHl AR Ao ol F A2 AKEA vt 5T ®
3t P&G A= SA13 A (immediate appeal)oll 2J8FA] ¢ko W E-rah 4= §l= a7} WAgith=

Aol tistel YEha Eatsdrkn Farstant,
4, FaM U] B
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S gt a4 oFe] £A4= 28 U.S.C. § 1292(a)(1) ¥ (o)1) 742 HAT

Sec, 1292, Interlocutory decisions

(a) Except as provided in subsections (¢) and (d) of this section, the courts of
appeals shall have jurisdiction of appeals from: (1) Interlocutory orders of the district
courts of the United States, the United States District Court for the District of the
Canal Zone, the District Court of Guam, and the District Court of the Virgin Islands,
or of the judges thereof, granting, continuing, modifying, refusing or dissolving
injunctions, or refusing to dissolve or modify injunctions, except where a direct

review may be had in the Supreme Court;

(2) Interlocutory orders appointing receivers, or refusing orders to wind up
receiverships or to take steps to accomplish the purposes thereof, such as directing
sales or other disposals of property;

(3) Interlocutory decrees of such district courts or the judges thereof determining
the rights and liabilities of the parties to admiralty cases in which appeals from final
decrees are allowed,

(c) The United States Court of Appeals for the Federal Circuit shall have exclusive
jurisdiction——
(1) of an appeal from an interlocutory order or decree described in subsection

(a) or (b) of this section in any case over which the court would have jurisdiction of
an appeal under section 1295 of this title; and

(2) of an appeal from a judgment in a civil action for patent infringement which
would otherwise be appealable to the United States Court of Appeals for the Federal

Circuit and is final except for an accounting,

e 7] 75 HF B0 3 ARH o9l Fofat Ao skt

A ele] Wl Sbddo] st Be 4 gle 23E 2ddths AE 78 SHste
Aot 28 et AoRA, o]HTt - SAIF A (immediate appeal)ol 2Jsto] HApA
AE & S Sl Aol
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g S e 2ot

Once an order for inter partes reexamination of a patent has been issued under
section 313, the patent owner may obtain a stay of any pending litigation which
involves an issue of patentability of any claims of the patent which are the subject of
the inter partes reexamination order, unless the court before which such litigation is

pending determines that a stay would not serve the interests of justice,
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5. History Map

(1) California &5 A=HY(2007-08-27)

Woodard v, Sage Products, Inc., 818 F.2d 841, 851 (Fed. Cir. 1987) (en banc)

Gould v. Control Laser Corp., 705 F.2d 1340, 1341 (Fed. Cir, 1983)

Chamberlain Group, Inc. v. Lear Corp., 516 F.3d 1331, 1339 (Fed. Cir. 2008)

Novo Nordisk of N, Am_, Inc. v. Genentech, Inc., 77 F.3d 1364, 1367 (Fed. Cir. 1996)
Abbott Labs. v. Andrx Pharms., Inc., 452 F.3d 1331, 1335 (Fed, Cir. 2006)

Polymer Techs., Inc, v. Bridwell, 103 F.3d 970, 973 (Fed. Cir. 1996)
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No. 7 Felix v. American Honda Motor Co.

2 ar MARK D, FELIX (¢31—3}4¢1)
R. Scott Johnson, McKee, Voorhees & Sease, P.L.C. (Des
dardefel
Moines, Iowa)
AMERICAN HONDA MOTOR COMPANY, INC.,
AMERICAN HONDA FINANCE CORPORATION,
HONDA OF AMERICA MANUFACTURING, INC,,
g @
HONDA OF CANADA, INC,,
HONDA R & D AMERICAS, INC.,
HONDA TRADING AMERICA CORPORATION (3] 27—1]3}4~2l)
oo Ql John M, Caracappa, Steptoe & Johnson LLP (Washington, DC)
A ALAHS 2008—1367 ( 4&t) (HZA LA} : 2009—-04—-10 )
AEQE
Fai BAUE
AFFIRMED
A Al TAL LINN

05—-CV—2525 ( Al2YA}F : 2005-12—-13 )

the United States District Court for the District of Kansas ( KS

) (DCT)

U.S. Patent No, 6,155,625

35 U.S.C. 271
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H AFALE Mark D. Felix (0]8}, Felix) 7} American Honda Finance Corporation,
American Honda Motor Company, Inc., Honda of America Manufacturing, Inc., Honda
of Canada, Inc., Honda R & D Americas, Inc. ¥ Honda Trading America Corporation
(015}, Honda) & Atl2 47|k 2abe] w253 6,155,6252 (o]3}, ‘625 53)) WS ol 4.2
4 #1713 Aol

Qb

felix = ‘625 5319] f-AT WYHol4 S5 AAo|T, 625 Sl BY Eel W A
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A% ghatol & Q7 A= 9 AEiet 2 e A
Qe FHAEET 2 AHdolA 535 £AI7E He A, 1H
H| 28 %’45} W5 SR (16)0l F2rE= 7kAZI(18) Fito
QN Aol o] AEBAS Thet ol sl ek,

The hinges 28 mount the lid 22 in proximity to its front edge 22a and accommodate
movement of the lid 22 between a closed position (FIG. 2) with the gasket 18 sealingly
engaging the lid 22 adjacent to its edges 22a—d on the lid lower surface 22f and an
open position (FIGS. 1, 3 and 4) providing access to the compartment interior 26
through the truck bed floor opening 10,

‘625 53]9) Y79 632 Thet 2,

In combination with a vehicle including a vehicle bed, the improvement of a storage

system which includes:
a) an opening formed in the vehicle bed and including an opening rim;
b) a compartment with an interior;

c) said compartment being mounted on said bed with said compartment interior

accessible through said opening;

d) a lid assembly including lid mounting means for mounting said lid in covering

relation with respect to said opening;,
e) a channel formed at the rim of said bed opening and including an inner flange;

f) a weathertight gasket mounted on said flange and engaging said lid in its closed

position; and

g) a plurality of drain holes formed in said channel.

AT 602> SYHA A 3o AAH HAo| o]FojFor, ‘625 EF|= u]x4EFESY No,
08/951,246%. (1997.10.16) = FE 23| odct 2% o= 12719 H13S E3351 U

om, B AT TS 3749 e bt 2t
1. A storage system for a vehicle including a vehicle bed, which includes:
a) an opening formed in the vehicle bed and including an opening rim;
b) a compartment with an interior;

c) mounting means for mounting said compartment on said bed with said

compartment interior accessible through said opening,; and

d) a lid assembly including lid mounting means for mounting said lid in covering

relation with respect to said opening,
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7. The storage system according to Claim 1, which includes:
a) a channel formed at the rim of said bed opening and including an inner lip; and

b) a weathertight gasket mounted on said lip and engaging said lid in its closed
position,

8. The storage system according to claim 7, which includes:
a) a plurality of drain holes formed in said channel.

% 29 AT 19 37T 689 (), (b), © L (@ PIAFS =P Yok Hx

=99 A4 732> AT 639 A (e) A (“channel”) 3} (f) 7FAF (“gasket”)
SHS Bolskih, Hx &9 Hd 838 Hd 689 A of| (g) ¥isE (“drain holes”)
HgS Krkstch

AN
19999 64 99 w=ESAS FF 13l st w553 5,363,890=% (]38}, Cooper
g 4

=
'890 £3]) W w253 4,733,898 (ola}, Williams S8))2 l-8slo] w4 guke] 7o)
98 A0, 22 37T 79l thetel Cooper 890 53, Williams 53] % v] 753
2,671,935% (o]3}, Flues 53)) & o1g-3kol A4 9ure] 71 8ol 42 SA5gck,
=]

A Az BT 83 HYYe FeE RYUhE SE/s sk Adol9E §
kel

A5t 4 99 109 Felix & A™olf A0 tiste] BYMES AZstAn, A79 13
U 7S Ao, AAE AT 19 SYF 14T O R ARt BTG 73] o)
Al QgERE Aol Bt Aol glol AuAtel ofFt 9 AS Astect

14. (Claim 7 rewritten in independent form) A storage system for a vehicle including
a vehicle bed, which includes:

a) an opening formed in the vehicle bed and including an opening rim;
b) a compartment with an interior:

c) said compartment being mounted on said bed with said compartment interior
accessible through said opening;

d) a lid assembly including lid mounting means for mounting said lid in covering
relation with respect to said opening;

e) a channel formed at the rim of said bed opening and including an inner flange;
and

f) a weathertight gasket mounted on said flange and engaging said lid in its closed
position,

By

= 37 sl talAE B Bolo] MAH 143] FHHES st
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19999 109 21 AAHRE A 14Fe] tiste] thA] Cooper 890 53 4 =557
5,172,519% (©]3}, Cooper 519 £3]) & -8t AgA fIute] Adol(-&5 FA5t9 oM, B
AE A3 8l oA SHFCE B 5E7FTHS SAISHAT. o]FojFd AARte]
Aol FA & B Y89 aok2 oh5ut Pt

Limitations of Issued Claim 6 Disposition

Original Claim 1 (a), (b), (c), (d) Cancelled

Original Claim 7 (a), (b), (c), (d), (e), (f) Rewritten as Claim 14

Claim 14 (@), (), (), (), (e), () Obvious (Cooper '890/Cooper '519)

Amended Claim 8 (a), (b), (c), (d), (e), (f), (g) Allowable if rewritten

20009 14 21¢ Felix = 2% BAANE A&t A% 8% X A% 4= AAIAL
o, A7 8F2 M2 A7 16F 22 HA] 245k

16. (Claim 8 rewritten in independent form) In combination with a vehicle including

a vehicle bed, the improvement of a storage system which includes:
a) an opening formed in the vehicle bed and including an opening rim;
b) a compartment with an interior;

c) said compartment being mounted on said bed with said compartment interior

accessible through said opening;

d) a lid assembly including lid mounting means for mounting said lid in covering

relation with respect to said opening;
e) a channel formed at the rim of said bed opening and including an inner flange;

f) a weathertight gasket mounted on said flange and engaging said lid in its closed

position; and

g) a plurality of drain holes formed in said channel.

AT AT 6302 Y AT 1692 SHAA

Felix &= Honda AFS A138)F 63 AsE o] G2 A A|7]59th. Honda AFQ] Al&E& In—Bed
Trunk 224 @74, 7127, SRS 23513 Qo 5FATE, In—Bed Trunk A|Zo)|A] 7}AF
o] 921 625 539 17 Aol A ek $1X|o} Alo|stelny, ofefo] o] e ule 2
o] 7}270] Ade] BxA7} ofviet ool L Eo] Uit

A H Y-S Markman hearing & 5319 “mounted”, “engaging” 80| ts}o] dfjAs}o],
k7Y, "EESHA AT, A% e A 9 ou= OHﬁs}ﬁE}. Honda Ab= 242} ZA%15)

62



A3 714 Eobd T4 ZH A

U FEA3) o) Gl Grhs oA S F
sho] 625 5319 7tz SRR Aatdrhs Ao

5513749 o4
1. “mounted” 34

AR Y “mounted” §-ofof tfste] “EESHA 11 (securely affixed or fastened to)”
o2 43t} Felix & “mounted” £01& ¢4 Xé(posmoned)A ou|E x3}el= "t
W2 s Z=tta Fs o, oggt sjAS A S AESSHAAR, Fad
2 o|F WolEo|X] ¢kttt Felix = A= I3t “mounted” £+ “mounting”

olgt= &ol& AHEStL O]O‘:‘j] ol ol AR 9] A ARE 2% éﬂi 231} B sk
ool FseiTh a2 8o ARG Aol tisfAl= AFSHAAIRE, A ofH K&
o A% “mounted” §-o17} $12] AA 9] oJn|E WYixst= A o= Argstar 3,1x1 okt whrtalal

=
2. “engaging” sfA

A Y-S “engaging” &l tiste] “AdE o] AAH(coming together and
interlocking)” ©] oJu|2 4} ¢ltt, Felix & “engaging” &°l= “AFZdAY o=
(contacting or bringing together)” 9] 2n|& Z§sl= R} H& ou|E zh=cly FA51%
o, o3l A *ﬂmx] Sl 42 Al&3l3t), Felix & “engaging” 2ju]of tjsto] 11
91, HAIA 78t SHEAE Foto] UEh QA e u R AMR A oJu]E goto] AHr]el ol 2
A rlojof glrhar -roﬂ‘ﬁ‘:} Fad AW dAF “engaging” ©f “interlocking” 9
o7} e F4o] @77 3 X33k “interlocking” 9] 2ujol& 7kAaA o] £
HHo] &g ALY grfje] E4 BEo oa|a A Ets oujyt Z3tE ot shEA], WAA Q]
ol FEol= og|gt oJu|& JfAIstAL QA] grrhal weseich

AL Honda A2l In—Bed Trunk Al&o] 7kA7] 34 k&4 getty 224
vl EA- 7 BAYEEA] gkokrkar okAlgAs Tt In—Bed Trunk Al&S] 7k231L @rjjol uf
Eo] gl Aox % Zl°ﬂ UWEQ@ UA Grte dekolt, A o] Tt AL A
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1(2005-12—-13)
1 (CAFC)(2009—-04-10)
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2)

2]
1

T712+(H]
Markman v. Westview Instruments, Inc., 52 F.3d 967, 970—71 (Fed. Cir. 1995) (en

banc)
Cybor Corp. v. FAS Techs., Inc., 138 F.3d 1448, 1456 (Fed. Cir. 1998) (en banc)
Net MoneyIN, Inc. v, VeriSign, Inc., 545 F.3d 1359, 1365 (Fed. Cir. 2008)

Phillips v. AWH Corp., 415 F.3d 1303, 1312—19 (Fed. Cir. 2005) (en banc)

Nystrom v. TREX Co., 424 F.3d 1136, 1145 (Fed. Cir, 2005)

5. History Map
()Kansas A=

J

g

64



R34 71&2obd Bl

No. 8 Crown Packaging Technology, Inc. v. Rexam Beverage Can Co.

1A AR AR

CROWN PACKAGING TECHNOLOGY, INC,

A al
and CROWN CORK & SEAL USA, INC, (gx—3&40l)
Dale M. Heist, Woodcock Washburn LLP (Philadelphia,
dardiE]Ql .
Pennsylvania)
i al REXAM BEVERAGE CAN CO, (3)a1—Xojjg42l)
o 7]l George P, McAndrews, McAndrews, Held & Malloy Ltd.

(Chicago, Illinois)

Faql AP S 2008-1284, —1340 ( ¥ ) (A LA} 1 2009-03-17 )

AR5, B

REVERSED AND REMANDED

Gl A MOORE

AR S 05—CV—-0608 ( A2YUA} : 2005—-08—18 )

the United States District Court for the District of Delaware (

A2
HH DE) (DCT)
U.S. Patent No, 6,935,826
HHES]
U.S. Patent No. 4,774,839
T 35 U.S.C. § 287(a)
Zle2ord AE  SEF
YA +5= / E5|3FA /
2. AHduH

2 A}A-E Crown Packaging Technology Inc. @ Crown Cork & Seal USA, Inc. (o]3},
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Crown) 7} Delaware AU o] #Hao] tisto] FaA|715 Abdolct, AW Y-S Rexam
Beverage Can Co. (°]3}, Rexam)?| n|=t53] 6,935,826% (0|3}, ‘826 53])o| tigt v 3|
oAl THA HELE Q831 T), o]o thElo] Rexam A= o] u|ZES] 4,774,839% (o]3}, ‘839
E3]) o digt A3 YL B RaATE 7148, Roigasia

FarYe 826 53519 HF3} 14304 7 s e 4ol 7F3tE v =(annular
reinforcing bead)” 9] 7|5of gt AFA 7:]]01] WA o] oltki Tekate], v e o] oFAluiA
& shrleka Shpetalnh, w3 FPLE 35 US.C. § 287(a) T 3 S8mAl 2
< W A Aole AE8HA etk dedt ARl 7% 5]% I [ Hanson v, Alpine
Valley Ski Area, Inc., 718 F.2d 1075 (Fed. Cir., 1983) | &38| A& 5} && Ao 27
3t Rexam A7} #1713 whAaE 7] 245t B2 9] 8kt

3. YA

e

Crown A} ¥ Rexam Ah= 8 SEF AxGA] M 542 vbtAl(can end)E et
Crown A= AHARE] “Superend” 70 wRIAI7F 7129 A Bt 10% A= A=E 9D AHEsto] &
g 7149 vpRlE "olmgokal =453 Superend PHA Y] EQ10]9- Rexam A= ARAL
o] 74 utAAIE A3l 3+, “Rexam End” AZE 2 24 Superend 9F A4 A3+,

20054¢ 8¢ 18Y Crown A= “Rexam End” AJEo] ‘826 £3]9] A8k 143+ sistsict
i At s A7Iskelch 20054 119 3% Rexam A= HRIA A& 9 vkag Al7|8H

t}. Crown A= 35 U.S.C. § 287(a) 7+l &A3to] E3HEA S 314 lth= o] 42 Rexam
A7F A 718 viAE 7)1 Zkske] gl HRokAmAS Al 20079 7Y 30 R|HH e
Crown /\]’-/] Ok*“”]’ﬂ o 9] O}—oﬂ ] U:] Rexam /\]—,,] H}-/\?Q;L 7]2_}—()}_(}13\147.

20084 19 292 WAL Rexam AFe] H| S0 T3t ekl A 1S olLslct o
2o 73to] “Rexam End” Al&0] ‘826 £319] A+ 148-S Hallatd=Alo diste] A&
AHEEA ] 72w o] EASHA] ekl BTt Crown Al o2 A o] A
FaA7] Bk

4, Faride] B

e

826 5319 AT 149 - FEE

FEEo| TGSl 53] W) olRE BHS| A ATE W BA} Hs AB 3

o7 w2 Al Hiol YL walok Tk, S WL LATL B AFo] H317|%} ulw
slo] ZEAOE FUY 7 GAUE P WA TR0 FAT WA H FAT 715 SAT
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FE=2 8o B3 function—way—result test = 2 ApdoA] EAEE 7] AAA] Eolo] A
o] #5& Agof 53] FFsict. Crown A &aA|7|= ‘826 E3]9] H+-dl 14%9] “SHite]
7+3}8 ¥ = (annular reinforcing bead)” FFAJo 24 F11 9t

A7 14T S F e 1390 e FEEoRA et P

13. A metal can end for use in packaging beverages under pressure and adapted to
be joined to a can body by a seaming process so as to form a double seam therewith
using a rotatable chuck comprising first and second circumferentially extending walls,
said first and second chuck walls forming a juncture there between, said can end
comprising;

a peripheral cover hook, said peripheral cover hook comprising a seaming panel
adapted to be formed into a portion of said double seam during said seaming
operation,

a central panel;

a wall extending inwardly and downwardly from said cover hook, a first portion
of said wall extending from said cover hook to a first point on said wall, said first
wall portion adapted to be deformed during said seaming operation so as to be bent
upwardly around said juncture of said chuck walls at said first point on said wall, a
second portion of said wall extending from said first point to a second point forming
a lowermost end of said wall, a line extending between said first and second points
being inclined to an axis perpendicular to said central panel at an angle of between
30" and 60°,

14. The end according to claim 13, further comprising an annular reinforcing bead6
connected to said wall at said second point, said annular reinforcing bead connecting
said wall to said central panel,
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5. History Map

(1) Delaware A|HHY(2005-08-18)

(2) AL<=33A Y (CAFC)(2009-03-17)
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6. A& A

Hanson v, Alpine Valley Ski Area, Inc., 718 F.2d 1075 (Fed. Cir. 1983)

Pandrol USA, LP v. Airboss Ry. Prods., Inc., 320 F.3d 1354, 1362 (Fed. Cir. 2003)
Glaros v. H.H. Robertson Co., 797 F.2d 1564, 1573 (Fed. Cir. 1986)

Hilgraeve Corp. v. McAfee Assocs., Inc., 224 F.3d 1349, 1352 (Fed. Cir. 2000)
Tech., Inc. v. Haas Automation, Inc., 206 F.3d 1422, 1429 (Fed. Cir. 2000)
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No. 9 Welker Bearing Co. v. Phd Inc.

1A AR AR

st 0]

<] I WELKER BEARING COMPANY (3 —3}49l)

Jeffrey A, Sadowski, Howard & Howard Attorneys, P.C.
Al
(Bloomfield Hills, Michigan)

T ar PHD, INCORPORATED (] 31—31] g4 2])

D. Randall Brown, Barnes & Thornburg LLP (Fort Wayne,

Indiana)

FaA AAHS 2008-1169 ( dyt) (HA YA} 1 2008-12-15 )

ARelg
Py BAWS
AFFIRMED
A A} RADER

HAAAHE 06—CV—13345 ( A|2YA} : 2006—07-25 )
the United States District Court for the Eastern District of
Michigan ( MI ) ( DCT )

U.S. Patent No, 6,786,478

T 55
U.S. Patent No, 6,913,254
T 35U.8.C. § 112

ek R AE A, FETM

A VAR | BTN /

2. ARER 7

2 AbAL Welker Bearing Co. (0]3}, Welker) 2] v|=+E3] 6,786,478% (0]3}, ‘478 E3)
9 u]5535] 6,913,254% (o5}, 254 E3])ol tigt vsle] oFAlwmE FGE Q185 AR
t}. [ Welker Bearing Co. v. PHD, Inc., 528 F. Supp. 2d 683 (E.D. Mich. 2007) (“SJ
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Opinion”) ] Virginia 54491 85 U.S.C. § 112 4] A% 254 E319] 71%4] B3
2 FaskA Q] el

g 717 gigt Ao 277t ¢lar, E5EE o]F 478 EF
Ho b 1] ofAl A ol

E5E 5U3 YAME 74 Ak 9oy, &5 ¢
st f-A8k= W S (pin clamp)oll ¥ Aol 7HA]|
o] YA & FolF= U FAre] Holt,

Welker AF9] ‘478 53] 4 25
< AlRsAlA A =aE <

=
T
1 29

o

(3% 1B) & 29 E78 sk 9 SWZE A4Sk glek, oAFofold(1¥ 149 52)
LAY B0 Proz o] YXSHEE Fhth o] A EFe] LYOR ujmelA ol u,
W ZYTE e 57 (fnger)7t e, olefd 71 2 £k 9 sheel x5 9
@ Wl AAste] ALSA AT 5 Y /)5t olFofolei B7let Y T ALl
A Az A sHzE et ngeS Atk 20039 74 99 Welker AH= ag &4
2 AESAL, o] F 4T8 S92 WAL}, 478 B39 ALY 182 theat L),

A locating and clamping assembly comprising:

a body defining an internal cavity and an opening from said cavity to the exterior of
said body,

a locating pin disposed in said cavity and extending along an axis A out of said
opening to a distal end;

an actuator for moving said locating pin rectilinearly along said axis A into and out
of said opening;

at least one finger supported by said locating pin adjacent said distal end for
movement radially into and out of said locating pin transversely to said axis A of said

locating pin,
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said assembly characterized by a mechanism for rotating in response to said

rectilinear movement of said locating pin for moving said finger radially,

ALY /18 B2A7I0 FEREY o] 84 oF WAUSS BFsk ok kA,
SIS ES 8 478 Sol) Aol o &5 viALBo] Aol Broln A geson
4Bt Welekr A= 9459S Fotol F7HUNS W8 5719 314 25 WAUES A%
e HTUE SRS, SR, AT HAAE 8 S 5ol chele] AU A 5
1 9] grekeh ol 20054 79 59 ‘254 B8l waslglch, 254 E310] ¥7Y 1L kg

3 e},
A locating and clamping assembly comprising:

a body defining an internal cavity and an opening from said cavity to the exterior of
said body,

a locating pin disposed in said cavity and extending along an axis A out of said
opening to a distal end;

an actuator for moving said locating pin rectilinearly along said axis A into and out
of said opening;

at least one finger supported by said locating pin adjacent said distal end;

said assembly characterized by a mechanism for moving said finger along a straight
line into and out of said locating pin perpendicular to said axis A in response to said
rectilinear movement of said locating pin.,

Welker A= PHD AFS] 2719 A& (Clamp I ¥ Clamp II) & E5 A& o] 32 1A
Clamp I ¥ Clamp II 9] 7HdF A2 B FAAT A3t 2004 27| PHD A= A& 21
ZhRlof AMEE= 23 A SO Ylat #&A 5] General Motors (03}, GM) 2 =2]&

ZPtdet, FAAFES olHet /NEa g oA Welker A SZ7F ke ZEQltk= Hof thEol
AT, ©o]F PHD Ab= Clamp [9] ZREEYE 7Uselon, o= =59 ol&) 3lojAl
A 5 WAUSS A&k St

3. Aol Be

478 E3]7) 2= 200449 109 7 2359l 20049 109 Welker A= PHD A7} Clamp I
2 Jfarel s AFALS: okoro A5 7511 gl glolAlA FAre] o] A x| g, Welker
A= o]2 AMsHarh o]F PHD AH= 4% 84 EAES 7] 9 449 URlS Bot
o] Clamp I & 73T},

254 53]= 20059 74d 5o HRHACH, E7]9 3 5ol disto] 2o A du
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SFaL QAR §FeteE, 2006 7Y 259 Welker A= PHD AFS AR ‘478 £3] 4 254 £3] 3
6}]% o= T £E A7ISHAT. Welker A= 21 & HIFAYSEE AHE-SHA] g Clamp 112}

478 53]of| disiM= vHNE AFstT. mebA, A e Clamp T 3} '478 5319k A
3 o F % Clamp 1T I} 254 5319] ol & HestAt

AEle ARl7IS0] 478 53 ol T PHD At: Clamp [ & A% Bofsieg wol

A opecha wEstech neba 478 Slol et ulYale) orATAS 918

2 g7 7R

SHASHEE, whebd, 7154 AT AR BT 7159 7ol thakol WAIA ] ol

et FRE WA St KU Tl tiste] AT Y PR FUYR IH =
Ao,

WA FFAHYe A4 7|2 AES E3lo] ‘478 E3)7} dralE 2004¢ 9Y 7Y o]Z PHD A}
7} Bojst Es|Z 390 et A= whAE R gttty ittt PHD AR= ] 107119
N

Clamp I o theh TREERIuhe BABHG 00, 15 FAH BEL U7 PATLol] U B

Welker AH] ‘478 S3]o] et Mai5742] =2l= PHD Al slig 53] o]l 4 A&
Aol Al AABoF & o F = 7}?<lﬁ Aol 81 o] 5 o] shA] Skt Aot A
iy 474 7l§°ﬂ*1 Eo%‘ﬂ*ff%l HD Aol A&23] JAE5S 45T 4 e Are Bl

Ir

%A ARE AL A8H 7]

s S5t Fxo digt AFelel &5t s
A TS 7HA] = el diste] &gttt 254 E9]9] A9, ‘means’ gh= o] ti4l
‘mechanism’ °|gt= &o]& AREolL Qlth, AWML ‘mechanism’ g-oof tfst 7|52 A
T 7149 W A8 AHIE AESHUY. ‘mechanism’ §018 @508 AMSh= ¢

4l & o

o]
ot L2 A AL VAR gt A o1 “mechanism for moving said finger” &
Tetoll Qlol, B4 132 "mechanism”™®] 542 A9 + e oud 24 E45
ookl QA edrhkal wekskdint, A i Aol 7lsA AR 71A ol sidetth
AAslol, A-gdhs F29 24 AR tigt AT sHYith, AL FYE I 2AE
(rotating central post)” Z]A o) tidte] HLE}e] 7|5 7o) ASete LR E upels sfar, o]

= GAIA HAE Foto] Hekd "Hopar sielnt, A2 o] g A o) wete] 595kl

rr

o

o[o

-
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k.

5. History Map

(1)Virginia SH A=A (2006—07-25)

A712¢

(2) AEr&33AHA(CAFC)(2008—12—15)
ATelg

6. ALAA

Conroy v. Reebok Int'l, Ltd, 14 F.3d 1570, 1575 (Fed. Cir. 1994)

Hoover Group, Inc, v. Custom Metalcraft, Inc., 66 F.3d 299, 304 (Fed. Cir. 1995)
Johns Hopkins Univ, v, Cellpro, Inc., 152 F.3d 1342, 1366 (Fed. Cir. 1998)

Cybor Corp. v. FAS Techs., Inc., 138 F.3d 1448, 1456 (Fed. Cir. 1998) (en banc)

Lighting World, Inc. v. Birchwood Lighting, Inc., 382 F.3d 1354, 1358 (Fed. Cir.
2004)

Phillips v. AWH Corp., 415 F.3d at 1311 (Fed. Cir. 2005)
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No. 10 Cohesive Tech. Inc. v. Waters Corp.

1. AbA AR

< al COHESIVE TECHNOLOGIES, INC, (g1—3&40l)
HAarggll Robert H, Stier, Jr., Pierce Atwood LLP (Portland, Maine)
i al WATERS CORPORATION (3] 31 —H.t}j g} 01)
_ Wiilliam A. Scofield, Jr., Lahive & Cockfield, LLP (Boston,
T a2 ¢l
Massachusetts)
_ _ _ _ _ HS3 A o] .
San] AU 2008—1029, —1030, —1031, —1032, —1059 ( ¥#Hg ) ( HA LA}
2008—10—-07 )

dRelE, druy], E5aaE

G4 HEYE AFFIRMED-IN-PART, REVERSED—IN—PART, VACATED—IN—
PART, and REMANDED

SFA Al TAL LINN
_ _ _ _ _ _ A _/_]\_OIX : _
A S 98—CV—-12308, 99—CV—11528, 01-CV—12307 ( AAY=} : 1998
11-12)
Q14H el the United States District Court for the District of
Massachusetts ( MA ) ( DCT )
U.S. Patent No, 5,772,874
BHUES]
U.S. Patent No, 5,919,368
TEHE 35 U.S.C. § 271

ZleZoF R AlE AE7IA, HPLC

stelg / BweIsNA /

i
(L
o
=
b

H AMAE E5 A AFAo]tl. Cohesive Technologies, Inc, (©]3}, Cohesive) = Waters
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Corporation (©]3}, Waters) & A= sto] BAE Al 7§8] 25 A7I8kle}, ZA4171 € 59
© U=53 5,772,874% (o]3}, 874 53), v]=53] 5,919,368% (0|3, ‘368 53)2A, il
s HA A=ZutE ]3] (high—performance liquid chromatography, ©]st HPLC)<} ¥
gtk

‘874 53] 9 ‘368 53| EF HPLC 9 #&igitt, HPLC & Ao 2314 IS &,
T4, Fshs Aotk AFAe o R SH sRHES Befstal, Aok A
< 317] $l3te] HPLC & AHg-gttt, HPLC oA 549 3i3tES Eiohs HAl= 220t 18
a Z9E ols, SEES ZHUe SN e At K BR, olF &= uf
2hA SRgHEo] EelE o], EAER v AEAolAl e IXE A "ot

‘368 53] ‘874 53R HE EEEUEY, F EF= 5U YAAR A
Cohesive A= ‘874 E3]o] H11d 13}, 33, 73, 98, 158, 168 U 208 A slg o,

'368 539 18}, 3% ¥ 838 T,

A WA A4(98—CV—-12308) 01]/\1 Cohesive A= Water AF2] 30um Oasis HPLC ZH& A|
2 e R 874 B39 HAlg =0l &8 A7Istech. & MR £35(99-CV-11528) of A
Cohesive A= Water AF2] %013} 30um Oasis HPLC Z¥H AlES t4 2= 368 53519 23|

=0 &5 A7Iekd e, Al HA 44(01-CV—-12307) °ll4] Cohesive A= Water AF2] 25um
Oasis HPLC Z¥ Al&& o= 874 53] 4 368 53]9 & o 25 Al7Istitt.

A A Aol 4] HjAYRL 874 EFe Rao] dEshA] @on, 30um Oasis HPLC ZHg A
#2874 53 E Hofshirtar ddsiirt, AR Ee A A g WEIgh Ssfuld, o
o) 9 R 2F3Ylol thsto] Aestilen, F WA 9 A HA aFat IR ARul Y
B 3 oFAEA e tisto] skl

A e A A 53 #wEste] A $4 BEAS WRlow, T HA AFA S5
4 S5-Fast #dshs oA AARS d8stelen, Eajuid HEE sklet shRINE Al ¥
A o)A A A Water AHS] v sljel g kAo A1AS whopEo], 25um Oasis
HPLC Z4 A& 5315 3sfshAl eFgkrhar sdsigict

Ao A AL EA7) El o] “rigid” W “greater than about 30 um™-&0] 24|, o]
Z219A}of gt A O 2 particles that are “rigid” and have average diameters “greater
than about 30 um, ”9} Qol 7] XHQ01 011:} PQ 7%7%_4 ;dq_zﬂo _zJAX—! oz OHMAF _E,’_xﬂﬂ
Lol & 23bskar Q.

FAHYL 30um Oasis HPLC Z A2t dste], e o] Ao “rigid” 809
tisto] SHEE Si4S ko, Water AFS] JMOL 41782 7]125k3ith. Wolzt Water Ab7F i 4

i
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=l
b EASHA] el
Holl Al&shA] QL =4 2

FAHAL 25um Oasis HPLC ZH A& Heste], AWy He A3t “greater than
about 30 pm” & sj4lof tfsto] whehsqich AR 1‘3’94 °]1°T of lojA= ivﬂ 2
AT Water Ak 378t Z52 g0l QloiAl vlFae] Szl glojx g elel <)
A= eF7F qivkar ¥R

i
jatadt
:?l_'z

N

b gee st A4

{'The 30 um Columns )
A7) oA

Z3Eo] Q= %01‘1 rigid” 80} 34l tfsle] &
5,000 psi &% Lol A ‘?al

R
sogeta s A0 dAEYe, olela AlAE 1 sl 3101 X Eejo] YRS £
SHe AOR A, Wge] AHT el At 1 ANRA Bl 1 AFHT Uginh

Waters AH= “rigid” si4ol4 Eev Q48 LA A4S AL B oRolw, &
A7} & Fdte] Cohesive AHe Zein] AAE AolstAttn F4stch, AARHE 12ES
5,019,270% (|3}, 270 E3)E A8A2z ste] Aol 45 FA3h4rh Cohesive AHz I
AAZIAL Bate] 270 E39ko] Aold e AZSIAT. olejat Fakol vl Favge
aters Ape] FARS WobEolX) 9, )74 A&l Ma7|&ake] Zol ol Tt oj7i)

o oA el slolH Belvlz RS Aolekn pustilch deos gaune
11%%4 “rigid” S14ol Eostdeh. =, “rigid” o] ojmlels 1 QRfSo] WEA Bmir] o
107} girke Zoltt,

Hsfo

Aafjoj Fof tiste] Waters AH= 30 um Columns YAFE©| “rigid” stth= M-S 2143170l =
A7 SESHA bl FAskoh e AR YO “rigid” 4] 9 Cohesive AF 59
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AL F gL B2 sto] i AL gt FEshcka westgct
Raoly

Waters AH= o] ® 5319 oldrbsqol] de BEe uue] wes AN o
JMOL 78 A4 Q183 57} gleka Fgshact, A7)
sto] BAI7} ® B517k o2 Zhssheka sjAl Ul BRsk 49, g Ue] A4
WERe Bgsheka Q25 ofedt Hold AWHAL S FE ¥

olefa Weke B3| ade] glo| AT nxy e TR BA=A, F

o Sl 8o Bekt 9o BAlo) gl Wre] B

e = Zagt 7|9he] ojw=of T AR F |0 9l

oA AR Y 75 HeklthaL —erc}ﬂ‘ii‘:}. Cohesive Ali= Guiochon =2 S8l A
Zot=t 9lo] 7]‘394 QFJP —é H?‘{H’/Pﬂ Fsklot, A ”111 =54 e g 71w
H0l= SARA T8 ARTF EA
Shpal BHRlth Waters A= 7]RHY] o=
rorom, weba, A A2 Waters A &

o BAL Fu 5
o F32 §1 of
3

;S] _

5. History Map

(1) Massachusetts A|HHY (1998—11-12)

3772
(2) Avr<e3ld AU (CAFC) (2008—10—07)

law, Markman v. Westview Instruments, Inc., 52 F.3d 967, 970—71 (Fed. Cir. 1995)
(en banc)

Cybor Corp. v. FAS Techs., Inc., 138 F.3d 1448, 1456 (Fed. Cir. 1998) (en banc)
Phillips v. AWH Corp., 415 F.3d 1303, 1312—19 (Fed. Cir. 2005) (en banc)
Computer Docking Station Corp. v. Dell, Inc., 519 F.3d 1366, 1374 (Fed. Cir. 2008)
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Summit Tech., Inc. v. Nidek Co., 363 F.3d 1219, 1223 (Fed. Cir. 2004)
Jones v, Hardy, 727 F.2d 1524, 1529 (Fed. Cir. 1984)
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No. 11 Revolution Eyewear v, Aspex Eyewear

1 A AR AR

REVOLUTION EYEWEAR, INC, (131/9kA ] 31 —3] g4 2])

& al

GARY MARTIN ZELMAN (Whau] 31 —3u] &A1)
a2l R. Joseph Trojan, Trojan Law Offices (Beverly Hills, California)
. . ASPEX EYEWEAR, INC. and NONU IFERGAN (¥ 11/H¥FA¥ 31—
42 &49l)

[e} A
o 3gael Michael A, Nicodema, Greenberg Traurig, LLP (New York,

New York)

G AFAHS 2008-1050 ( ¥&F) (BHZ LA} 1 2009-02-13)

Rat7), shpua

s

REVERSED AND REMANDED

Gl TA NEWMAN

AMAARE  03-CV-5965 (Al2LAt: —)

the United States District Court for the Central District of

A4
HH California ( CA ) ( DCT)
HHET] U.S. Patent No. 6,550,913
T 35 U.S.C. §285

ZlE2ok R AlE HH

RERE Akl amae / /

—

b BA| Bk ek Aolth, 3 o= A ol 82 =
do]th. 20034 Revolution Eyewear, Inc. (©]3}, Revolution) =
Nonu Ifergan (©]3}, Aspex) & A= California 5 A= o

Ani

1o

ol

1% g

o

r
Ao

>.\1 FO{'

Aspex Eyewear, Inc,
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48 A715kect.

o= u|=ZESF| 6,550,913 (o]}, ‘913 £75])9 AsfAYS E= Aot} dYd EF= v
ol o] “rHxoty Rk Wbkl ul X2 (Auxiliary Eyewear Attachment Methods and
Apparatus)” 24, A4E ot} HEQMEE Fakshs Wl et Aol Aspex A= €

19] 2 A7]of Bfgstel, v, STE L AAA Rolo] Bk wkaS A7|shect,

3. AAEAY B

o

20054 39 189 Al2d AatolA A AL 913 B3] Rao] Bak obmA AFE 2lget
%lt. Revolution AH= 20064 3% 30% F48 Avjstaon] FayUee EA71 8 375
sl4do] QolAl SRt WSkt Aelol ek Awele]l BAS TYlskn S BEa

t},

20054 3¢Y 3Y AU 35 U.S.C. §285 Aol oA HIA} AYdu|gof Hst A 3f
o] Aspex AMS| A5 Q185 om, ofo thgt ] oA s o] 2F o] of
Yk o]f= FaF 714513 oh 58] Fa of - 9 A4 Felof Tk g4l 18g52l 2007
W 99 6% Revolution Ab= F-A|4x SoFo] gt A OfAE 5513

1 gL chewt 2t

Revolution and counter—defendant Gary Zelman hereby unconditionally covenant
not to sue Aspex for patent infringement under the ‘913 patent based upon any

activities and/or products made, used, or sold on or before the dismissal of this action
(03—5965 case).

20079 94 7¥ Revolution A= AefAfofl 277t Ajd B AR ARG S4e A9 3
5 7148 Eehs ATE SHTh Aspex A= Revolution AR Al&3E A obA = A 9] e
of theiAh 285 Aolojd AAZQ AR Aol o ds] EATTL F7gsh Hitiskel
o}, A YL Revolution AL Al&3F EoFol| LA 8te] a4 9 AR LE 7|23t

Revolution AF¢] %4250k 91 Hs) Hol et 712 Aspex Abe] A% that Ws) 7hs
g A2 S GTE O AASE Holeka waskelnh, AEYe Aut A 2 WA

off A%, ARG 9 TEE A S BAo} nlee] & A7IsHA) 9712 Felston, olg B
B AYA of3e] BAZH wASHA) opecha st

4. Fadde Fd

o
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A3 714 Bokd T4 FEA

E3}0] Revolution AH= @A A& thste] ojwdt oF3% 514
2 Declaratory Judgment Act &ju|ujol A AzI=Q] AR A o]
& Revolution Ape] 27 &5efo] 3749) Aol dhsl At
ok X Hakoict, wehbA, A el tAS wr)skal AFS

2HE53kA

.41

9. History Map

(1) California &5-AH9HA

SEPR
(2) ALEIFAHY(CAFC)(2009-02—-13)
5] 2

oy

6. 1-&AR

Super Sack [Manufacturing Corp. v. Chase Packaging Corp., 57 F.3d 1054 (Fed. Cir
1995)

Amana Refrigeration, Inc. v. Quadlux, Inc., 172 F.3d 852, 855 (Fed. Cir. 1999)

SanDisk Corp. v. STMicroelectronics, Inc., 480 F.3d 1372 (Fed. Cir. 2007)

Benitec Australia, Ltd. v. Nucleonics, Inc., 495 F.3d 1340 (Fed. Cir. 2007)
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No. 12 Revolution Eyewear, Inc. v. Aspex Eyewear, Inc.

1. AbA AR

=l i REVOLUTION EYEWEAR, INC, (f31/94u]1-8}49l)

gl R. Joseph Trojan, Trojan Law Offices (Beverly Hills, California)

5 ASPEX EYEWEAR, INC. and THIERY IFERGAN (& 31/9F4A <]
IR 2

ool Michael A. Nicodema, Greenberg Traurig, LLP (Florham Park,

New Jersey)

FaH AHdvE 2008-1267, —1376 (¥ ) ( 2 LA} 1 2009-04-29 )

HHolg
o BAYE
AFFIRMED
a4l TAL MICHEL

AR S 02—-CV-1087 ( A|2LA} : —)

the United States District Court for the Central District of

SRR
California ( CA ) ( DCT )
U.S. Patent No, RE37,545
BAEs
U.S. Patent No, 6,343,858
T 35 U.S.C. § 112/251

s N e

SRR BAMTA R ) ALBES 2 /

2002¢ Revolution Eyewear, Inc. (©]3}, Revolution) & Aspex Eyewear, Inc. (°]3},
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Aspex) ¥ Thierry Ifergan & A& California EHA|YHY| 25 A|7]5+9ct. Contour
Optik, Inc., Manhattan Design Studio, Inc., % Asahi Optical Co. Ltd. (¢|3}, Contour)
9} HE&9] Aspex A= Revolution AMS A2 t]=E3] RE37,545% (0]3), ‘545 £39])2] A
3 63, 209 U 3492 WeCHE o] 97 NAS Av|ekAc) B FAAL ojelst wiazz|o)
TS Aolry, AH AL 545 559 A 227 of it Fa 9 ofAlabE s 7|45kl e
o ‘545 E3]9] A1 298+0] A oFAlEhd L2 olgstdh Ea AP e Ale A=
23 Revolution AFY] JMOL HEE 7)Z-5}9it). oo Revolution AH= 3F4A| 7] 51t}

Contour A= Revolution AFS] ‘545 E3]o| gt oA &E FA6le] HE AL v =HS A
TFAA N, HY2 o] 71ZF8k4it). Contour Al oo Fofigta A|7]8kqich, 2 ARdS HX
Z|9lE A Aok oH ZH el #ek Zlojt}, o= AIupAet 2 Koy A=E dust
1A= 9T gt

Contour A= '545 53]2] He|AtelH, 545 53] v=53] 5,568,2072 (o]3}, 207 53))
o AERySslold. F S3l= © WAEA Richard Chao (°]3}, Chao) & 71A3kaL Qlct,
545 53] 71E FHFoA Ha 2749 —ErxﬂXq = OWO}O%Eﬂ B Qo] QP A4 et

ol iAo ZAloleE. ARfel EAle Hae o] wes] A4 dHof ofste] f2bE7] wiE

o Wzel7o] ol Z Tefujelt Helxe @% 2=t} Chao = a9 W o] ARo] 14
(“top-mounted”) HAHe1& Fotol olefdt BAHE AL wwakc,

FAe] BAL Ap4o] ma|g%o] Halglt Tx megle] AA shA wAysHe Aol
Chao = AHTHE % walg) 2L wzx xdele] 5w Ei Zuine] 5258 YAstol Ax)5)

t xR ANSET A2 207 Balt F melg) @ na mege TAsHE o AXE A
shick, 207 Sale] 7o) e % mele W mx meelo] 23 FTokn Ugich 545

o
E3]= 45719 FFe 2 ZHAAL QISlH
Aol © A7 2282 oh23 At}
22. An eyeglass device comprising:
a primary spectacle frame for supporting primary lenses therein and
having two side portion extensions extending rearwardly therefrom and
having a front side, a rear side, a top side, and a rear end, each of said
rear ends pivotally coupling a leg configured to conform to a user at a
distal end thereof, each of said extensions of said primary spectacle frame
further having a projection attached to each of said rear sides, and a pair
of first magnetic members respectively secured in said projections, said

first magnetic members capable of engaging second magnetic members
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of an auxiliary spectacle frame so that lenses of an auxiliary spectacle

frame are located in front of said primary lenses.

Revolution A= AFAA19] 202 1A E= otA4el IMF ¥ IMF/T A& Az Hujstae
Atk o] AlFES F ZEd E Hx ZEQles —’,LHQU% x| 5 2| Q) shetol A
o ngHr, % magl W M el BEolt Zeglel FH W S0 THHES 3 4ol
S5 A A7 EER = A S AR,

A3} o]

1999¢ Aspex A= Revolution AFS AHIE 207 £3]9] & & 25 A7t A%
HYL 207 B39 A} 1812 ARl 14 %= L2 (“top—mounted”) o1, Revolution Ak
AZL o 1A EE FLZ(“bottom—mounted”) Y-S ¥ASIIL, Revolution AFS] H]A S
oFAl A S QB AR ol AR e HAE Q85T

1912

N

20029 Revolution AF= Aspex AFS A2 t]2E3F] 6,343,858% (0]3}, ‘858 £35])2] A
&= Eo] AE A|718F9 . Contour A= Revolution AF7}F ‘545 £38]9] A3k 63}, 229 9
488 HeetActa vkas A7stdnh o]F, AW US Revolution Ar] ‘858 £3] A3
F2E ol Zelelict, webdl, BhaxAel Contour Ae) ‘545 S| 214

w

A 2232] B 6| oAl

Contour A7} 8l AFatoll tiste] ThE 2] ¢FQk7] wiitol] A2 13 63 H 343}
gt Revolution AFS] B el oFAlabAd A5 -8ttt shA|qt, A3 228 ] tisiA=
o] efAlmA A5 71Z75kGt. o], Contour Ab= A3} 2230 theh sf<] oFalat
S #3519t Revolution Ab= & =24 018 Aol 1A E= HrzyQlo] e m 2R

= AS AQstar F4te 2289 A4S 25 2FskE Aol sty F2skith

SEA|RE, o] % Ao A HE3) 223F0] QFAA ] XA HA S 2EEHL = FES 27
skich weba, AHAL Revolution AR & ZHS & 2
il #eskal, Contour ARl AHE 918313,

— F3 22%9] Fa ofAlaA

"2 Revolution ARe] B5-e 228l tieh Fao] ofAud H+5 717*5}‘2‘1@. ‘545
53819 BAIMZE A7 274 2ARE !

N

ol
b

=
30
inj
AC)
H
oM
-
oot
no
m
rlo J
o

n
1o
Mo

Y
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Revolution A2} ] sfjo] F7} oFA]
of o] wojHct MUY 5% ZIE]S A8t
A BA-S s, o] %, ARPH YL ujAfl] fHolS Fate] ool 125,964 EEfe] #HA-S )
At 20089 29 25U A HPHYL Contour AF] W B A} H|-& A o] tslo] HEC| G5}
FZ Walth o]i= Revolution AFY] i A 489S YISO E sh= Ao| Ut

s}A]9k, Revolution AFe] 19| Zdfjof Zsjjo] 2J3t HEA} v] -2 o] 5 7|Z}5lct 2%
o] 4 A
=]

i)
=2
1
:c‘)g
-
Y,
o
it
2
N
=)
Sl
=2
©
o
i)
_>‘£
fr
b
:cé
12
2
oX

2 A Eal, WAl 0 ugE Fstol 4,193,567 2ele] WAL shent.

2 o]& Revolution A2 JMOL HAFE 7]21619 Tt Revolution A= E3& F8 of K, Z 3],
JMOL ol ot AR o] saof g4A7] sttt Contour A= 119] Haflof A H

SAb B.g A BT thste] 7]2keE Fojga A7IskAn,

N
otk
B
rE
s
1o
rel
20

G 2719 BARA P 2280 AARE RN QNS AEHTL glon, 545
S5l A2 A4S 95 X Y 9 W TS TS AAFAE AT e
wsheeh, AT 2% F Te Qe Aok gon], F Tagu BE To gt 23
& el 9SS WA A4 Revolution A= ol2jgt A7 7AAKgel datel 5
ot om, Py Helw H7e 2230] g Ut F Zagdo] 20| wio] A
t}

A 2289 FaoH

Revolution AF= ATtal 2288 (1) 35 U.S.C. § 112, 1 1 FFAo 9t 71A &4], (2) 35
U.S.C. § 251 770l &gt A Es] 7 94k, (3) recapture rule o 9Jaj4 53] a5
kit 35 U.S.C. § 282 2 53] f8 49 d2l& 4%}, webA], Revolution A= &

sl ael pt Wakehn A5 UL $He) WYL Resarh

(1) 71 =8 o+

Revolution AM= ‘545 3]t Ae] myuE 2 Zaela nzx xaqle] 23S ANshn
slizul whshe] A7 229 VRO A4 F xeQle By AP Yekn s w
eha, A 2282 WAIA Z1Aol Bk Aol F2o] Qirka Fshoch AL 530 A9
A ARl 371 4 glth, whebA, AlRg AT EE OE Flus T e Az
299 WA Aol a4 So] Hojof gtk =, Xz Z o] WAIA 7|l i 20 F
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alof gtth= Aoltt, E3, FAaH U A7|ede] BAMCRE AFHIL e Bz 39 oF
A AR ot A= FAle AR AWAEE 7HE BAIRA g 7HA] BAIRS dgskL §
L xy7glo] 7] xﬂ % ]Oﬂ sﬂﬂdt}% %‘JJ% o|z]of grA] gr=thal skqleh, A= Famd A

A= A9 f2E rskal giet 7]

S
2
]
oZ
A
ol
fo
)
|
off
ne,
st
Z
oR,
filo
ol
offl Y
Ol
ol
=
30,
rlr
B
2

Revolution A= ‘207 E3]2} tfjuv|s}o]

U.S.C. § 251 7#3& ALPES| o °

kil YAJSEaL Qi o] HzEU MAIE S HAWAA G} 041747}2 st 9ol A
ALY = A=A 9] EAolth, FAHYL o]= 7|AEH] ool FARE wehe] EAZA 7|
H| eboll A AF3t bh, 35 U.S.C. § 251 4L wr&stcha wakstgioh,

d

(3) Recapture rule

Recapture rule 2 A3 53E Foto] 53| 58 WS 8= A& Adst= o
FJ ot AASslel A Hx Senc welyslel glol W Ay SUEAE St 27
H s 2ske Ao 582 4 o Aotk &Yl 539 dHE 2TIski=A o
T AR5 fEiA Wee F BAT 984S AESoF st AddlE S5S 919

545 5319 4

A SR Aol M dEelol U & AN RS Ay
?_

@ 228%0] H2FU 207 FU) FFY Bt Wrke Al dsiilE SRR A 8
A gk, Revolution /\}7} o143 vle} 2o, 2z 290l 207 Y EYAAH AL oyt B
Aot QAL QAT AFAA e HE nRES Yo EXRA SHH tebA,

recapture rule < & ALAA ALE 4 = Aol oyt

9. History Map

g

(1)California 5 A|HA
AL

(2) AF38AHU(CAFC)(2009—-04—-29)

Ethicon Endo—Surgery, Inc. v. U.S. Surgical Corp., 149 F.3d 1309, 1315 (Fed. Cir.
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1998)
Little Six, Inc. v. United States, 280 F.3d 1371, 1373 (Fed. Cir. 2002)
Anderson v. Liberty Lobby, Inc., 477 U.S. 242, 248 (1986)
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No. 13 Aventis Pharma v. Amphastar Pharmaceuticals

L AF AAARR

AVENTIS PHARMA S.A. and AVENTIS PHARMACEUTICALS,
ST INC, (Ra-gag))
Donald R, Dunner, Finnegan, Henderson, Farabow, Garrett &

Al
Dunner, L.L.P (Washington, DC)
AMPHASTAR PHARMACEUTICALS, INC,
1] al
TEVA PHARMACEUTICALS USA, INC, (¥ 11—3]}4:2l)
Jan P, Weir, Stradling Yocca Carlson & Rauth (Newport Beach,
California)
oo Ql Francis C. Lynch, Goodwin Procter LLP (Boston, Massachusetts)

Meredith Martin Addy, Brinks Hofer Gilson & Lione (Chicago,

Illinois)

FAaA AA-SE 2007-1280 ( UEE) (HAYUA} 1 2008—05-14 )
ARG

ot BHAWS
AFFIRMED

sl TAF PROST
HAAAAH S 03—CV—-887 ( AlAYA} : 2006—06—19 )
the United States District Court for the Central District of

OJAIH 2
ddud California ( CA ) ( DCT)
U.S. Patent No, RE 38,743
HAES]
U.S. Patent No, 5,389,618
L 35 U.S.C. § 254
7Rl W AE  ooFE
TEAH e/ B/
2. Ardui7

2 2AS AVENTIS PHARMA S.A. and AVENTIS PHARMACEUTICALS, INC, (°]3},



Aventis) o] W]=53]4o] tigt 259 AR Ae] Hof FEAS A3 5, v FaA
719 Aok A A oM v S8 2Auke] ukly] wae] Ag-E Ad7le
/0 Fojuke B340 Wit a3 ARIALEY} "ok WETh B olgd AMIARS E
370l AHAISIA ¢F2 Aventis ARS] Z]Rto o] digt sehs fiste] RS AHACR 2
shoAct

AIERe Al 4Rg Fote] SR NS Grh2 @ /1w SJwst Exstactn Tasa
3 AL 3l

Aventis AF= B2 ES| RE 38,7433 (o]}, ‘743 E3]) ¥ u]ZESF 5,389,618%
(o]3}, ‘618 E3))2] Ed|dAtolt}, g 5352 A=A du(low molecular weight
heparins, ©|3}, LMWH)& F-4d3l= 2430 stk Ao|tt,

618 53|= A7 192 v 2
A heterogeneous intimate admixture of sulfated heparinic polysaccharides, such

sulfated polysaccharides having a weight average molecular weight less than that of
heparin and said admixture consisting essentially of

from 9% to 20% of polysaccharide chains having a molecular weight less than 2,000
daltons

from 5% to 20% of polysaccharide chains having a molecular weight greater than
8,000 daltons, and

from 60—86% of polysaccharide chains having a molecular weight of between 2,000
and 8,000 daltons,

the ratio between the weight average molecular weight and the number average
molecular weight thereof ranging from 1.3 to 1.6

said admixture (i) exhibiting a bioavailability and antithrombotic activity greater
than heparin and (ii) having an average molecular weight of between approximately
3,500 and 5,500 daltons.

g oFEF2 v|=9] Lovenox” A%, #H9| Clexane” AR =l 9o, oj= ¥

T 52 9 oA 89 7S HAS) ol ¢t S (trombosis) S olWsh= &3t
£ zheth gaAe o2d Faf sutel S ARES= AT v]aste], LMWHS S7He w7,
St A AT, =2 T8, B2 clearance, 23l AR, S X458, 84 2919 O

o1
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g e s Bl

‘618 539 o8 FF 2E43(inequitable conduct)?] WA HAALES Zh=t}. 7]
S5 H2 FHES] 40,1445 (o]3}, 71 144 53)E 2T v AE&EHE Fdho] 35
U.S.C. §§ 102(b)/103 2] AHo|F-5 TAIstI T AAME: AdYr|eE 24 A8t
A= %Xkﬂk Heloll A 4t slatkd (sulfated heparin) £3-&E5 7HAISHAL Qlthal A A 51T
ol gt AR A Aol tfste] Aventis Ab= U2 1 144 53 E xFe A7t 2pE
otel 7sde dEle oS TiAlskIY. HEA e R HARES 35 U.S.C. §§ 102/103 o <A

shel 23} 7 ol 45 EXSHAUTh 0|0l Aventis A= HTa 18-S HASLIL, Aa7|4ut RUs
30w Ao it MRS A4S Bate] HE S=aigrt,

Amphastar Pharmaceuticals, Inc. (©]3}, Amphastar) W Teva Pharmaceuticals USA,
nc, (03}, Teva)e FDAO] 2FA] AlekAl A A (Abbreviated New Drug Application, ©]
3}, ANDA)E AE3F92H, Lovenox"9 Ad|g wAol gt $e& 531Ut ANDAE
Aventis A9 27]9] E5]of tigt Hae] A& 7HXIth= ISAE EFRITE Aventis A=
Amphastar AF & Teva AFS AR ‘618 EFA A4S A7])35t92, Amphastar A= 3F
Ho g oRXAAL AlAsIYon, B3A < (inequitable conduct)et T3 ‘618 E35]9]
a9 Agko naAs Z1]7]'8}31E}_ E3], Amphastar A= Dr. Uzan’} &3 % (inequitable

4|, ol= 594 IF=ET 79 144 53] F/tES v wsk=
HE7) o] et AE7F FLg -711*5‘%‘% btk 2465k Aot

A e §9 144 535]¢f vluste] JfAE BV E 2= Aventis AFe] 53] 3EES] &
sl AE dallA= ol FFstAtt shA|UE, thE Fofgkof| glojA el vty ] vlae| lof
ol gt A= Sl Ak vk 4= glld v, 7]9hke] ojwof et At o4lS ZA Eof, B
A3 ¢ (inequitable conduct)@} WHASH 7tuksk 4~ = =4S 2HASlo] Aventis A} ‘618 E3

o BAYE HskE FABALS et

4, Faride B

i

FaAoA Aventis A= Sol40] e AT MBs1Eke] 240 YoiAlel FHoloju,
Dr, Uzano] ¥Egt7]of| th3t v o =22 o 2|3t 2/4dof QlojA o] Zpol& Hol7] fgtolatal 5
Aetglon, A ol2igt 2 7HA] HEo|A ofE Weksthal ek ith

Dr, Uzan> T2 FolfollAl disto]zl vEzh7] 2] Blulo| T’_fﬂ /\]‘60% ‘/\P}‘)ﬂﬂ] Zﬂ%;} =3
Aventis A= & H#lQ] Dr. Uzan & A2
= e ool B K Mol A0I9T). Dr. Uzansl S0 58l 24 4
=9 243 Hlwste] FU anE U= 2 =4
Uzan AARRS 7|98 oA A5 glelokar =4ekdint, dareds @%Zﬂgi Aventis A}

] o

of wZEF| o that Zlure) o= Fste], A

rlo

92
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5. History Map

(1) California SJAHHA (2006—06—19)
A3 BT 712 (W30, 85

(2) AHFE3FAHA(CAFC) (2008—05—-21)
A

Monsanto Co. v. Bayer Bioscience N.V., No. 2007—1109, 2008 WL 200027, at *3 (Fed.
Cir, Jan. 25, 2008)

Cargill, Inc. v. Canbra Foods, Ltd., 476 F.3d 1359, 1364 (Fed. Cir. 2007)
Hoffman La—Roche, Inc. v. Promega Corp., 323 F.3d 1354, 1359 (Fed. Cir. 2003)

Kingsdown Med. Consultants, Ltd. v. Hollister, Inc., 863 F.2d 867, 876 (Fed. Cir.
1988) (en banc in relevant part)

United States v. Curtin, 489 F.3d 935, 943 (9th Cir, 2007) (en banc)
DSU Med. Corp. v, JMS Co., 471 F.3d 1293, 1310 (Fed. Cir. 2006)
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2. Al

No. 14 Roche Palo Alto LLC v. Apotex Inc.

ROCHE PALO ALTO LLC
ALLERGAN, INC, (ga1—u]gk4-9l)

Alexander L. Brainerd, Heller Ehrman LLP (San Francisco,

California)

APOTEX, INC. and APOTEX CORP, (3] 1—3}4¢l)

Manny D. Poktilow, Caesar, Rivise, Bernstein, Cohen &
Pokotilow, LTD. (Philadelphia, Pennsylvania)

2008-1021 ( ¥®l) (HZA YA} 1 2008-07-09 )

1=}
SERK

AFFIRMED

PROST

05—-CV—-2116 ( A=Y} : 2005—-05-24 )

the United States District Court for the Northern District of
California ( CA ) ( DCT )

U.S. Patent No, 5,110,493

35 U.S.C. § 254

AREE [ AARA /7122

2 AbAE California EHAHH 0] #Zof tfslo] the Hatch—Waxman Act, Apotex,

9 Apotex Corp. (©]3}, Apotex)7} &2 11]7]3} AbAoltk, A HFH -8 Roche Palo Alto

LLC 9 Allergan, Inc, (©]8}, Roche)7} A83 E3]= S8}, Apotex AF2] abbreviated



new drug application(©]3}, ANDA)Z #ofZl oF& AFof #3t 3= Haf=dcta #4s})

8342 FAME 4 gltkes A= Tv:xﬂﬂ ‘Si‘:h— OP‘E\‘:}.

Roche AF= w|=HES] 5,110,493% (0]3}), ‘493 £39])2] E3UAZA, ¢t} 52| A=
ek ok E AlPof Het Aot o7t AP o= ketorolac tromethamine(e]st, KT)e} 2+
L dlAg|Ro|EA 3FH2%E(non—steroidal anti—inflammatory drug: ©]3s}, NSAID) ¥
benzalkonium chloride(¢]3}, BAC)?} -2 A4 X5 HEA|, H|o|2H AHIAAR], &
Al 400] Z3EH

AT UEYP)S het goy]
An opthalmologically acceptable non—steroidal anti—inflammatory drug formulation,
comprising:

an opthamologically acceptable non—steroidal anti—inflammatory carboxyl group—
containing drug in an effective amount for ophthalmic treatment between 0,001% and
10.00% wt/vol;

a quaternary ammonium preservative in an antimicrobially effective amount
between 0.001% and 1.0% wt/vol;

an ethoxylated alkyl phenol that conforms generally to the formula:
C8H17C6H4(OCH2—-CH2)nOH where n has an average value of 40 [040] in a
stabilizing amount between 0,001% and 1,0% wt/vol; and an aqueous vehicle q.s. to
100%,

AT (FEEF}) A= 0.79% wt/vole] = =2 &%= sodium chloride(0]d}, NaCl)S %
T ik,

Apotex A= 2709] oFE mlEE oJofE AP ol B3k ANDAO 3t &S kit o]= 493
E3L mFola Ao glon, nE2 ookZ wHo| oA AFE A Jri= e zI
5= Zo]%lth 2001 Apotex A= A HA ANDA(©]3}, ANDA-1) Y3191, o]= Roche
AL€] ACULAREJ nl5% B gk Aotk 2005¢ Apotex A= F E’i A ANDA(©]3},
ANDA-2) £93}%3, o]+ Roche AF9] ACULAR"LS?| u|5-2 w0 gt Zlo|t},

ANDA-1 (ACULAR@) ANDA-2 (ACULAR®LS)
KT 0.5% 0.4%

BAC 0,01% 0,0063%

040 0.01% 0.004%
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NaCl 0.8% 0.8%

19F Zol 4] BE 040k 493 E319) F7 1379] W9IUo] Zolth NaCl & & AFel A
Eolstu], B A7 1509 Welue] Aol

2001d 6¥ Roche AFe] AAlL Syntex LLC.(°]3}, Syntex)= ANDA—1 A &FL ‘493 E35]|9
A E ol g2 4 A7|skTt AH LS ANDA-1 AlFo] Bz oz 493 £35S A5t
a1 oFAlHAsESITh Apotex Ab= EAI7HE = 5519 TrE“ A AjE & olf= Holst
QARE, A YL o5 WolzolA] ghgttt, olof ik Al AbxlofA 2 Ao A
TRI9) A R A Felof It HE-E (I8N, “]XP%‘ doll ZAT Fa4d ofFof df
A= Trskelct, olet wEgt AMHEA =3 W HEA L Qo] LF7F ATk e A
oltt, ShFAloA A AL oA At T ste] 5= faskohal weketlar, A
2 o5 UEst= Ao FRE

4

3. dAM A Bt

2005 59¥ 24 Roche A= ANDA-2 A|@e] disto] ‘493 £3589 &5 o|F= Apotex
*FE— A= A7 6‘}0%} Apotex A= HIE), 327 35 U.S.C. § 101, 103 ¥ 1129
SEL olFE T Fa, £ 5P E o= T 1’X1]H—4 AghS ol f-2 Wolstlt, o] %,
Roche AH= ANDA-2 Xﬂ%‘«] 493 53819 A olf= T oFAlmAE 4A1AsHl o, Apotex
Abe] Fel 9 gk AR o] Syntex ARF A|7|%E Agyl TEAste] Wt of Wolsold] 4=
Uth= Aolrt,

Apotex A= ANDA-2 A A5 740l 2sto] FsfjoA Hlojd 4=
] Qifsith, Apotex A= ANDA-1 3} ANDA-2+ 25+ AlFol7] wiFo] dAREA
(doctrines of issue preclusion and claim preclusion)= & AReFofA] Z-g= 4= glcfa 3+

ssiet.

20079 99 1Y AP Y2 Roche AFS] A& wol=dct SAZA, A A= A%
HAL2 Apotex A7F G52 FA5H=d| Qlo] 493 %6%94 a5 A2 24 FYs)
A Ech= Aoy, F HA= Apotex AFQ] 53] & W FAA Agte] #gE 32 ANDA-1

Al A o] TR HE Al vl UAMEAE](doctrines of issue preclusion and claim

preclusion)®] &]7 & AL A thA] A-sHE 4= glok= Zojc),

ArpR A2 o} TEAste] A Pe F A EA7F © AE ANDA-1 @ ANDA—-2&= AZ# o
2 st AlFolghe Aol HF weoldt,

4. GauAe) B

o
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R34 7)< Hopd el 428

T 8o FAolth, olefd 74 SaluAe] WelaAel o8 EAWe Adsts A
oA 5 ES F4ste] WeFAoR HE| Yol 4= otk AR EEY T4 a4 ¢
2912 AsRel AR oA

J%‘ 56194 iﬁ“ﬁ% tﬂ*ﬂ A, 9743 Aol A micelle of T3t
B 493 5319 H & 13} gk

ﬁ
jay)
g
E
]
i
©
E

o)

c

P 5
= o
_\;

rlo rL
il

Q] AR A 2] (doctrines of issue preclusion and claim preclusion)?] 82 ¢aiA= (1) =
ATE FAR} E= Z7ERlo] o] Aol Thofsfiof sk, (2) o] gt TS| o] X Aol A
A3t A E= U3 A1 o] Ao st (3) o] A2 Ho wrho] T3 Aol

Apotex A= ANDA-2 A|E2S ANDA-1 A} AR FA A gy 331t
F A2 ebds] o & e et uﬂ?MéOﬂ oA A3} Hrk= ZAojth, ANDA-1 A

Mo

04001 2J34] QL gBkew, ANDA-2 A% L NaCle] 934 BE8 Sol&o] a4 etgat &
the Zolth £ AIRS MEo] 2Y0R AZWHs AR o2 :ﬂ%w-t— Aolck, Xl
© Apotex A7} FA5H: ANDA-1 3 ANDA-2 A1 § 9] Aol ‘493 £3]9 37447} thzto]

Woe ) A0 s FAsthy e B 493 EOMW FFHL G = W9
Aolehs Aolch, FAMAL olFt AP AL Bkl 057} ¢e-S alstgrt

9. History Map

(1) California E224}H<2] (2005—05—24)

CEK]

(2) AY=3FAHY(CAFC) (2008—-06-19)
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Innogenetics, N.V. v. Abbott Labs,, 512 F.3d 1363, 1378 (Fed. Cir. 2008)
Anderson v. Liberty Lobby, Inc., 477 U.S. 242, 248, 255 (1986)

In re Gabapentin Patent Litig., 503 F.3d 1254, 1259 (Fed. Cir. 2007)

Cybor Corp. v. FAS Techs., Inc., 138 F.3d 1448, 1456 (Fed. Cir. 1998) (en banc)
SRI Int'l v. Matsushita Elec. Corp. of Am., 775 F.2d 1107, 1124 (Fed. Cir, 1985)
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No. 15 Serdarevic v. Advanced Medical Optics, Inc.

el

OLIVIA N. SERDAREVIC, M.D, (¥i—g4

el al
arhglel Ira S. Sacks, Dreier LLP (New York)
ADVANCED MEDICAL OPTICS, INC,
3] il STEPHEN L, TROKEL, M.D., and VISX, INC, (3] 3—3x]8}4¢1)
FRANCIS A, L’'ESPERANCE, JR., M.D. (¥]21—u]&42l)
Roger J. Chin, Wilson Sonsini Goodrich & Rosati (Palo Alto,
California)
7 sej el el
Steven Mancinelli, Codispoti & Mancinelli, LLP (New York,
New York)
FaA AFAHSE 2008—-1075 ((UuF) (HA LA} 2008—-07-16 )
ARG
Fas HEAYE
AFFIRMED

LINN
06—CV—=7107 ( Al&YLA} : 2006—09-15 )

the United States District Court for the Southern District of

New York ( NY ) ( DCT)

A9
U.S. Patent No, 4,665,913
U.S. Patent No, 5,108,388
U.S. Patent No, 5,188,631
23
U.S. Patent No. 5,207,668
U.S. Patent No, 5,711,762
U.S. Patent No, 5,735,843

35 U.S.C. § 254
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ZgdoF " AlE 2ok, o

e R ofF=old / /

2. AaEl7

Olivia N, Serdarevic (©]3}, Serdarevic)+= 1978 oA 19884 7]7Hs<9t 6719 t|=ZESE
&oto] WA glolA Az é of Tt T g xtolA}t 5 WAtk & AR dE &
slof] Qlof WAk 714 D Af-l o 77 Aol SerdarevicZb Al 47t Aol

20064 9¢ 15Y Serdarevic + d|F E3 59 FAQ 4254 W A}, HHAES A= 4
£ A7Isto] LA 71419 RS astglon, dHAES A E —71‘— (state—law)ol| Al 17

e OIS 0 A1 o142 FASGALE, ABYUL ool 9 FYel AW B4
ZF SIO R Qlste] | mE] obAlEHa A Wolsct

Serdarevic = 8124, 1980W =2 Edward S. Harkness Eye Institute(o]3},
Harkness)o|A] HIAHEZA ZE3}TE GA] 9313l Francis A. L'Esperance, Jr. (¢]a}, L’
Esperance) ¥ Stephen L. Trokel (¢]3}, Trokel)2 QF}oJALo]R} Harkness @] E2]8tA}0]
2t Serdarevic & HAHE 5 52t 6712] E3iet HAH 7|&S /N5t

~ BES

JESEE ]

U.S. Patent No. 4,665,913; U.S. Patent No. 5,108,388 (“the ‘388 patent”); U.S.
Patent No. 5,188,631; U.S. Patent No, 5,207,668; U.S. Patent No, 5,711,762; U.S,
Patent No. 5,735,843

L'Esperancew= 7] 585 3719 58]0l ©= WA= A AR, Trokel & thE
3702] Eslef WA= A=l Usltt, 671 AAES = Ll VISX, Inc.(o]s}, VISX)9]
o502 ZFEEY|, VISX & 1319l Advanced Medical Optics, Inc. (|3}, AMO) 7} &
ek AF]Afoltt
Serdarevic = ‘388 E3|¢t W ste] = WYzE 7| E AL a5t on, thE Ed o
Me 3 YEARE 71E A& s

Serdarevic = 199849 10¥ 2 443t A=A 6742 § oMl st Ao = &4 =t of
2] 91 E3lo] Serdarevic = 19990l VISX Ate} AlokS H A5ttt ol HHE E5of of
stz 7|2 o+, B8] A& ¢ Es|He R HE di= 2EEE W8 o= sk Aolqlnt
19999 94¥ VISX Ate] W53l Serdarevic 9] 81ARS SRR & 4= Qe AFE AT
A aHskart.

Fl
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3. gAddY #

i

388 53]= 199849 14 o] AUARE T3] SHE U 19994 VISX Akele] 2] ofoA]
Serdarevic = HAAF ¢ VISX AR9] A& A Aohs TS stoleh AHAF AAk= 20009
of 2%l 20008 99 199 AL AFA7F LY = Ak,

Serdarevic = 20064 99 15Y A2 A7|5F9oH, 20079 39 232 =S H 1o 7|7+
& ake ofAlHAS AT o]o] th$-5ke] Serdarevic & WARRETFA O] 93 ZATA]
AZE AR o o5 Foto] 271A] Aol gt AFA A =3S =Skl ATt

1. VISX AF2} AMO A7} 2 A3 T S5j0] tsto] FEFA shgiA] ofi
2. 247ke] W aEo] Ak T Fob o WT FEHREA S3io] ther AES Wk

YA e w08 oA 4
3] 7

N

| o
wrol5 3l SerdarevicQJ SHNA AR XS 7128t
AL 714 8= ool 4 7|l el HE A

t]e]_
qleha shekahgc,

2
o

L

N
oL
g
(10
flo
wn
[©]
=~
(oW
o
=
0]
=.
@)
oL
4 L&y
N

Z4717 w32 Qlste] WobEY

1. ejmold ofit

o)r=old (Laches) & WA 714 845 AL -+ A= FF
defense)olt}, Faplol A offtmold of ol gt Aehe] 7|&E2 ¥
ol g AUt O}Z] FafEo=AME sig Aol HE 4 &F B tg‘ﬂ?fﬂ AR A 2
ol A vEEE 45 H‘_?ﬂ 82 ZAl disto] TEsHA] ke 4 A

Serdarevic & A|HH Y 9] o] R E0]3Y Feho tiste] 3714 FHL A&

L AWHEE o gold 154l istel 245}

o°|'

N)
w2
(0]
=
(oW
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=~
[0}
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I
1o
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7b A4 9= Trokel ¥ L'Esperanceo] tiste], 50| 619 7|Xkset A Ss=F
B HARS wloltte AE7|EAFO] 2L 2A8hA] okl @38, AW AL Trokel
Esperance Serdarevic 7} & A|7|5k= Al Hoh DRI o] dofl(6d o) AR Ediof #s ¢
Aol Aeli= FEskaiTt

Trokel ¥ L'Esperance A\t 7d F<et AR Es]|et st 4], 7gt b2 JeE 24
2 EFT ot Fej o] BAE WA gtk S

=}
o

2. A1

New Yorkol| A A}7]o]] 33t 24717 A7) WS Y2 2E 64, -?—__,_7]- A7 S A
dR2EE 299 7]7to|t}, Serdarevic = Trokel o thste] A71E FA5IG =], AHAl)
of AMHE SH|gtar A3E AME AEsigiths Zlolm, o= <lste 74];35?0101] et
717 ol Tk Aol XA = th= Aoltt, Trokel = Serdarevic 7} X84 A+to] tisto] 3]
Zo] AYPHTH= Ao tfste] 243k Serdarevic oA A& 73] E= 77} A= A

o|t},
Serdarevic = 19984 10 AR E3]of B3t EA] AMES Lotor, Fo& A& skA| &t
clgtH 1998 AAES| o T3t SHAME S dgkolof Tk wheba, 2 APdoA A7]eF B

E4717 6@ 1998 R 7)Abg L)
SAMNAEAL A7l tsto
Serdarevic &= 59| AF7]17+9] ofAlwAd Al ol 1‘41%6}04 274711*]14%}011 fa *Jié
WRAARE 71 2r =] ek, ] de SATNAIEA ] o
e wasict, ®3t,

APAFO A FAE 5 A

Serdarevic + A% o] %74 7H/\]Xe4i}§: sgstes asidlen, ol dase] AA
5o} Tt AT F 5 gt 57 %Z—,Ol‘”q Serdarevic += @44
A1) AAA Eoldl, (2) 5\—“‘7]§ &Aoo o7t FAGY 2ol9], (3) # &% YrE 1
o] il QUth= A, (4) T 59| B 2539 of it 5 47H’\]*]7<4—4 AA o] Q&S 775t
AT

FaH Y Serdarevic o S7NAALAS 7148l Add F8 5 277 fle= S

HEHo 2 FAHYAL Serdarevic 2] HYA} 7]A Q] Q= o|FEo|P oz Qllo] Hiols
Gickn e AW ale] el BT e 5 sleh 057k 241 prchn AU
, < Serdarevic & FHHALE] AHS 477 fHEe R Qlsto] Wolsd 4 ¢l

sl gl @57t oty Tk, A HH o] AWFYlAlAEF 2] (Federal Rule of Civil
Procedure 56(f))/d9] S MAIEA S 71743t o= ofwdh Aade] J-8= EASHA] ¢
o= ZskiTh
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5. History Map

(1) New York 2%+ ¢ (2006—09-15)

(2) A3 FAHY(CAFC) (2008-07-16)

A.C. Aukerman Co. v. R.L. Chaides Constr. Co., 960 F.2d 1020, 1032 (Fed. Cir.
1992) (en banc)

Advanced Cardiovascular Sys., Inc. v, Scimed Life Sys., Inc., 988 F.2d 1157, 1163
(Fed. Cir, 1993)

Vaupel Textilimaschinen KG v, Meccanica Euro Italia S.P.A., 944 F.2d 870 (Fed.
Cir. 1991)

Hall v. Aqua Queen Mfg., Inc., 93 F.3d 1548, 1554 (Fed. Cir. 1996)
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No. 16 Eisai Co. Ltd. v. Dr. Reddy’s Laboratories, Inc.

AR HA A
& i EISAI CO. LTD. and EISAI, INC, (fd11—u38}49l)
Qo] Joseph M, O Malley, Jr., Paul, Hastings, Janofsky & Walker,
LLP (New York)
DR. REDDY’S LABORATORIES, LTD.
1 a DR. REDDY’S LABORATORIES, INC, (3]11—3}4:2l)
TEVA PHARMACEUTICALS USA, INC, (3]a2—3g429l)
Maurice N, Ross, Budd Larner, P.C. (Short Hills, New Jersey)
) a2 9l Henry C. Dinger, Goodwin Procter LLP (Boston,
Massachusetts)
gt AHHS 2007-1397, —1398 (3} ) (HALA} : 2008—07-21)
SERES
ol AL
AFFIRMED
Faql AL RADER

AR 03—CV-9053, 03—CV—-9223 ( AlaYA}: —)

the United States District Court for the Southern District of

A4
New York ( NY ) ( DCT)
THAHES] U.S. Patent No, 5,045,552
T 35 U.S.C. § 254
Z|EEok 2 AE okE, HAGAEA
LA AR/ AR/
2. APdul7
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u|=453] 5,045,552% (o]st, 552 E3d))oll et a4 2 A 77 Aol ° Akl
A, New York HEH-A|HH e -?r_ o]z} E3]HA}Ql Eisai Co., Ltd. ¥ Eisai, Inc. (°]3},
Eisai)e] A& ¢183519tt AHHYLe AgE E3519] Dr, Reddy’s Laboratories, Ltd, ¥
Dr. Reddy’s Laboratories, Inc. (©]3}, Reddy) ¥ Teva Pharmaceuticals USA, Inc. (©]3},
Teva)7} Ei 443809 (inequitable conduct)ol] 3 FA-S Q=514 E519 L, Eisai A=
5] sl Aol dEskaieta ¥t

Jlm

‘552 E3]= Rabeprazole W 1 ¥(¢]8}, Rabeprazole)ol gt Wrgojc} Rabeprazole
proton pump inhibitor & &% FE9] U206 2 A H+K+ATPase E49] oA 7]#H o=
AbS] AARS AA|gtT) Rabeprazoled] YEF 92 Aciphex & @R O R A, 1991 A o]A
A H%F(duodenal ulcers), 22 ¥ (heartburn) 2 T 23t X585 3] FDA oJoFE 4918 wh
Uth. Aciphex= AAAACE 4A7F 109 Gele] AjE 7|SF =N FHH A5S o153t

k.

Reddy A} ¥ Teva A= Abbreviated New Drug Applications (ANDAs)S A1 35190
o= 522 E3] TtEH Aciphex 9] Au|g v L] A& 915 Aot

Ho rlo

il

ol
2

’

* ANDA of gt 2+ A7 / the Hatch—Waxman Act, 21 U.S.C. § 355 and 35 U.S.C. §
271(e),

ANDA Algo] WAooz olaslsstn S5 dse] Ao sjgstr] o] Hisai A=
Reddy AF 2 Teva AFS A= A4S A7|5}9 ). Eisai A= Mylan Laboratories Inc. and

Mylan Pharmaceuticals Inc. (¢]3}, Mylan)& A2 A5 A|7|5}%5 =4, Mylan A= o 2
ANDA AlHRICEA 3 Ad H 5\— S| TA oA A} FAFO oW, Ag AEAAE
2 ad AET 5L A0 R GARES AAsHL QT

3. AN A Bt

i

Reddy At ¥ Teva Ak= 552 5319 43 1-63-2 Halistict= A
T, ‘522 B3l i’&bﬂﬂi °loP°1 A% T
F25}lo] Reddy Als E9aE QA8 At

ARA 552 5319 TE% FAskaL gl

A2 552 53l Aled Ad7ledt vud o wxgsie, Eisai APF SH ARl A

HYu A9 Hok A9 (inequitable conduct)d] EAIS doz Hxo AL ofyelnl
ST AU o]get A Yo A Q1881 ST.
Teva A= T8 Adl7)&S E5to] 552 9= Ayttt 431t

1) European Patent No. 174,726 (owned by Takeda), claiming lansoprazole (¢]3}, EP

105
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726);

2) United States Patent No. 4,255,431 (to Junggren), claiming omeprazole (¢]35}, ‘431
53));

3) an article by Briandstrém, et al., entitled “Structure Activity Relationships of

Substituted Benzimidazoles” (Briandstrom).

EP ‘7262 QH%F 2| EA 2 A lansoprazoleS A|F-3ta Qoh, 1 Fx= th-&ak 2ot

431 53]+ omeprazoles EJTH thFet 94 AAAIE AlFstal St omeprazole>
Prilosec® 2 AFEZ31E AHA proton pump inhibitor ©]t},

u} 29O 2 - Brindstrém-= benzimidazole—sulfinylmethyl—pyridine coreE zZi= &

o] AU UAE A5kl ¢t Rabeprazole, Lansoprazole ¥ Omeprazole2 X%
Brindstrém core structures 7}A|3l Q&= hgtEoltt, AYHULS HEAS] EAZA &47]
S &350 552 E5|7F A stk AME & XX = gltkal A E ST

4, oo Hd

i

USPTO oA &¢ 9 7etdaE Agst=d o], H e 24539 (inequitable conduct)=
AHATA 9] B9 Xls, AMETAAR AN AR, AEH AJH A& 5o FEHE YER, o]
3k Pol= 7Ivre] ool AA T}

|4 Reddy Ak % Teva AZF 5714 S|4 USPTO of|A -2 dsiA dakg zl&s)
(2) 552 5319 &ddA = A& 71T 013 5319 FU9 Ade BT A

(3) 871491 “Byk Gulden patent” (WO 8602646)2 A|&5}A] ¢S 7
(4) ‘552 E£3]9] HARHoA &5 R4 A (the Fujisaki Declaration)& A|&3F A
2

A71olA AR 2 FHA 3L ‘013 539 Rabeprazole®] “o2 §-AMA (ethyl
homolog)” of] &3t AP A28 AEFHA] & Hof| ZAIL =d], olof A de oE |
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ol gk Ao e %%%5& AR 101] OH%fﬁﬁ}ﬂ Eiptey

AAREOIA lansoprazole T AR E AlETHA] 42 Zlofl tieh Aol A A AL, & A=
o} Tkl Reddy AF % Teva A= 7I7E9] ool 3t oju|dt SAXRE A&8HA] 3%
Aed AFEaA L] F200 i G TSt SA7E EASHA F=rhal Bl

5. History Map
(1) New York H#A"+ ¢

(2) A3 FAHY(CAFC) (2008-07-21)

Dayco Prods., Inc. v. Total Containment, Inc., 329 F.3d 1358, 1362 (Fed. Cir. 2003)
Richardson—Vicks Inc. v. Upjohn Co., 122 F.3d 1476, 1479 (Fed. Cir. 1997)

Graham v, John Deere Co., 383 U.S. 1, 17—18 (1966)

Eli Lilly & Co. v, Zenith Goldline Pharms., Inc., 471 F.3d 1369, 1377 (Fed. Cir. 2006)
Innogenetics, N.V. v. Abbott Labs., 512 F.3d 1363, 1378 (Fed. Cir. 2008)

ACCO Brands, Inc. v. ABA Locks Mfrs, Co., 501 F.3d 1307, 1315 (Fed. Cir. 2007)
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No. 17 In Re Omeprazole Patent Litigation

ASTRAZENECA AB, AKTIEBOLAGET HASSLE,
KBI-E, INC., KBI, INC.,
ASTRAZENECA LP (Y1 —u]g40l)

Errol B. Taylor, Milbank, Tweed, Hadley & McCloy, LLP (New
York)

APOTEX CORP., APOTEX, INC,,
TORPHARM, INC, (3]31—3}2=9l)
IMPAX LABORATORIES, INC. (3] 11—3}429l)

Robert B. Breisblatt, Katten Muchin Rosenmann LLP (Chicago,

[linois)

Jeffrey J. Toney, Sutherland Asbill & Brennan LLP (Atlanta,
Georgia)

2007-1414 ( ¥ytb) (B2 LA 2008-08-20 )

1=}
SERKS

AFFIRMED

BRYSON

01-CV-9351, 00—CV-7597, 01-CV—-2998, M21-81 ( A=} :

the United States District Court for the Southern District of
New York ( NY ) ( DCT)

U.S. Patent No, 4,786,505
U.S. Patent No. 4,853,230

35 U.S.C. § 271(e)(2)(A)




ok U AE  oFE
SERE BN [ AT
2. Aul7

H AFAL Apotex Corp., Apotex, Inc., Torpharm, Inc.(°|3}, Apotex) ¥ Impax
Laboratories, Inc.(0]3}, Impax)7} &F4A|7]3F AFAS 2 A, Apotex A} 2 Impax A= o] g
A QoA AaE AbAC maoln, Yi1Ql Astrazeneca AB, Aktiebolaget Hassle, KBI-E,
Inc., KBI, Inc., ¥ Astrazeneca LP (©]3}, Astra)= Omeprazoled] A&z} BH3F Astra
A 58] HSiE o2 AUl qorE AxdAES ddE S8 25 A7Isk
Omeprazole Prilosec®] SR O 2 A AFS] gJgFo 2 WAlSH= Q7 Aol & X =& dl=d| A}
SHT, AL 2% F40 mebd APdES F 7HIE 28 ske] AeE skt

A HAYE= In re Omeprazole Patent Litigation, 84 Fed. Appx 76 (Fed. Cir, 2003) AFA
o], = WA= In re Omeprazole Patent Litigation, 483 F.3d 1364 (Fed. Cir. 2007) A4

H gAAe T g APAT BEsh, AWHES Mylan Laboratories, Inc. (©]3}, Mylan)
tiste] 55 HlRsle] HAS W™, Apotex AF & Impax Atel]l dsiA= 53] s &

o
AL Y#H} Astra A= Mylan 9724 320 tiste] &4 A7|stA0n, 4o xuhH Lol
HAS 2435t (In re Omeprazole Patent Litigation, 2008 WL 2369864 (Fed. Cir.

June 10, 2008) ) & tﬂ@ A4 Apotex AF E Impax Ab= 53] 3| kol tfsto] g4
A71stgon, FAaHede AUl fhdols @77t gl Q18w akoirt,

B AL n]2ESF 4,786,505% (0]3), ‘505 £3]) % n]=E3F] 4,853,2303 ()3}, ‘230 &
s))et IAHT}, F E3]= Prilsec 9 AJAEQ] OmerazoleS E3 el oFshd Algyt A
Sti= Zolth, Omerazole = 94| #H|E 75 AAIIt), 4F vhg 9S4 mjA|ldollA =
8 TdS 2=ttt o]2]d Omerazole 9] AL =& 9 /7] §ufjo W2 FJ3FS &
o} ¢ A A YAteZ HE Omerazolex 233517] ¢J5te] A AP S T2 oF

Aot FojEnh SR, AY S8 AN SRtES ZsH EaL, o= ARl JlojA
Omerazole®] 4l &S EafiAIZIth, o]= ofF2] WA d A el S s

sHAl =t

OFE Fofof QlojA A% M-S STHAZI7] fIste], E7te] BES- &9l (alkaline reacting
compounds, ©]3} ARC)7} oF& 4] AJ&ol H7t=o] Ith, H7kE ARCE Y EZ A
TS| shA|RE, Y EHE Sote] Ro] SMEHOEN ARC & flsta, Aut¥ow 31
g 248 oFslA qhEr),

i
S

od e rlo

filo

0y

=S mlo N
e e
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An oral pharmaceutical preparation comprising

(a) a core region comprising an effective amount of a material selected from the
group consisting of omeprazole plus an alkaline reacting compound, an alkaline
omeprazole salt plus an alkaline reacting compound and an alkaline omeprazole salt
alone;

(b) an inert subcoating which is soluble or rapidly disintegrating in water disposed
on said core region, said subcoating comprising one or more layers of materials
selected from among tablet excipients and polymeric film—forming compounds; and

(c) an outer layer disposed on said subcoating comprising an enteric coating.

e

230 B8]k Akl Bolyt kol oY BAL EE APORA, thh W BFFE 7

A EAIL

(a) an alkaline reacting core comprising an acid—labile pharmaceutically active
substance and an alkaline reacting compound different from said active substance, an
alkaline salt of an acid labile pharmaceutically active substance, or an alkaline salt of
an acid labile pharmaceutically active substance and an alkaline reacting compound
different from said active substance;

(b) an inert subcoating which rapidly dissolves or disintegrates in water disposed on
said core region, said subcoating comprising one or more layers comprising materials
selected from the group consisting of tablet excipients, film—forming compounds and
alkaline compounds; and

(c) an enteric coating layer surrounding said subcoating layer, wherein the subcoating
layer isolates the alkaline reacting core from the enteric coating layer such that the
stability of the preparation is enhanced,

19994 12¢¥ 31¥ Impax A= Prilsec 10-mg % 20—mg 9 AU #HA dAfjE $s]
FDA 520& AAst3nt, ool th-gsto] Astra Ab= 35 U.S.C. § 271(e)(2)(A)ell &JA 505 &
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3] 9 230 &3] ¥ HafAE5S Al7IsFATE. Impax A} Prilsec 40—mg & AlY|d WA 32
#30] 91310] FDA S B FYSIAS, Astra AR F WA S48 AVISHSIEE, 2004

H 99 FDAE Prilsec 10-mg ¥ 20—mgoll #3%F Omerazole A& ot & 591 39,
Impax A= i Al vAIE S AlRSEATE o] AR Astra /\}— XIS xqq_— Z7}1gke}
Impax A= Astra ALe] Aol djsto] wkag Al7|sh, 44 A 9 S8 AA4e] Relg 7
Aotk B3 A7 Hl= 53l tigt HRs) B S5 —?3_1% T3k

FA| Astra A= a9 a1e] Hajlof et A5 A
o}, 20079 59 31Y A|YHUS Astra AFY Ed]+= 7435}
Ak, oA Impax A= EF

A 53 FaE wdgel Wi @77 lokal =45t FAE A 7|6

LL
jaial
:?:12
o
r o)
re
_OIL
2
olN
il
N
e
of
AT
9‘14‘
=2
w
Ut
c

3] As) T AP WAk, Impax AH= AAke] ok Ago] 505 E3] U 230 3]

F4& a9, Impax AHs 2% 7122 Impax ARe] A7
| ARCE Z§8lT 9l ofi 2 AH 788 zalsly glx]o] Tt AL 5
ahEl s alxl otk #Astart, shAlut, Fam e o)2d AL wolsol x| eightt

(1) a pharmaceutically acceptable alkaline, or basic, substance having a pH greater
than 7 that (2) stabilizes the omeprazole or other acid labile compound by (3) reacting
to create a micro—pH of not less than 7 around the particles of omeprazole or other
acid labile compound,

Impax Ab= Astra Ao S7= 471 Al 7HA 84F A A9 Al A T2 $55k= Zlolet
AL FEsY. F WA 249 S5 feiAe "J*é*é B3 Al DS WEEA] AAlSoF gt
L Aolt}, 4Rk, Astra AH= o] S AIAIEHA] k),

Astra Abe} HATE T2 AFo A FH AL “effective amount™& 3lj4sk=t] SlolA], oF
= A AEUOIA omerazole?] % H ARCO] %ol T H&35l= A0z d451AL

9. History Map

(1) New York EEx5H L (2006—09-15)

37712}
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(2) AYE3|FAHU(CAFC) (2008—-07-16)
AXNE
6. A-EAA

Ortho—McNeil Pharm., Inc. v. Mylan Labs., Inc., 520 F.3d 1358, 1366 (Fed. Cir.
2008)

Mylan Labs., Inc. v. Thompson, 389 F.3d 1272, 1281—-82 (D.C. Cir. 2004)
Kearns v. Chrysler Corp., 32 F.3d 1541, 1549—51 (Fed. Cir. 1994)
Syntex (U.S.A.) LLC v. Apotex, Inc., 407 F.3d 1371, 1378 (Fed. Cir. 2005)
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No. 18 In Re Swanson

MELVIN J., SWANSON

PATRICK E. GUIRE

Robert M. Asher, Bromberg & Sunstein LLP (Boston,

Massachusetts)

the United States Patent and Trademark Office

Mary L. Kelly, Associate Solicitor, United States Patent and

Trademark Office (Arlington, Virginia)

2007-1534 ( 4wh) (HZA LA} 1 2008—09—-04 )

SERK

AFFIRMED

GAJARSA

No. 2005—0725, Reexamination No., 90/006,785 (B.P.A.I. May

29, 2007) (ALY} —)

the United States Patent and Trademark Office

Board of Patent Appeals and Interferences ( USPTO ) ( PTO )

U.S. Patent No. 5,073,484

35 U.S.C. § 102
35 U.S.C. § 302
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2 AHE v 55 59 Fa 9 AR Ao 91¥3](Board of Patent Appeals and
Interferences, |3} 9|32 HE F4LE A7 ARdoltt, 9143 = AHAPERI A w25
5] 5,073,484% (o]s}, ‘484 E3))of tigt F+t3 227 WA 258 ] gt AAkte] AdE A
A8FATE, [ In re Swanson, No., 2005—0725, Reexamination No. 90/006,785 (B.P.A I
May 29, 2007) ]

ol HHAH A FAaH YL 484 53] F3) 223  23%o] fasith= AR A &
A2 2143tk v Itk [ Abbott Labs. v. Syntron Bioresearch, Inc., 334 F.3d 1343 (Fed.
Cir. 2003) (“Abbott Labs. II") ]

‘484 E3]+&= 19834 2¢ 23¥0 2¥E NS, Melvin Swanson ¥ Patrick Guires &¢I
s

o2 3a ek, 94, o, WS T

-2 2] (reaction zone)°|] +AECH HAE
F28 ke 529 g A gk, Y=

o QA= =& FAISH Hot, YA
sk 7HA] FEjo] el sHshA] ¢ar, A diAES 72 14" S48 9 5= Qe

o 2 )|
(e ox (m |

o
e
jntas
rE
e
1o
r <l
L

37 2232 =

o BAFO RN, PRI WS Ro| HZIE—cleUNES FHSEA olFolA]
L PEY e 37

A method for analysis of an analyte which is a member of a ligand—antiligand

binding pair in a test solution comprising the steps of:

(a) providing a non—diffusively immobilized reactant in each of one or more reaction
zones spaced successively along a flow path defined by a liquid permeable medium,
wherein said reactant is the other member of said binding pair and is capable of

binding with the analyte to form a predetermined product;

(b) flowing said solution along the medium and sequentially through the reaction
zone(s); and

(c) detecting the presence of analyte, said reactant or said predetermined product in
the reaction zone(s), wherein the number of zones in which detection occurs is related
to the presence [sic] of analyte solution,
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n=53] 3,641,235% (0]3}, 235 53])o A= HHEER S HAE o] §stE AR WS
A A gt o= HhgA o) A E o] AR} gl Al o2 TETHSSE S AAgT
n) =53] 3,466,241% (°]3}, 241 £3])ol = AlRLte] Hh-g-S Foto Agdls Als WA A
2 ®l(signal creation system)& +AJsh= Al AHS AlFgi

AAS 22 AAIE AY7)4S B6ko] 35 U.S.C. § 1039 oA ‘484 E3]7} AHsitt= Y
90| Aol &E EA 5ttt [ Office Action No, 467229, September 7, 1984 (“Original
Office Action”). ]| ‘484 53|19 A+ 228 4 9FolA= APEAANA AL = A
I FEAHORE FUS 7|ES HAFStL k= Aotk EYl 19914 12¢ 17Y RS F
sto] 484 53 SEEHUL HEHoR g £3+= Surmodics, Inc.(]3F, Surmodics)oll
FEERSH, Surmodics Ab= 2 253 W E AHA 25439 o] 7HA|H, Abbott
Laboratories (°]3}, Abbott)oll tiste] 2tolAllA sjehe a1l

i

Of

2EZ A7IsATt, 484 E5|E 23F AAke = UHe] 5|7 et ol ek oltt, 5
T adolA vl Y BHEE Foto], AV = 55 MR ot BE2 AN &
519 oA A7, A8, 718 FRAROl el = w23 SAE AEsHA 3

[ Abbott Labs. v. Syntron Bioresearch, Inc., No. 98—CV—-2359 (S.D. Cal. Oct. 12,
2001) (“Abbot Labs I7). |

==

Abbott AF= &4A|7] 390, Syntron A= ROIEAS A7|e4cth dAHYLe 1
7} ‘484 535 FHlotA] othe Y802 BEQIE W Fd B o, 484 EdA F
ZAE 2 Qe A o] faEhs Al #EE 1838kt [ Abbott Labs. v. Syntron
Bioresearch, Inc., 334 F.3d 1343 (Fed. Cir. 2003) (“Abbott Labs, II"). | €3], & w0
A 484 EB|o| A FAE I Qe HLHI L ‘647 E5]9} st o AbsEHA] orha wAst
A,
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20094 0] ZE 3]

Syntron A= ‘484 E3|¢| it AAGA AT (ex parte reexamination)E A% 53Tt
o}7]oll= 484 5319 &3]l I M2 42 Zotst= Aotk AR o]t A
HrolZo] AAfof Zh4=3}9ct

e 223, 233 9 2532 647 5359 A3 vluLste] oA A7, Fte 227 9 23
2 235 539 A vt o Arksst, Fek 2432 241 55]9] A1t H|aLstod
Agslths A "ol 85 X5, 2& AF AA stk [ Office Action No. 006785, Nov.,
15, 2004, at 3—6 (“Reexamination Office Action”). | ¥ &= o]H3t AT AL ZEAH S
wrolE59it) [ In re Swanson, No. 2005—0725, Reexamination No. 90/006,785 (B.P.A 1.
May 29, 2007). ] o] Surmodics Al= 3AE A|7|5}% )

Surmodics AFe] 42 thZ3 2, (1) SyntronA7F A ALE S5t 647 551<te]
Ae S Fst= AL I Ao QlojA FUg FARgke] vhEof dgsin, (2) e 228
2 2332 235 539 A3} vasto] @ st dikls 77 Slvke Aol

35 U.S.C. § 302 &= FEA AES] 9 Hg=o) dAst] EPE S5]of tiste] AiALE
AT 4= Aok At shA|RE, 35 U.S.C. § 303(a)ollAle ml=E83 2 slid E3]e H+
ol thste] HARGE ARge] S8]/4de) Hsto] AEA R A2E ode AEshe Aeolwt
AAARE 312E 4= Qekal FA3%kE Surmodics AFol| A 8= vERF o] AAIAL A of o
gk B4 Syntron AP A2 oA AAISHHA AL AE5HA=A] o Foltt,

]

o. History Map

1) uZFESA E3] A W 7HdAAF A9 9Y3](USPTO Board of Patent Appeals and

Interferences)
AHEEA

(2) =334 Y (CAFC) (2008—09-04)

In re Am. Acad. of Sci. Tech Ctr., 367 F.3d 1359, 1363 (Fed. Cir. 2004)
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Stevens v. Tamai, 366 F.3d 1325, 1330 (Fed. Cir. 2004)

In re Gartside, 203 F.3d 1305, 1316 (Fed. Cir. 2000)

In re Recreative Techs. Corp., 83 F.3d 1394, 1396—97 (Fed. Cir. 1996)
In re Portola Packaging Inc., 110 F.3d 786 (Fed. Cir. 1997)

17



No. 19 Janssen Pharmaceutica, N.V. v. Apotex

1, AV AR AV
JANSSEN PHARMACEUTICA, N.V.
2 i
JANSSEN, L.P. (fda1—u3g}49l)
Scott B. Howard, Patterson Belknap Webb & Tyler LLP (New
Al
York, New York)
U 2 APOTEX, INC. (¥]a1—-84:¢))
ool Amy D. Brody, Rakoczy Molino Mazzochi Siwik LLP (Chicago,
Illinois)
FAA AFARHS 2008—1062 ( &ut) (FHZA LA} : 2008—09—04 )
GEXIE
Fay Tl
AFFIRMED
Faql AL MOORE
HAAAPAH S 06—CV—-1020 ( AALA} : 2006—03—-07 )
o A1) the United States District Court for the District of New Jersey (
SRR NJ ) ( DCT)
U.S. Patent No, 4,804,663
HHES]
U.S. Patent No. 5,616,587
T 35U.S.C. § 271
NERob W AE  oE
TR A vt/ o/




2 A L 1l g N
HYL w17} Yir¢l Janssen Pharmaceutica, NV, 2 Janssen, L.P. (0|3}, Janssen)<
AR 41T vie] ] SRldE-E 7|78kl o, e ol& &ttt

B AR Aok 9 AlvlE oFE9] FDA 520& #8H= Hatch—Waxman Act (Act)oll 3t
Zlo|t}h, Hatch—Waxman Act = Alofo] tigh A7 {2 9 Alule oJokF Ao 243t
ghe ol % RS HA O 5kl Qlty, Hatch—Waxman Act 7ol 9sto] Alef 7
3 Az 3|4z FDAOY A19F A% M (new drug application, NDA)E A &3to] 59l 84 8]oF &
th. NDAo= Alofoll thgh obAAd W ol a7 oA 58 asoll 3t diofe 7k 23, (21
U.S.C. § 355(b)(1). )

21780 AA FES WA oF2 BRRlo] 7 oFES Alx, AR, list= A9 2AI7EE = 3
= 2E 5315 BAEloF gt FDA Orange Book 2 SRIekEof tigh ¥ 58] 55 W
stz HAfoltt, FDA 7} 5Q1gt oF5-2 55 2of&(listed drug)2 IHAA Hot, 55 2J¢F
Zof st A kE o] e ZHA7]7] 7—]0}021 Hatch—Waxman Act + 9F4] AloF A% &

ZH Abbreviated New Drug Application (ANDA))E W&t
AUl e eFF A= slild oFF9] A 9 552 AlFsH] HeliA] HEL AMAIE HAE A
| A okotie wm | Aok Wil S|AL XdYst AL AIE AREElof st SHX|E, o]HTt AlE A
Tho] AFES 234 ANDA A1 o1e AA3E AY|g oFZo] NDA FE3} -2 71918 Ljehfjok
gt ANDA 4173212 FDA 5%l ¢FF 559 #d 53| & A|sloF gt

Aok 7l |Ate} A2 oFE sjalele] Sa]o] Bat BAS 270 s dal7] S5l Hateh—
Waxman Act ol A= 58] #el A22] A|E0] S5 Aol BASL . whetA, ANDA 4
H9le vhEA] S5 WA U NDA HgAol7] AGAA 9 MEH 7| 2458 SR eof s},
3t AV oFES] Az Bl Qste] BAA 2 4 ol Edlo] Ha) o @ ol ot o)

o AT 4 Ao,

S8]9A} B NDA H4A71 XS W dw 2 4pol o] A4S A7IsA ke AL
FDA ANDA A1%& %18 4 ik, 2 4717 Qs 4%, FDAL 302 Bot A4S Bist
o, Wele] S8)7a] o U o] Wik AAo] 2A5to] ANDA %<l ojnE AalA e},

N'E

Hatch—Waxman Act = AU|g oFF 7ide] &A435 fJste], 53 sl U Fa ofFof tigh
AL EFBFe] AlAHFH= ANDA A1 2loAl= 180 EOP—J Zilﬁla‘ oFzof tist S Hujd
< Hojairh B AbAT BEEke], 180U Eoko] B 7|7k va Apo] Fof &l QeI

Janssen A= Risperdal® Oral Solution ¢FZ9] NDA 2918 whefth NDAS} #&sH E3
L Fzo|= u|ZES] 4,804,663% (0|3}, ‘663E3]), u|=FES| 5 ,453,425% (o]}, 425 &
3]) U w|=ZESF| 5,616,587% (o]|5), ‘587 £3]) o]t} ‘663 E35|= risperidoneo] T3F AS
& Risperdal® Oral Solution 2F&9] S A o| 33t Aolt}, ‘425 E3] W ‘587 E3|= EF
9] risperidone &% 3 21 AHol A Zojtt, ‘663 S3l= 20079 1249 29U WrRE <]
o}, kAN, FDA= 21 U.S.C. § 355a0l oA 692 71717k 5|85ttt wheba], 2008 6
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A 299 71 FaSH| 5351 H Ak, 425 3] 9 587 E35]= 2014 RERSHCH

663 3% ol 2old BAZ © Ssjolth, AYNULS 663 Sal7k AshEiglov],
T8, AR A A S oYtk 2007 59 1Y A e ARy TAS Q18514
t}. [ Janssen Pharmaceutica, N.V. v. Mylan Pharm., Inc., 456 F. Supp. 2d 644, 671
(D.N.J. 2006), aff’d, 233 Fed. Appx. 999 (Fed. Cir, 2007). ]

Jlm
o

Apotex AR= S A5 A= oY ATE, Apotex AR= ‘663 S3o Hat W, .,
Al Bt Fay el oHe xgske FAol AEEtint. olglet gejEd2 20074 59
119 a5 Welskelh

&

o

3. dAMU ¥

Apotex AF= risperidone oral solution®] tgr AY|g]l WA 2] o} g Hfﬂ
ANDA AIZAE AlEstolct, 425 E35] 9 587 53514 fasdel ek oA
Aol 20069 1Y Apotex A= ANDA & R A9 o, ‘663 E35 a4
el A& =753t

20069 3¥ 3Y Janssen A= Apotex AFE A2 ‘663 E35] 23S ©]-F2 New Jersey A
W ol A5 A7I8FATt, HARE, Janssen Al= 425 53] W 587 3]0 el A= Apotex
AFS EANEA] ottt Apotex A= Bt LS §dto] 425 53] 9 587 E3]of tigt v <]
golatAae ALsk9ch 2006 69 284 Janssen A= Apotex AFQ] WA TLo| tjslo] AFA
A 9 AYA B 27 (case or controversy’ )& FE53H4] EIATH= o] G&2 7124 I

k.

20064 12 8Y Janssen A= Apotex AF; ‘425 E3] W ‘587 E35]9f tst FA|AESF &
ojsiul, WagTE Askd A& AU Apotex A7} o] Aslel, 2007 109 112)
A -2 Janssen AR A RS olF= g ¥tV E wolEqlth, 425 535 ¢

587 E3]ol| thalA] Janssen AFel Apotex A} Atololl= HEAFS] thEol gltk= TWeko|th

4, Favjde] A

i

Apotex ARz HE2HT9] o] disto] Theo] AR Bdlo], ERIBAS FF £4] B9
o2 W AMAA /AR A o] AT AT

(1) ‘663 53]9] YrE 2+ risperidone AU|E oFFo ot F&3 A4 Sd 9 A A 0]

otk A
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(2) risperidone AU oFFe] thet 5<lo] 2:M7|7E Fet A7 = o] AR

(3) HALEFIA F2 E5o] Tk ARFS AFFAL UA WA Glol, Apotex Abe] AGAL,
FETFUR, ats B5lo] BIUA BAIE A ks AH

(1) &4 — A. Prompt Launch

FAH Y2 Teva AFY 180Y 717 ¥ ‘663 53] WEel WA TS Fsto], Al X4
o] ol E3]7|7te] &£ AL} O]’EE“] Apotex AFS] AFYFS} 58 9] A2kl AF5HA S
I, 663 53] W& o]F, Teva A 377 o= QIgE 91 AL o]} y#ste], 180U 9
E=47]17+8 Hatch—Waxman Actof] &4 A7 Foj= Al v}, o] Janssen AFE A2 Ao
= AT otz MR AL Bt

ol 3A SHofA 9] o= A, o]& ¢I5te] Apotex ARZF Aol A B Al El thE -
ol d AE I ARG WAAIZIA] gh=thal Sl

(2) A — B. Indefinite Delay

Hatch—Waxman Acte] ©J3t 18099 Ed7]7be] Rol |2 oFEAR] 21& $iste]
a3k Agtolnt, BRlwA FTE 4% WAH AL Apotex A7t Fsle A 1o
A2 Qlste] WAISHE Hololo @A FHEA gtk A2saltt,

(3) 4 — C. Covenant—Not—to—Sue
{ Janssen’'s covenant—not—to—sue )

Janssen unconditionally covenants not to sue or otherwise seek to hold Apotex
liable based on its manufacture, having manufactured, importation, distribution, use,
sale and/or offering for sale of the risperdal oral solution, 1 mg/ml that are described
in and the subject of Abbreviated New Drug Application No, 77-719, as filed and
as provided to counsel for Janssen on or about July 13 and 25, 2006 (“the ANDA”),
for infringement of United States Patents Nos. 5,453,425 (“the 425 patent”) [and]
5,616,587 (“the 587 patent”) . . . . Similarly, Janssen would not sue or otherwise
seek to hold Apotex’s customers or distributors liable based upon the importation,
distribution, use, sale and/or offering for sale of the risperdal oral solution, 1 mg/ml
that are described in and the subject of the ANDA for infringement of the 425 patent
[and] the ‘587 patent . . . .

PP FAlLA G oA B8] ¢ ZATE He AEFY Alxgw 2/Es AxF (L.
based on its manufacture, having manufactured, importation, distribution, use, sale
and/or offering for sale of the risperdal oral solution,... )” 22 A{3s}il Qlo], o=
Apotex Abe] AL, BFU, FoAHE WSlol et A0 R Belskgirt, webd, Janssen
Abe] RAZES AR, FHAR FO) Hebg jastizd] SRty weeia,
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o. History Map

(1) New Jersey =5A=HY (2006—03-07)

(2) <=3 gAH A (CAFC) (2008—09-04)

Mining & Mfg. Co. v, Barr Labs., Inc., 289 F.3d 775, 778 (Fed. Cir, 2002)

Teva Pharms, USA, Inc, v. Novartis Pharms, Corp., 482 F.3d 1330, 1342 & n.7 (Fed.
Cir. 2007)

Caraco Pharm. Labs. v. Forest Labs., 527 F.3d 1278, 1285 (Fed. Cir. 2008)
Steffel v. Thompson, 415 U.S. 452, 459 n.10 (1974)

Benitec Austl., Ltd. v. Nucleonics, Inc., 495 F.3d 1340, 1344 (Fed. Cir. 2007)
MedImmune, Inc. v. Genetech, Inc., 127 S. Ct. 764, 771 (2007)
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No. 20 Impax Laboratories Inc. v. Aventis Pharmaceuticals Inc.

1 A AR AR

el al IMPAX LABORATORIES, INC. (Qa1—3}4-2l)
gzl C. Kyle Musgrove, Kenyon & Kenyon LLP (Washington, DC)
1] al AVENTIS PHARMACEUTICALS INC, (¥]a1—u]&}4-2l)

Paul H. Berghoff, McDonnell Boehnen Hulbert and Berghoff
LLP (Chicago, lllinois)

Gt AFAHS 2007-1513 ( &wt) ( FHALA} 1 2008—-10-03 )

ZHEolg
a4 HEYE
AFFIRMED
A4 AL RADER

HAAARE 02—CV—-0581 ( Al&YA} : 2002—-06—25 )

the United States District Court for the District of Delaware (

o)A 9]
SRR DE) (DCT)
HHES] U.S. Patent No. 5,527,814
35 U.S.C. § 271
T
35 U.S.C. § 102(b)
ZlsEoF W AE  oFE
TAAA A7V
2. Ak vl 7

3 AFAOA] Delaware A3 €S v]FE3] 5,236,940 (013}, ‘940 H3)t= M7l 4=
24 Aol QHEA o), tebd 940 B3l nFEF 5,527,814 (13}, 814 539
HPY 1-58 WP oAb ghrkn waskach FAUPL olAT AL Bt
©F7h glint lgmAsHct
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‘814 E3= 2894 =4F A3 (amyotrophic lateral sclerosis, ©]3} £AEH)S 2| &
sh=t| AHEEE "FE(riluzole)?] ARg-o g Aot} Aventis Pharmaceuticals Inc. (©]
Sk, Aventis)i= ‘814 53|9] 5| HARA, EFH(RILUTEK)C|et= A2 EFE5S djista
Qltt 20019 59 16Y Impax Laboratories, Inc. (|3}, Impax) = 21 U.S.C. 355()°l 2]#
FDAO| AU|d E&E FA|Fe Ali-E $13F 5%0& 116= ANDA A A E A&kt

3. YA

e

20029 64 25 Impax A= Aventis AFHE AT E 814 E35]¢f tiste] AP, F=3
3|, 717} A SEA] Yth= SRS Foke ERITHES AASEAT. o] A%oA] Impax At
= 814 53]= S3|Fa, A AT 42 ot AeE AA AW Y-S asagelA
Impax Ab= 814 53|71 1 A5 LA= g A Algh = Ad7]e A= o 9d
7Fe/dS USoHA Soklthar westgich

[ Impax Labs., Inc. v. Aventis Pharms. Inc., 333 F. Supp. 2d 265 (D. Del. 2004). ]

20054 3¢ 169 Al HEWE2A Impax AR F-E 7143830 Impax Abs &4
£ A7Iste] dF¢1E, 4Ry 9 eksuaS gl

[ Impax Labs., Inc. v. Aventis Pharms, Inc., 468 F.3d 1366, 1384 (Fed. Cir, 2006). ]

SHEH Y2 940 53519 A r|sx w2 Y HAdS HASHITh Y2 940 539 A
Yr7|=x5 HALE FHsHAAT, 814 £3589 1-589] 7|&& Ad7Fsd A= Frhal Hest
At

[ Impax Labs., Inc. v. Aventis Pharms. Inc., 496 F. Supp. 2d 428, 433 (D. Del.
2007) ]

# G4 Impax 7+ ol 23k o] Fae] FaA7] & Aolxt.

R =

AR wge] A ks AL HAY1E Aol SJshH Bzl Lolol &3 B4l A
4g AW AL HES e APS AN 9T AT WHS YT 5 A A T



(2) FEsh= FFAIA EA AT
(3) AAIA|E] ZA] of 5

(4) &go 24
(5) Ad71=2] A

6) N 714< $I 4do) A=

FaHde B Aol A A ALSd o,

(4) ZFEMo|EE a5 AFskal = 940 £
A= AR
upebA, A8 o AV sslA] gtk A
= B2 Ago] Qlojof dttt= A, & %@Eul k%4+w&ﬂ%
sttt HFH oz Al 8
At FAHULE AU o3 TA L 983t

9. History Map

(1) Delaware AHE (2002—06—25)

(2) AY=3FAHY(CAFC) (2008-10-02)

o $AE a4
A Fte wd
shA) gpckar whekst

R34 7)< Hopd el 428

Seflo] = oA Eutel TATH B3HA
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Hewlett—Packard Co. v. Bausch & Lomb Inc., 909 F.2d 1464, 1467 (Fed. Cir. 1990)
Finisar Corp. v. DirecTV Group, Inc., 523 F.3d 1323, 1336 (Fed. Cir. 2008)
In re Omeprazole Patent Litig., 483 F.3d 1364, 1379 (Fed, Cir, 2007)

Minn, Mining & Mfg. Co. v. Chemque, Inc. (3M), 303 F.3d 1294, 1301 (Fed. Cir.
2002)
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No. 21 Abbott Laboratories v. Sandoz

1 A AR AR

S ABBOTT LABORATORIES (11— 1] 342l)

aee|al T.ed G., Dane, Munger, Tolles & Olson LLP (Los Angeles,
California)

5 1 SANDOZ, INC. (¥]31-g4:¢l)

] a1l el Scott B. Feder, Lord, Bissell & Brook LLP (Chicago, Illinois)

FaM AAHS 2007-1300 ( g8r) (FHAU=} : 2008—10-21)

HAE2lg
FAaA HAY S
AFFIRMED
a4l AL GAJARSA

A AR S 05—-CV—-5373 ( A2} : —)

the United States District Court for the Northern District of

R
e Mlinois (1L ) ( DCT )
U.S. Patents No. 6,010,718
LHES]
U.S. Patents No, 6,551,616
T -
NERF NAF  FE
YA MR8 [ B /A4
2. AFABA

B APALS A4S0 9J= Abbott Laboratories(©]3}, Abbott)e] £33, E5Fa

L

A AT #ASF] Sandoz, Inc. (©]3}F, Sandoz)”7} A|718F © 7}A] ARgroll tgk AR ufA;

HFA Bl tfsto] A7|3 Fatdoleh, FAUAL Aol £EALF MFRTE 0§
dloli ABAL] Pgol Mol errhn Bekste], APUe] AL AgHc

& 7t
K

E
=
8

o e o
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H AMAL Abbott AFF AFEY Biaxin®XLE /\]-‘L_]rﬁ}ﬂ = 3HA| clarithromycin ¢ 2483
A A (extended release formulations) ©f #gF F 712] E3]of st A o]t} clarithromycin®]
#3E E3]= ¥ 2005W £4717k0] URE AT, 2 AP AE YA clarithromycin 2
a3 A7 (extended release formulations) ©f #3st F= 7119 E37} EAE St Ead AR
L 4315 oFF A]&A|7HS ARE=d] B& o] Qitt. o2 9l5le] oFo] Eojgre A7el 4~ Qi)
Sandoz A= YA clarithromycin & 28§ Aol diste] ANDA £ AlAsTE 2005
89 25 w|=t FDAE ANDA & $515H3itt,

3. AAMAY B

20054 9¢¥ 16Y Abbott A-4+= Sandoz AFE AHHZE llinois HHAH Lol £33 4
& A8k AREs = DFHL%O] 6,010,718% (o3}, 718 53]) Y u]=53] 6,551,616
(o]st, ‘616 53]) olth, 718 S3l= HATY AAME 3k oFehA =4S Fsta T, o=
erythromycin 54| 9 ofeh2 E2jv=2 440t

718 E8l9] A 13, 47 © 632 th2} Pk,

1. A pharmaceutical composition for extended release of an erythromycin derivative
in the gastrointestinal environment, comprising an erythromycin derivative and
from about 5 to about 50% by weight of a pharmaceutically acceptable polymer, so
that when ingested orally, the composition induces statistically significantly lower
mean fluctuation index in the plasma than an immediate release composition of the
erythromycin derivative while maintaining bioavailability substantially equivalent to

that of the immediate release composition of the erythromycin derivative,

4. A pharmaceutical composition for extended release of an erythromycin derivative
in the gastrointestinal environment, comprising an erythromycin derivative and from
about 5 to about 50% by weight of a pharmaceutically acceptable polymer, so that
upon oral ingestion, maximum peak concentrations of the erythromycin derivative are
lower than those produced by an immediate release pharmaceutical composition, and
area under the concentration—time curve and the minimum plasma concentrations are

substantially equivalent to that of the immediate release pharmaceutical composition,

6. An extended release pharmaceutical composition comprising an erythromycin
derivative and a pharmaceutically acceptable polymer, the composition having an
improved taste profile as compared to the immediate release formulation,

‘616 59 718 535]9 REAGEUCREA o FAES Haste WHS Aleelith 616
E3|0] A1} 25k HLE 18}0] 2480 2 A A1E 18 W 28ke thoa) gt
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1. A method of reducing gastrointestinal adverse side effects comprising
administering an effective amount of extended release pharmaceutical composition

comprising an erythromycin derivative and a pharmaceutically acceptable polymer,

2. The method according to claim 1, wherein the erythromycin derivative is

clarithromycin,

Sandoz A= S35 s F8 g3t e goll &
g Bl w2 A ol vlds| Y] FHS ASs 2 e AYHE

ol et Aot

It ot A A7FsAd T TSk, Sandoz A= 718 E3l= HE7HES] 0,280,571 Bl (O]
51, ‘571 3153 ool BAGIA el A bsstckn elsict. olol tistel Abbott AHe ale
2 L BEA7E 5 HEEo TR AE BT JfAEI QA 2o, clarithromycin o]
dsto] il oA STk ARSI A% FAUULS T8 Sel Adrlsd 2404 F
|

AgAdat s, Sandoz A= 571 FVNES], AE7H WO 95/30422 (0 S, ‘422 =A|
B70). VI3 5,705,190% (C13F, 190 530) o) 2ol Sioko] AHYsiekit AL, A3
/g ctof tisto] lo] H 82 190 E5jof JHAIE oF] 5 54 718 Efﬂ AT 5
Aol apol & vl HESIP o, azithromycin 4 clarithromycin ol tgt 3}sH4 AJ=3H4]
g9l #tolE A=A, FAaHAL 53] Aol wrt A7 H A ddeld L7t

J{m _Il

B34 Y91k #Hste], Sandoz Ak S8l tigt £84 F9IR Qlsto] 718 53] U ‘616
53l= 58 &gl oA AEtaL F=43tATh. Abbott AF 531730l st &UF 5
o] A AaE AEsHA Rokthe TRl AU o2dt Y9E Foto] 7wk o=E
AL & glow, 25 FE 74T 4 gkl ddsiginh FaMde B34 Peieh v
g A ] Adols ojw e i §8of 84w EASHA] GFerhal wstelct

9. History Map
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Oakley, Inc. v. Sunglass Hut Int’l, 316 F.3d 1331, 1338—39 (Fed. Cir. 2003)

H.H. Robertson Co. v. United Steel Deck, Inc., 820 F.2d 384, 387—88 (Fed. Cir.
1987)

Novo Nordisk of North America, Inc, v. Genentech, Inc., 77 F.3d 1364, 1367 (Fed.
Cir. 1996)

Cybor Corp. v. FAS Technologies, Inc., 138 F.3d 1448, 1460 (Fed. Cir. 1998) (en
banc)

In re Omeprazole Patent Litigation, 483 F.3d 1367, 1373 (Fed. Cir. 2007)
Continental Can Co. v. Monsanto Co., 948 F.2d 1264, 1267 (Fed. Cir. 1991)
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No. 22 In Re Alonso

1 A AR AR

2 al Dr. Kenneth Alonso

Jennifer A, Johnson, Finnegan, Henderson, Farabow, Garrett

1 o]
LAt & Dunner, L.L.P. (Washington, DC)
1] Il the United States Patent and Trademark Office
o 3gEel Janet A. Gongola, Associate Solicitor, Office of the Solicitor,

United States Patent and Trademark Office (Arlington, Virginia)

o AW E 2008-1079 ( dyt) (HA YA 1 2008—10—-30 )

(e} =
EEXIES
Fay Bade
AFFIRMED
Pt TA STEARNS
AN S Ex parte Alonso, No, 2006—2148 (B.P.A 1. July 25, 2007) ( A|
Az} 1 2007-07-25 )
the United States Patent and Trademark Office
QA &
Board of Patent Appeals and Interferences ( USPTO ) ( PTO )
LA ES] Serial No, 08/469,749
T 35U.8.C. §112

ZlgdoF HAE oFE WY

o)

RERE AATFSA ) BAAAA LA /

¢

u|2ES A E3] 34 U 1A A2 ¥ 3] (Board of Patent Appeals and Interferences,
3} YY) vl 53159 08/469,749% (o3}, 749 &) A7 928 digt HF A
d2e 2 d8siit. fde)e 2A4S Foto], A7 2% HEVeAEe o= o A
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o] AMARE arlsien, wel A A7 SRS ol R T ANAHE A8l
9t [ Bx parte Alonso, No, 2006-2148 (B.P.A.I. July 25, 2007) (“Decision”) ]
Dr. Kenneth Alonso 7} o]of &aA|7] g4 o|t},

Q7ke] B wheelol, A, T2 HYRE st
EIH AHEAZA, B At Tz B-A|2E bl 3h=
olgtil sh= o AE W o2 B Ho] Ags)
+ 27 7](epitope) 2l 2teh, YA e o] AThEAE]

sttt Bdst U A7)0l B oo FUES ©

MOl 2E] 13 GAIS FHTO
RIS Ayl YolBer, PAE VR
WLz HE RolEd A

_4

dZE3A (Monoclonal antibody, ©]3}, Mab)+= @49 AFEA2HE [eiE o], 5L

o
olt] g}l zh=r} Mab = A|EZ g3 (hybridoma fusion technology)S £35}o] A zE ),
UL QIZE stolBefenb= A7Ee] FF MEZE 17t A A4t B—A|Zet g e =M A=
Hrt, o]gg Y-S §ot] B-AxZE GUSEFAE BHlst, o5 TPAIEe FHALY]
e 2AQ71e st MstE 9 A EAS 2=t

199543 69 64 Dr. Alonso & 749 =9 o]
Tt Az o g A o]lF Folo dUEEA 4 S8 FAE AAetaL, olE o83t A
A 7S A|ABFA T

1o
2
[
o)
il
2
i
ol
ol
8
+
o
I
-0,
=
n)
rO
L
ol
ol
o,
o
ok

37Y AP FPOR BYY HUSEGAS AHgsto] AFMGES AR Wyos
AL e Aol WA B Figolch, H

[a] method of treating neurofibrosarcoma in a human by administering an effective
amount of a monoclonal antibody idiotypic to the neurofibrosarcoma of said human,
wherein said monoclonal antibody is secreted from a human—human hybridoma
derived from the neurofibrosarcoma cells,

AAlA (DelAe FF MERTE T A2 dgds Alxshe ‘%1"?337} o] % ]E o]-g-sto] <l
ko] BN EZE T (sensitization)dhs IS AASHATEH AA

Aol gt A AaE AASHAE AARS A% 9232 7A€ ?1_017} Z3ts) =

o] Jejoll mlarsto] gy o] AR A2 L 7R ol oM EFwstH, Y e AEst
ek,
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oy
Zelelol Wl AT A NAYES STaREAC B AHS AP BARA,

MM GASEZA7E Aste FES SHHA otk AAA@Q) A= &

-
A Ak 1he AASHITE ol ek 1Ak ulol gt BAAE

Tz, 9 ARV B4, A% Ahe, B4 Ul okebd 54 Hwstn oA et
Dr. Alonso = @AMl A AASHTL Qs A4H4% 599 BRI Fxot 750 e
L olu] & reldl Apdolw, B4 gao] Fakol A E feshs B4 £(H)9 B FU
7 ZEE Ho Qokal FASIAT, Fx00 JojA =, Dr. Alonso + TUEZEdA = E4 9
AR EOR Y Azslo] slolnelEntz Y Rugnz AL 20 Solxole}
: Aoleta F

AL ST Heol QIZF A9 28} Ve ake] A R & A AR
otk Dr. Alonso & ol®l Al et 8= 298] A= AE3

FayUe HEAo /TR et 91Asle] ARARS WolETh

i
=
2
5o
52
3

9. History Map

(1) u=E33 53 4 9 - Ao ¥¥3](USPTO Board of Patent Appeals and
Interferences)(2007—07-25)

fo

(2) A3 FgAYA(CAFC)(2008-10-30)
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Regents of the Univ, of Cal. v. Eli Lilly & Co., 119 F.3d 1559, 1566 (Fed. Cir. 1997)
Vas—Cath, Inc. v. Mahurkar, 935 F.2d 1555, 1563 (Fed. Cir. 1991)

In re Gartside, 203 F.3d 1305, 1316 (Fed. Cir. 2000)

Lockwood v. Am. Airlines, Inc., 107 F.3d 1565, 1572 (Fed. Cir. 1997)

LizardTech, Inc. v. Earth Res. Mapping, Inc., 424 F.3d 1336, 1345 (Fed. Cir. 2005)
Eiselstein v, Frank, 52 F.3d 1035, 1039 (Fed. Cir. 1995)
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No. 23 Takeda Chemical Industries Ltd. v. Mylan Laboratories Inc.

1 A AR AR

TAKEDA CHEMICAL INDUSTRIES, LTD.,
! XL and TAKEDA PHARMACEUTICALS NORTH AMERICA, INC. (¥

-39 2:2))

David G. Conlin, Edward Angell Palmer & Dodge LLP (Boston,

A= Massachusetts)
MYLAN LABORATORIES, INC., MYLAN PHARMACEUTICALS,
INC.,
5| il and UDL LABORATORIES, INC, (¥]i1—3g4:2l)
ALPHAPHARM PTY., L'TD.
and GENPHARM, INC. (3] 11-34:2])
o3 elel William A. Rakoczy, Rakoczy Molino Mazzochi Siwik LLP

(Chicago, Illinois)

Faa] AAME 2007-1269, —1270 (H3) (BAURL : 2008-12-08 )

HAEelg
g4 HHEAY S
AFFIRMED
A4 AL LOURIE

AR 03—-CV—8253, 04—CV-1966 ( A&} : —)

the United States District Court for the Southern District of

dedud New York ( NY ) ( DCT )
THES] U.S. Patent No, 4,687,777
A 35 U.S.C. § 285

ZlERoF W AE o F
HAYA AL HAA [ A4 /
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Alphapharm Pty. Ltd. ¥ Genpharm, Inc.(¢]3}, Alphapharm) ¥} Mylan Laboratories,
Inc., Mylan Pharmaceuticals, Inc., @ UDL Laboratories, Inc. (¢]3}, Mylan)2 New
York WA 1] o] thstel a5k

20066 9¥ 20 AHAS Y31 9 Takeda Chemical Industries, Ltd, @ 1 ALIA}
0] Takeda Pharmaceuticals North America, Inc, (0|3}, Takeda)] F+E <A-E-3}Ac},
Takeda AFe] w|=+E3F] 4,687,777(0)3}, ‘777 £3])9F ¥HE o] Alphapharm A} Y Mylan A}
7} Hatch—Waxman Actoll &4 3k H5tof 5le] of|9]& AFA(exceptional case) % HIA}
AQdu]gof ek WA skt

2007d 3¢Y 21 AYHYL Mylan AFS AHHE 11,400,000 €2, Alphapharm AFS Al
2 5,400,000 & 9] vjAF AL 3}t o= HIAF A u|L ALY, HEI} v|LS X
sk Aoldct, FAHYL Alphapharm A E Mylan AF2] Hoaf$io] 7]Qlgt o2& Ak
wAe) oA 77 E2ASHA] grom, MT AL AU SOl TRt Aol SlojA Al HE-
o} o X7} glekar ettt

‘177 £3]= Takeda AP} ACTOS” gt= Aoz AFela TS 0|3} pioglitazone 2t

L oy okEZo] W3t Ao|th. Alphapham AF ¥ Mylan A= A8 k2 3|AL2 4] Hatch—
Waxman Acto] A3} pioglitazone & AU|g] &9 591S Q5513 UL, A HEY2>
A oFZ 3|AL7} oF4] AloF A& A (abbreviated new drug application, ©]3}, ANDA)E A|
o=t AolA HAYUSS AEsHeS A5k Ut

3. AU B

o

Alphapham A} ¥l Mylan AH= 777 £8]7F A8/ of] 7 ste] Faeta FHstn ANDA IV
£ AT ofofl t-5-5tof Takeda A= Alphapham AF % Mylan AR “EHE el &%
& A|715+g9ek. Algloj Al Alphapham AF @ Mylan A= RaZzAo] 27 ALeS HAs At
Alphapham Ab= 33HE B 2 AAEHE S-S A H3519=d|, o= Takeda ;\}7} n] S E 3]
4,287,200(°]3}, 200 £3]) W 19824 #sHE3l (o5}, 821 £34)2 F3olo] o|u] AE AL
24, pioglitazone & &UGA] 2202 23t Aolatal 4813t

Mylan A= w5350l tigt A5 A&e B4 A =574 5§H(1nequ1tab1e
conduct)& 45T 2006 3€ 13 A|HPHYL 777 E5|= Aot Lo A4
NoA = FelE 4= gkl 2F BAsielal, He = A7|EH Sfaxo] tfste] 5&5\—@%% A
o] HAS A&

s
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R34 7)< Hopd el 428

. 35 U.S.C. § 271(e)(4) & S5k ANDA AHA AZ) Sstel o=l A%, 35
U.S.C. § 285 o ZAsIY] ol AP O ZA HEAF A H-EY A & 4= Slokar ++7485H
il Qlt}h, Takeda A= Alphapham AF ¥ Mylan AFS A2 sho] o9& Ao 273 HE
AR A YH]E A AEsESIt ANDA Paragraph IV Aol QlojA] 4le]ef o ttom, 4%
NS Foto] ezt itk 4ol

4, G g

o

ool AHA i o F

35 U.S.C. § 285 7182 AgHYL o2& ALA 3Tl F¢ & ARRFof A gHe] A
Holl A HBAF Adu]-g-of et Aahe & 4= okl et ok, sig Al 4le] Ao
AFAFGo| A ut, o] & AlAo| sttt Tk AMA TS| A A HEZFsSE Aot Fa
HAe o3 AR o @] A AMA o] Hof diste] HESFIT

Alphapham AreF &S Tetof A, A Y2 Alphapham ARS] A% A A&

A BES AAE = IS v B Bl sigstctar IStk Axo] Ad
o 2lo1A %= Alphapham AHe] 2374 9= EA st wdskqlh,

n

:::soﬂ

ﬂi

IR
% Ay

%

Mylan Ape} #&Adt dato A, T4 ANDA A A Paragraph IV & A&t 45
AU MFY g 537 Fad] sidddte ode AMdaA 3 HEF dd *o“ﬂ
NEz2A AFsfoF erhar A &siqiet, A28 oz, 27¢l= ANDA A4 9 Al 9 Fda
FE AR T AL T2 At Fdskgieh

0> B o rz

5. History Map

(1) New York HEH-A|=

rE
i

exceptional case ¥ZA, A1¢v]E vl T4
(2) AL 4 Y(CAFC)(2008-12-08)
Hele

AFFIRMED

6. A-&AH
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Beckman Instruments, Inc. v. LKB Produkter AB, 892 F.2d 1547, 1551 (Fed. Cir.
1989)

Amsted Indus. Inc. v. Buckeye Steel Castings Co., 23 F.3d 374, 379 (Fed. Cir. 1994)
Mathis v. Spears, 857 F.2d 749, 759 (Fed. Cir. 1988)
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No. 24 Sanofi Synthelabo v. Apotex Inc,

1 A AR AR

SANOFI-SYNTHELABO, SANOFI-SYNTHELABO, INC., and

! XL BRISTOL-MYERS SQUIBB SANOFI PHARMACEUTICALS
HOLDING PARTNERSHIP (9431—3]34:2])

Evan R. Chesler, Cravath, Swaine & Moore LLP (New York,

Azyelel
ALl New York)
vl al APOTEX, INC. and APOTEX CORP, (3] a1—3}42l)
1] 3ol gl Ql Robert B. Breisblatt, Welsh & Katz, Ltd. (Chicago, Illinois)

P APdHE 2007—1438 ( ¥Hlh) (HALUR} : 2008—12—-12)

AL
Fad Ay
AFFIRMED
Gl TA NEWMAN

DA S 02—CV—2255 ( AlAadA}: —)

the United States District Court for the Southern District of

A
New York ( NY ) ( DCT )
HHE S U.S. Patent No. 4,847,265
HAHH 35 U.S.C. § 102(b)/103(a)
Z|EEoF W AE R
A4 AA7bsd [ AEA /
2. AFul7g

E AMAL Hatch—Waxman Act o] 338k Aol EA|7} ¥ 3] Sanofi—Synthelabo 9
HHBJAL ()3}, Sanofi)7} 4G5 nHFES 4,847,265 (0]}, 265 E3])EA], ol= AEY
Plavix” 249y Clopidogrel Bisulfate 2] oF&of B3t Zlojtt, o] A EL dau 1L AT
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o2 AAupd] W HEZIL 72 Fol 531 23] ouf Wl Zgof ARHT AU FA
o] 5§37} fasith= A 555!

Clopidogrel & 3+8t methyl alpha—5(4,5,6,7—tetrahydro(3,2—c)thienopyridyl)
(2—chlorophenyl)—acetate 3FgH&o] i3t D& o] 2 A|(dextro—rotatory isomer)2] LukY
olth, wAI7F H F+& 3% tha1 Erh

Hydrogen sulfate of the dextro—rotatory isomer of methyl alpha—5(4,5,6,7—

tetrahydro(3,2—c)thienopyridyl)(2—chlorophenyl) —acetate substantially separated from
the levo—rotatory isomer,

-

265 E3= 19894 7Y 11¥ HYElon ) 1987d ZHA FHEEHUS A HolHRE §
Ik 19984 u)=t FDAS] 4591 ¥t 20019 11¢¥ Apotex, Inc. (9] }, Apotex) =
OF A A oFA A A (Abbreviated New Drug Application, ©]3F, ANDA)S A& o=
Clopidogrel Bisulfate 9] Al&3H= 913t Zlolglom, 265 5359 FaE F4sh= 2ol
o} 35 U.S.C. §271(e) 7#7g°l &7, ANDA paragraph IV = 53] sl A= #4=o]
Tt} Apotex AF2] ANDA paragraph IV o] W30] Sanofi Al= E3 A 442 Al7]|sFg o,
Apotex A= ”“EH E3 Las 45k 21 U.S.C. §355()(5)(B)(iii) 4ol g7 E3]
2EE FDA 5015 913 307049 AAGe ol Soztor, sfsjHargh-S HrolZo 2 %] okt
o}, FFHOZ FDA £ Apotex AFe] ANDA 2 $¢15+91.0.1, Apotex A= 2006 8% 8%
Clopidogrel Bisulfate #|& & A|2Fs}3ict,

3. 4AM AL Bt

o

Sanofi AH= Apotex AFE AHE 7HAE AAS sFlth, AR Y2 Sanofi AR £t
7157, £99 #y, 51T 5 gl &Y WA, T3] o] sty TR ARS
59k, [ Sanofi—Synthelabo v, Apotex Inc., 488 F. Supp. 2d 317, 350 (S.D.N.Y. 2006)
("Sanofi I") | 3 E3 A A9 7}14% 217 JA8ZAHS AASHAT. [ See Sanofi—
Synthelabo v, Apotex Inc., 470 F.3d 1368, 1374—84 (Fed. Cir. 2006) (“Sanofi II") ] o]%
A2 265 53l fashe Aol 1"tk A8kt [ Sanofi—Synthelabo v,
Apotex Inc., 492 F. Supp. 2d 353, 397 (S.D.N.Y. 2007) (“Sanofi III") |

FaiE AR Eaﬂ Sanofi AFe] w|=1E3] 4,529,596% (o]st, 596 53]) ¥ 7yt 53

1,194,875% (o]s}, ‘875 E3]) <] AA 5 AFT & d=Aod BAHE Tk &
8T YT =g A HlolHE 7HAAL Jlgler, 265 S5 thet AP OH%"
5= Aoldth. Sanofi A= 19873 29 17 kAo clopidogrel, 1 & W oFalz] xAJof
sto] E5]&HS stgler, o|F njo 9 T w7l S¢S sHoltt. v[=Ed]= 265 53| =A]
= a5 AR, 265 5= BAIA A TRt F24]9] B SetEo] 2 247 &
slof| ZHAI= o] Qletkar Argskitt, et E5]+= ular '596 535|9F FYstith

-

i

[

i
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A37% 71=gord H

‘265 £3]+= D¥(dextrorotatory) ¥ L& (levorotatory) 724 o]/ dAA|Atolof AEsHa A
Aol lejA Solet AAIAdE Y (stereoselectivity) & 7Hlthe A& Holil Ut o4 596
S35 AARE nl=58] AAREE 265 53] dARFA A DE R LY ASAFoldAAT 2
2Aow

SYEEA of$2 BEslsetn AT Y FTHL SH5Ue. Apotex A
265 5319 371G 37 Ao AFo oA BAHOR FehHn dee Astgon], A
e WU MBI S B AR 265 Ssle fasiel gAlEe] A4S FAskd

R e R B b o P S o [

[¢]
Arg o] qlofof et ol

o o
PFsa Bh AGRAL AN RS0k Ak, Z, TlERote] B4 AN 7 At AR
Holl LA o] YEdt APL oA F A 714S AT 4 lelof ek, ol AFsHe) £A
ALRAZA, GRS o] o] He AL WA glojof B 977} 9t

Apotex A= QlEwdd o2 596 53] 9l AUEl 575 535 Al=sshith. A e &

S AABHL QA ol deskey, g=dol 2AIn] SketEo] AlAIEe] AR, 265

DY A& ol d8A | 11 A2 AAE] A gEE AT AZ7 ATl A
S AA e BAIM Y ok REAME SHE FHIRA A oA A4
AA e FRlsknh, A2 G AAlA PCR 4099 & DE 727 o84 9 viold
HolE Fo] 7hs/do] AlAEe] A ek desiint. o2t Heho|] tiske] Apotex Al= ©|
AR EAE SA A4 7Rt AP ARl stk SR

AU 596 53] L At S3lofi BA0) DA o] 4 A Ei o]zle] 2= AEELA
A A E A ol Thshe] AASIL 91 ehor, olelgt AAe] dhg A Ue] A mofel i 057t
gleka st

5. History Map

(1) New York ‘FH-2 "<

B34

141



20094 t|ZLESEAYA| =

Schering Corp. v. Geneva Pharms., Inc., 339 F.3d 1373, 1379 (Fed. Cir. 2003)
Continental Can Co. USA v. Monsanto Co., 948 F.2d 1264, 1267—69 (Fed. Cir, 1991)

Amgen Inc. v. Hoechst Marion Roussel, Inc., 457 F.3d 1293, 1306—07 (Fed. Cir.
2006)

Elan Pharms,, Inc. v. Mayo Found, for Med. Educ. & Research, 346 F.3d 1051, 1054
(Fed. Cir. 2003)

Merck & Co. v. Teva Pharms, USA, Inc., 347 F.3d 1367, 1369 (Fed. Cir. 2003)
Net MoneyIN, Inc. v. VeriSign, Inc., 545 F.3d 1359, 1369 (Fed. Cir. 2008)
Connell v. Sears, Roebuck & Co., 722 F.2d 1542, 1548 (Fed. Cir. 1983)
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No. 25 Rentrop v. The Spectranetics Corp.

1A AR AR

2] T DR. PETER RENTROP (11— 3}42l)

Marvin S, Gittes, Mintz, Levin, Cohn, Ferris, Glovsky and

o_]—, c‘)_
i Popeo P.C. (New York, New York)

] al THE SPECTRANETICS CORPORATION (31 a1—38}4-91)

o3l Glenn E. Forbis, Rader, Fishman & Grauer PLLC (Bloomfield
Il 57 7

Hills, Michigan)

FAaA AAHS 2007-1560 ( dyt) (HA YA} 1 2008-12-18 )

=
HEolg
Fa BAYE
AFFIRMED
Fhaa] TAL WALKER

AR 04—CV—-0101 ( A 2=} : 2004—01-06 )

the United States District Court for the Southern District of
New York ( NY ) ( DCT )

U 55 U.S. Patent No. 6,673,064
S 35 U.S.C. § 103

ZlegoF d AlE OE
THYA =548/ AEAd /

2. AHdulA

11191 Spectranetics Corporation (©]3}, Spectranetics)= €312l Dr Peter Rentrop (]
st, Rentrop) ©l|A] 500,000 @&& wiidstet= A de] 25 Hdo) FAE A7|skaich &
A2 Rentrop HHAS] w|=E3] 6,673,064% (o]at, ‘064 53])e] F4-& 182> Faof sids}
A ko |7} wrelst et A HA 7|23 Aottt AWHA-L Spectranetics Al
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o] B3W WA Wolo| thatel HelE AWSIAL, HF /12450, Aol B IMOL
o Tt H w7\ gkt
abasgoll A Spectranetics AHs A A Halols @ BggW9lo] B ool wehelz
Astlon], 064 E319] 3 7Y 19 2 71E} Hare] Saol ek JMOL 370) AL
|

o)
= ¢}
s, HEHo2 Fayde A9y A& ARG

i
JE

Rentrop A= ofefZopollA] 3049 oo AdE ke A8 2oF d&7tolth, I+ St
Vincent B 2 8219 Medical Center 2] /}j‘ g3 AFa AAolt), Spectranetics A=
Colorado = Colorado Springs ©l €23t Delaware ¥l o2 A}, #HHdL sh4a 2o Iy
Aol AHEEl= A Alx 9 dmigsS skl Qlth, ‘064 53]= 20049 19 6Y4of L3P
om, A glo]A 7HH E (Excimer Laser Catheter)S 7HAISEL Qlth, A o] 71|
Hi @43 Aatol] AHg-Et, 7 EH = AW i E BEskr] fste] golA AuAE Ags
o, o] & Foto] ¢ IS et ARE AT (064 E5loA= FALFEE, AHE 5
I E2 OE A5E Yoty @ AIS WA sh= S JHAISEL Qi

Spectranetics Ab= Pl=rollA] QIZF Dt AP wS FIRt A oA 7HEEE vl= FDA of
SQIuke (-3t 3]Abo|t} Rentrop BHAH= 19 1ERE] 1996W7HA] Spectranetics AFS] A3
MzA AAels] AxAen BeEste] ATE e Spectranetlcs ALS] Xz 0] AAIH g o] A
ZHE 7L ol A8 2w, Rentrop WA= s AR S w&glon] 19954 o] % o]&
AHE-8L7] A1 AFSLITE, Spectranetics A= o] @A “EXTREME” g A2 AAIH oA 7}
HElE st oldet,

1996 3 Rentrop HMAbe 7HHE7F Rl oz fAdo] Hojx F2& AWF
b F2sto] EXTREME A% AH-& A2 614 24dth. Rentrop HA= @ 7\1]31
7ol 71 NS $5ke] Spectranetics AR} HEZSIaL 7] AAIES AR 4+
== T3 20008 % Rentorp BMAh= & ATtol Aeshdien, ol 4455kl 0.
7heEE mdof it FDA ¢l % AlF Alde AZSEATE 71 3ol Al Rentrop HHA
Spectranetics Ab= AL EAR AXE B X F3 1L, Rentrop HAb= EFEHUS E59]
‘064 53]& S5s3I0t

ﬂll

i
o]

off
ofs
=

HI
;9 -
o o
I rlo
e

T o
B

ﬁB

3. AWMU B

o

i

32 ol wE

20049 19 6% Rentrop H'Al= Spectranetics AFS A2 3lo] ‘064 £3]9] A3} 18
02 A4 H&E olf-= 45 A7Iskt. Spectranetics Ab= o]l thste] 2B, &5
25 9S FASto] Wholakglal, ‘064 £3589 WHEAL 7|A o] AL Qe HiaE A7 s}
o 20069 124 8% ¥ /“3%4% Jéﬁo &oto] A7 H= Aol 064 53519 FA} 19
sfatR o, sie S3)= Fa5to], Rentrop HHAM} alid 539 A g TrgAtatal sFAT
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A /d el ske] Rentrop BFAR= Spectranetics A7F 2| sy o] 24 ¢ KSR A 7|
%2 stof thE = U= HYE Z7IskAT L 453, Spectranetics Al o] 2g -2 A
W Qo] A &5HA] 9ttt KSR AFAS 2007 49 300l HA = Ut vjA e 20064 12
BAE Wtk skAgE, A2 JMOL o tigh 4 KSR o] Wzl 20074 8¥
23 74| 814 gkokrh. KSR ARl digh #HEo] 9l & A9 470 B3t T o] e x| &

f

=2

AL AR HF B0l WelA71A A B WY E weo] Wrol 9)

L A9, GAALE o Wgo] AEdor Bk WY, 19X obe A% olelat WA
27ste] T 4 Qe Wels E7]F Aow Hoha vt ‘064 817k Sasihs wjal o]
Age WEd 4+ gl Aol

PR Y2 Spectranetics Al A&l ‘064 5359 FE 132 alsiich= s de]
GZ AT 5= S AR FEHA SA SAE U= AHAY
Spectranetics A= HIRS| 342 A9 ‘tipt 8019 iAol HE
of] tisle] “that which serves as the end, cap or point of an object” 2h= &A1& W},

Spectranetics A2} A|Foll= HEF 1804 7ot 84S 5 Zdst= A ofb&d &
9] LR E|= Mz 9 T Wiy} 27t2 LA ET Spectranetics AR o] W= F.9)7}
A 1349 ‘tip’ ol afEsh=tl, A ®lelol ZItE A gherhal =4S

i)
xQ
oo
Y
oL
g
e
Mo
£

BTN QAT S]] A 2L A, FAE theol Aol diste] Hulsia

2. 7IRte] o=

P A gk AH Aol ARAEA] W o= upoto] sl
Estqlon, FHor B39l wste] Ao FEo
Spectranetics A= Rentrop BHAZF 337 A& AlEat #gh
HAIE dhg o] W ALE AASk=t] lolA| Spectranetics Ao TS FA3SLS
Aot Far Y-S Spectranetics Az APEIA ] Tt R " 7|k o)kof gt A=A
2742 A3 Fart Ao, Spectranetics A} A&3E ZA7F EE2A Lol of H

o

P



3

deS AR Aol sl derhal shih

o. History Map

(1)New York 2%+ ¥(2004-01-06)

24712+

(2) AH=33AM YA (CAFC)(2008—12—-18)
ATolg

6. ALALA

Sage Products, Inc v Devon Industries, Inc, 126 F3d 1420 (Fed Cir 1997)

Cordis Corp v Medtronic AVE, Inc, 511 F3d 1157 (Fed Cir 2008)

Black & Decker, Inc v Robert Bosch Tool Corp, 260 Fed App'x 284 (Fed Cir 2008)
Duro—Last, Inc v Custom Seal, Inc, 321 F3d 1098, 1106 (Fed Cir 2003)

Nimely v City of New York, 414 F3d 381, 390 (2d Cir 2005)

Impax Labs, Inc v Aventis Pharm Inc, 468 F3d 1366, 1374 (Fed Cir 2006)
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No. 26 Eli Lilly and Co. v. Teva Pharmceuticals, USA

1 A AR AR

el al ELI LILLY AND COMPANY (¥11—u]&49l)
Ade|ol Charles E. Lipsey, Finnegan, Henderson, Farabow, Garrett &
Dunner, L.L.P. (Reston, Virginia)
b al TEVA PHARMACEUTICALS USA, INC, (3]31—38}4-9l)
] a1l el Jordan A, Sigale, Loeb & Loeb LLP (Chicago, Illinois)
i AHHS 2009-1071 ( 4uk) (HZALA} : 2009-02—24 )
SEXES
FaA wAWE
AFFIRMED
Fai T RADER
HAHAPAR S 06—CV—-1017 ( A& YA} 1 2006—07-29 )
911 2] the United States District Court for the Southern District of
e Indiana (IN ) ( DCT )
U.S. Patent No, RE38,968
U.S. Patent No, RE39,049
LHES]
U.S. Patent No. RE39,050
U.S. Patent No. 6,906,086
LR 21 U.S.C. § 355()(5)(B)(iii)
ZlewoF W AE  oFE, EHEEAIEA
THHAA A7/ /
2. AHdu7

E A& Indiana FEAHH 0] 21 U.S.C. § 355()(5)(B)(iii) (2003) TFAAF<]

7 3071
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20094 1| ZE 3]

49O 7|17HE AR A JASH= A LR, o] & QIste] u|a FDA = Teva A7} A&t 9F4] 4l
oF A1 A (Abbreviated New Drug Application, ©]3}, ANDA)ES %= £503 4= ¢lgich

2 AFAL the Drug Price Competition and Patent Term Restoration Act of 1984(]3},
Hatch—Waxman Act) o] =gt Ao 24 Y2¢l Eli Lilly & Company (©]3}, Lilly) = Teva
AFE A2 S33EE olf= & Al7]5H3th Hatch—Waxman Act = 4leFe] thal A+ 7
el Aujg-o] Aug oFF Jidof it o] ¥ FHT = AFE 7L Ut Al
g oFEF9] nHAE & otk AR gA e AT Ao Hohe Adle oFEel o
£ FDA of Al&sh= 3o Eolwtt. wabA Ag oFF AlxdAb= 7180 521E 4lekate]
TANA FL 7HRE 7HRIth= Ao S-S flste] 7|1 Al AL gt oA 3
Aol Wt Hole & &85t

Hatch—Waxman Act o] wa} AleF 7t 3l g oFE o] £o] AHA] By EE
FDA of Al&st=S =0 %t FDA = 4loF 41849 o]ej3t 555 H535to] “Orange
Book™ & 33ttt 35 U.S.C. § 271(e)(2) « AU A=UA7} fFastA &84 e &
Sofl et AU oFE] oFA] AleF A ME ABFE A o2 sz sk AUsich

210 A=A ANDA A1He A4 oFET} Belsls Orange Book of 71415 5515
71 A8k= S slloF $th. Hatch—Waxman Act = o|2{3t St AT AHARNS okt
o] sk ek, (21 U.S.C. § 355()(2)(A) (vi)(I-1V) (2003) )

(I) no such patent information has been submitted to the FDA;:

(II) the patent has expired:

(III) the patent is set to expire on a certain date; or

(IV) the patent is invalid or will not be infringed by the manufacture, use, or sale of
the new generic drug for which the ANDA is submitted,

ANDA 7} paragraph 1V o] 273 S9& ste 49, AA A S3dA A g 53819 A
A7 LA etk FAIA Y ZAE AlEsor 3tk [ 21 ULS.C. § 355()(2)(B) (2003)
] o]u] E35WUA= ANDA AlHL A2 E3 A3 2452 A7|S 4 Yt 4529 7|7HS 2h=
o Ss|HAE S8ladE AlZIEHA] %?t d-%-. FDA = ANDA & slshz e AsfoF

ol o]

_D'U)

stH, S8R} 53aid A7 }% . FDA = () E8]d wt2d, (2) #29 #4d, (3)
S8 dAe] SA4EF 307d 5 wE 77}11 ANDA 9] $¢1-& HFsjoF 3tt}, MY ol2|3t
A2 Aol oA Aol WPXV} HHoHA| = -, dAe AR Wt WA AFH=
oSS

B Aol A Lilly A= raloxifene hydrochloride(°]3}, raloxifene) o] Aol eigt 4lef Al
L HAIdTt. o] AEL Evista” 2= AEH o2 AgEo] §4F IrhgEol A7 9 o
ol /\}ﬂﬂoﬂl} Lilly AH= Evista® A&3 #esto] 12712 £3]5 Orange Book °f 543+
t} Teva AF= 2006W% FDA o ANDA & A|&319oH, o] raloxifene 9] AY|g] FZo

148



A3 71=gord &

S~

e §1%t Aollek Teva A= ANDA Aol A paragraph TV of] 27|38t 35 5387} &
A& AAsEATE ol gt 8- 20061 5¢ 16Y Lilly Abell &R =it

foh

3. e wd

20069 69 294 Lilly Al= Teva AFS AHE A& A|7]5F9 k. Teva AF2] ANDA AlAo] =}
AFe] raloxifeneo] gk 4719 HHHESIE sfistar Qrkar =43t Ao}, w=53] RE38,968
(o]}, 968 53)), nl=t53] RE39,049 (o]}, ‘049 £3), wl=t53] RE39,050 (]38}, ‘050 &
3]), nl=r53] 6,906,086 (2|3}, ‘086 538]) o] 47§<] 53|17t & Abdat gt FDA += 307K
H58 Teva A ANDA 5¢1-& HF3FiT

200649 9¢¥ 25 AHYe HejdAS WwHE3te] 20099 39 9¥o] 7]AYS vt o]
£ 3079 MA7ITE RS 470do] == Aldolnt, 20079 29 Lilly Al &% BAS &
sto] ARSI 3719 585 F7lshleh. nl=53] 6,458,811% (°]s}, 811 53]), w553
6,797,719% (0|3}, ‘719 £3]) 4 n]=53] 6,894,064% ()3, ‘064 £3])7} o] g}, o]
52 raloxifene®] QA7) & AFo T3 Aot 20084¢ 7Y 82 Teva AF= ANDA & 2=
gsto] AR} 2719 S-S F718H3Aeh. Teva Abz ol 2]gh F7kAkgte] diste] 20084 74
10 FRstglon, 20089 7THolA 9dol AA TAE MES AlFstAt, A, AHYe
2008 849 18U = A FANAI AL wighE: S WS AFe 3t

ESH 2008 9¢Y 5U7HA] Teva Ab= 27,000 #Ho|X|of Gal= TAREAE Lilly Atell Alg-st
Fom, Hso] APHAL Teva ALR dkolw Lilly Atell F7F=2 raloxifene M&= A &dt=S
st 2008¢ 9¢ 17¢ Lilly AH= 21 U.S.C. § 355()(5)(B)(iii) T+l &JA Teva A+l
SANAAEAL SJ5k, FRERE flste] 307099 AAHAE AAsH= A18S SFelet. Lilly A
£ Teva A7} 71700l ddtsto] it RS BIAsHL, F8 7|7 40514 G o= H] AA A
o7 Az} Zgof glojA] F=star QA grrkar

il

2008¢ 109 6¥Y Lilly AF= UA] 24 W& (temporary restraining order, ©]3}, TRO) 4134
4 7HA 2 AAHE AEstont. 7HE A2 1A 3070E 717F TRl 20089 114¥ 169 9
Al AFE EAE AR A4S W&o = star QQIch A Y-S HA 3070E-E Ae7Al Al
Q1 20099 39 9U7HA] dAFste] Lilly Akel A5 o= AR, TRO ¥ 7HA & 4132 o]
felcksto] 7] 248kt

4, Favjde Ad

e

“Teva A7} Lilly At Al &S AlEe 3 18709 =9 7I3Haet Al AdAR AR 9
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otz dol AAIE 1A 8AY Hojehis AHE Tejdt uf, b ARo] Fulo] QlojA Lilly AH=
Teva A7} O] =8 raloxifene A% AR @ 24 wjober F83t 7187 lgleh. "1 AHpE el
o gasterh, AgaAe] oleg Aol ol A 71Be FRE 545 ekl glov,

AP O] Wl glof wWulg @ f7h WA A shethn Bekshedtt B3 Teva AHs oFs)
2 FAA R B AR T7] AR AR U o] o] A2

f P2 AR ©]F Teva AH= 71 ¥

AE AES F77NAEA vkl 20081 89 1890] A Al Lilly Aol A1 F-stsiet
FAPAL olfst AATAL] W] GlolA] APAAE A4 AwA Feol 4 BErstct
B aato] Bt st gabae] il

1 st AeEee WA AasEE 547 el
Aol W 307199 717HS T El g 4 Tk Faw e v,

5. History Map

(1) Indiana YHEAHHY(2006—07-29)
H7712t

(2) A<313H24 9 U(CAFC)(2009-02-24)

Rick’s Mushroom Serv., Inc. v. United States, 521 F.3d 1338, 1342 (Fed. Cir. 2008)
Gile v, United Airlines, 95 F,3d 492, 495 (7th Cir, 1996)
Allergan, Inc. v. Alcon Labs., Inc., 324 F.3d 1322, 1337 n.5 (Fed. Cir. 2003)

Andrx Pharmaceuticals, Inc. v. Biovail Corporation, 276 F.3d 1368 (Fed. Cir, 2002)
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No. 27 Takeda Pharmaceutical v. Doll

AP AR

& al TAKEDA PHARMACEUTICAL CO., LTD. (311—3]8}4:2l)
il Harold C. Wegner, Foley & Lardner LLP. (Washington, DC)
John J. Doll, ACTING UNDER SECRETARY OF COMMERCE
FOR
T] al INTELLECTUAL PROPERTY and ACTING DIRECTOR, UNITED
STATES

o

PATENT AND TRADEMARK OFFICE (3] a1—84:21)

Sarang Vijay Damle, Attorney, Commercial Litigation Branch,
ol Civil Division, United States Department of Justice (Washington,

DC)

Faa AR S 2008-1131 ( ¥yt ) (A LA} 1 2009-04-10 )

B, B593

VACATED AND REMANDED

A A RADER

HAHAPAR S 06—CV—-1640 ( Al&YA} © 2006—09-22 )

the United States District Court for the District of Columbia (

LA 2]
i DC) (DCT)
U.S. Patent No, 4,098,888
A3
U.S. Patent No, 4,298,606
T 35 U.S.C. § 101
ZleRoF 4 AE  F
A olFEs / /
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Columbia AW 5= "
A2 HHs] skt FAHUS olFES Al ‘34 -Efﬁ]‘ﬂ HEE &5t XV%}HJQJ
=g "dhtﬂ olFE3s] ol Qs 22k Y& AH] feiA = dNES S
&2 7le2 24t 22 S9Y Ho oHA dAtolofof gt viglth Al 25 9
Aol thsto] Egeet F& A Ak, APdS obr|skal eEshit
Takeda Pharmaceutical Co., Ltd. (0|3}, Takeda) = E42] cephem 3}3E 9 1 A%
AL 19743 129 19Y %l—“&%oﬂﬁ Z93l%th, o]%, Takeda AH= 1974¢ 129 199 9=
oA EYsiden, 1975W 12¢ 19Y n|=oA g EU& 31T Takeda A= ool 1
Foll Algteh opHIIFS Esk= o old 34 T Al cephem 3E-E JHESHS
t}, Takeda Ab= €HO] A4E¢, FEAEEY 4 EFEYE 5519 cephem 3ES A+
e e B 5t n=ES 4,098,888% (o3, ‘888 A& £3]), £ty n|HES
4,298,606% (o]}, ‘606 A& 53]) 7} ol afdatct, FAarHS 888 AF E3&E 712=¢

S
flo
o
ofN
A
K-
to
r o)
)
9‘L
s
o
R
o[ﬂ
_\ﬂ
Nl
o
ol

Qo]

r
lo
r’l
o
2 o rr

1o bz o

=4

o2 G35t Takeda A= o]7]at 92 1995W 69 8Y oA A7|o] £¥L gt »E

SY9 EL7|7H2 1THS 2 A, &YYol ofd 5EFYE 7AFd o2 dlo] £47]7HS AIARIgE
=

1990¥ 1¥ 89 Takeda A= ‘888 A& E3] 9 ‘606 A& E3] oA H+5}L = cephem

=S Axsh= T B3 22 EUAE ASSHATE o= 19749 SAYREHE 16 0] &

= AlxlolH, 888 Al 53] SeAIHIA FE 149 oldo] H= Aot o % Alzwe] &
2t 53l= ml=53] 5,583,216 (o]3}, 216 £ 531)= 19964 124 109 W=l 0w, o]
Al dloTEl A= 53] ol /iAlE 34& Bt )itk

216 74 5ol & FaUA Y o]F 53] A Akt 19984 =5 H2 216 57
S3]ell thste] A3t AU A E Hstalnt. o=’k B= 216 34 53]7t Takeda At
o ¢ 53] 9 o2 A7Is diwlste] A4 o] $53] Al At Fagke We=

rr

Aol A Takeda A= 216 5317} cephem 3Fgh&Eol theh AEl4 Alx37dE AAlIsH
a1 QJthal 8438l Dr. Wuest 9 A&ES AZ5IYc shx|ql, AAES o]g)gh &S WolEo]
Al a1 216 ¥ E3]= 606 AlsF 539 "E5]F o2 L& E|X| b=t st A-sont
Takeda A= ole|gt AZAAA | disto] 53] 34 9 7HIAAL 4ol 9193](Board of Patent
Appeals and Interferences, ©|3} ¢gd))of] BEEAHILsIH o, ¢¥SE= Dr. Wuest & A&
= Wolzo|A] il AArRe] o]F 58 AdAAS A A5k

3. AAEAY W
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Takeda A= $1€3]9] 24 tiste] Columbia AR e o9& A|7|8kch, AW ol
A Takeda A= Dr, Duggan 2] X&9] JE2A AN2E /S ]%ﬂ‘ﬁ‘:}. Dr. Duggan +
n)|=ZE35| 6,552,1863% (0]8), Gerlach E3] — 20024 99 12¢ F7)) 9 w|=ZE3] 7,071,329
% (o3}, Monguzzi 53] — 20059 69 12 37H) oA 606 A& S5l Fstal A= &
9] cephem 3HgHEol thsh Ael5HS AAlstaL okl &8kt Dr. Duggan 7} &3l

b=

- (A |

2 T8 EELA o] Fof AEE YeelH, olHT AEE FHo] ol5 58 AEAHE W
& A=A7E A O] F e

2 7)40] o]F 53] EAlolA 514
= A 578 A o1l i 243} Aﬂiﬁ}cm A=stact A9
r. Duggan 7} &3t 20029 2 20059 371E 537|eS EWE sto] A% 589 &

E7hssithal weketar, o555 AMAAS FHAh kA, AW
Takeda AFS] SFAlHE A5 1-85taL, 216 58]0l tiato] AAAL SAE EaYsairt,

T
Zi

RIS
_lﬁ 4n _IZi =

407 o]lx53] A= 53R st 7wl diste] F /e 558 HAToEHN
2 53|39 &4V ﬂ%}s}% AL WA sk= A= HAE 2=t o553 &

¢ b gl rehkie, Ml ol A3 197 98 Aol e MR Seue
52 flsliA el dg> “/ﬂ'ﬁ"ﬂ

19 25 = Sk, {4l oJskx

type double patenting)” ZA], U3+

7 AAF o FUS WS skl §lof

=e2lolt,

Lo

8% WY 4 2A0R A olFEH A
|24} “z2g A O]%Ed(obvmusness—
o3 A g Wle) £ E: S2Es
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=
o} Ea AYE BRe Ha 7|22 U] WY o] de] ZHsof Tt AT

23} ‘216 34 Eag AzTAo| EB|HO
FEEE AAS T delel, 2AAS A 22N FUA 19909 19 8A7HA
M 71E< oltt. o]gt AR oA Takeda A= ‘888 Ed]o] 7AIEo] 3l
“Displacement Process” T+ “Unelected Method” & G933t} o3 4o tfst
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Gerlach 53], Monguzzi £3], Duggan | Zl&Algo| A 7|AI8EAL Q= B2

2 =
Hep P Aol A EH S sk e gAY kAl
& 5oto], AMdEA 9] ZA| 24 Displacement Process 2] A87Hs4d 3 A 5
& AT 4 rkaL Ak, AHAL o2dt FA 50l 216 53519 €L 19904 1Y
8 ool AAE A=A o5 AAslof et S dich. FaM A2 ARdE T8kl ghEs)

ct.

e

2

9. History Map

(1)Columbia A A (2006—-09-22)

(2) A3 A(CAFC)(2009-04-10)

Ethicon Endo—Surgery, Inc. v. U.S. Surgical Corp., 149 F.3d 1309, 1315 (Fed. Cir.
1998)

Anderson v, Liberty Lobby, Inc., 477 U.S, 242, 247—48 (1986)
Mazzari v. Rogan, 323 F.3d 1000, 1005 (Fed. Cir. 2003)
Perricone v. Medicis Pharm. Corp., 432 F.3d 1368, 1372 (Fed. Cir. 2005)
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No. 28 PSN lllinois LLC. v. Ivoclar Vivadent, Inc.

1A AR AR

A a PSN ILLINOIS, LLC, (¥a—g49l)
L] el Michael P, Mazza, LLC, of Glen Ellyn (Illinois)

IVOCLAR VIVADENT, INC. (¥]31—3]g4<])

MICRO DENTAL LABS, and NATIONAL DENTEX
boi 5 CORPORATION (3] 31—3] g4 Q1)

DENTSPLY INTERNATIONAL, INC, (3]i1—3]g4<l)
DEN-MAT CORPORATION (3] 23] &4 %)

T] 3ol 2] ]l Steven M. Bauer, Proskauer Rose LLP (Boston, Massachusetts)

T4 AR S 2007-1512 ( dyt) (HA LA} 1 2008-05-06 )

HEolE
g HAYE
AFFIRMED
a4l THAL MICHEL

HHAAHE 04-CV—7232 ( Al &YA}F 1 2004-11-9 )

the United States District Court for the Northern District of
Hlinois (IL ) ( DCT)

THES] U.S. Patent No. 4,579,530
e 35 U.S.C. § 271

Zl=EoF 2 Al AT, AdFH|ot
A w+5E / AFHAMA /

2. ArdulA

H AFALE PSN Illinois, LLC(¢]3}, PSN)7} Illinois A HH

i
1o
el
iih)
=2
odk
B
)
N

of



2009 H] =55

APe 2 A, Illinois &7 AWM AL PSN 9| S3|Hs) A5 71459t FaMd
2008.03.03LAF HFHE7| LS dol, AW Ho] “ready for mount” 2= A% 7|
§ PastA ATt eFe oy, A AY uieets ofAhE Y8l 277t
o 2 ARE A w349 “
S0l ek 53] sl Aot

PSN AR= D153 4,579,530% (013, 530 3ol FAcIoRA, o %—a% Aot =
Al vy o(porcelain veneer)E A|Z3H= A 0] °

o,
02
[H
)
[>
ofd
oX
)
B
S,
=
®
n
wn
J
—
IS}
(@)
@
wn
E’_’/
b
o 9
jg
N
olr
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Fage
1. A method of fabricating a custom—made porcelain veneer restoration for a tooth

without the use of a metal matrix comprising the steps of"
a, preparing an impression of said tooth;

b. forming from said impression a statue of said tooth out of an investment

material;

c. applying porcelain powder to the surface of said statue to build said veneer
restoration conforming to the shape of the bonding surface of said tooth;

d. firing the porcelain veneer restoration on said statue; and

e. eroding away said statue from said porcelain veneer restoration leaving said

restoration ready for mounting on said tooth,

BAIA A 530 55 AL XIOMI Az e B4t Allsds A
YZAML ‘statue’ & FAHTH=T, o Folf BARRE Hoto] mFS FYT
P 2o RZskA] Fow A Hl‘4°1(porce1a1n veneer) Yr9| AEE 27| o=t

Al g 5

l

22le] FeiE Hole EA™ 7-9-H(porcelain powder)e Z|oF LG/Jo|A HY & FAdo)

g o] &=, BlYoi7} Ao} mFsfo] Tt o]F P A gl dukg o] FAE
530 53519 Wy 8.oF FitolAs Aot mFo] AAE &, B 7px] A o] o] Ro|& AA]
StaL Qlek ols ®AE 7k, sHE AYRE Tk, vk, A, o R, AHME I BpAolot,

Yo AR Aol A sig AAGE AABEAL ATt

While still on the statue, the veneer casing may be subject to a finishing treatment
to improve the esthetics, such as bevel the incisal edge and feather the embrasures
and the marginal area as close as possible to the finished margin. Also a glaze may be
added, The support provided by the statue with the casing still mounted while such

treatment is conducted is a feature of this invention,

Ivoclar and Dentsply (©]3}, Ivocalr) = A7} B FA o AFEEE B2 A5t ¢
Az=A, sid 5ol et 71oel = f=ae] Aelo] EA= STt MicroDental and
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National Dentex(°]3}, Den—Mat)= H]U o] Ao} AT |7 A7 —Er F of FAlstH, i
T 5ol digk 2173 Aol FAIEJTE Den—Mat A= &3k wa FFA Aol HA A7
b Bofo| = &Fskal Qo I ARES wAIEH= 40l Ivoclar /\}91 IPS Empress
technique(¢]3}, ‘Empress process)e} 7| 5H o2 FA3 I Yo 523t}

AL H AL RS “RAE Ai(lost wax)' BACIIE Helett 530 559
BTk 1ol A ANSHE Hhet o), Amelx FAL Bake] Hofo] YxeHS RO zH
A, Qe oy 3 ot majo] YAFTh o, Shash B Xob myAe] 9]
xate, HlUolE Ushs maom Yast ek olF “a-gl(wax—up)” oleh Fth AxR
(spruc)7t ol 7] WA ea-qlafe] BT shbolare] ea-glo] AzlEue] ujx Hri,
oleist AYE i Rl B2 AYAA et

PSN b= 1479 7315 A& Illinois HFAH Y] 530 3518 At olf= &
£ A715t3ATE, PSN At tf &S] g5y} sheffste] &4 FHakstA AN Ivoclar and
Dentsply(°]8}, Ivocalr) 59| TiLeh= thgo] Al&E o], FaF A|7|sH] = e,

3. dA¥de #d

e

20059 79 Ivoclar Ab= g~ F4 (Empress Process)ol sk v 23[9 ofpAlabAdS Al
Hotgoer, 2006 129 AW YL H4g go] 3|4 ¢ Ivoclar A7} sl E31E sk

A grsreh o] SFATAS St B3], AW HAM) 2 558 (porcelain

F ”

powder)7} BEEHT & &g 23E o LxEH= A4S 7ML oy, Y The-
o= 7 A= oA HeErES] dAYE BHASHL the ola=2, "EAY 3k
(porcelain powder)” &olof thsto] “XAY w|YX}F(porcelain particles)S EZ§st= =7F A

8= St

E4, “statue” Golo] thste] "AF Hote] Ha 3ARE spNm, YTAMORRE R B
Aol A BAEL, BrEIFAS AF Aote] AR Fej o shskant, “statue” o
AT oJu)2 AFET Q= gol7k “UF Aok P (model)” ¢ AOE olsstsich. HEH O

2 “ready for mount” -g-of°] tisto] 7E 2A}o] Z|ope] ghA| A|abE il FotE = HY o] H
(veneer restoration) ¥4 2] Are| 2 |45} ct,

Z]Ho]'tﬂ%\% Ivoclar /\]—7}- OJ]TLE—]]_/_\_ = J(Empress Process)ol 7(—]?—6‘]— OHA—] LH_Q_oﬂ Uf]‘ﬂ 1= 0,1
Hog B FEHYoA Bl sel=s oA AS AlAT HEvF Jl=A] HESTE E3F PSN
AP xHb Qo] okAlmhA WEgo] YAES AHSIE o, ML o]2 7)zkstglc).

4. Favjde] A

o
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20099 1] ZE 3| HA

RS slA )

AGe) 132 ““eroding away said statue from said porcelain veneer restoration
leaving said restoration ready for mounting on said tooth.”2 FG-6lal Ut} AW
HFH 2R “ready for mount” &-ofo tiste] 7WE L] z|ote| U A& E| 2L HEHE]= H]
Yol u shgie] gl st

Fatlol A PSN Atz AHH 0] “ready for mount” 8015 &t sfj4lsto], 3o 23tE =
opite] A7l n5 A el E dlvkal AT FAH2 o] 3 PSNY| 42 frol5o] “ready
for mount” &7} H|Yo] Bt AxpukE 23tel= AL ofYet= 2ES WA BAlA =

“statue’ 7S4S & Fo YL ool FHL ANTL ek

While still on the statue, the veneer casing may be subject to a finishing treatment
to improve the esthetics, such as bevel the incisal edge and feather the embrasures
and the marginal areas as close as possible to the finished margin, Also a glaze may
be added. The support provided by the statue with the casing still mounted while such
treatment is conducted is a feature of this invention,

Aol 71 E AdolA] oju] zpA|gto] Atatol] AREE &ol9] 74 ’SE Adsk= A
ofyzh= Aol, ®AIA o 71 %= Eel AHEE= AA Tl 8ol AAL FoJE Ay
= S5kt

B )
e AR SAde] L FE Bt ol of o et A skt PSN
A= %7‘1]7]' 5]“ Az~ FA(Empress Process)olA] £ &2 AASE A
A2 thesh npe] gAolmR | Ax A FA(Empress Process)o A9 H] v
22 HAo]E “ready for mounting” I} HUstts 2L gt AL, A
Sk PSN ARo] =742 71 Qlrhw, Ao viso] ofA & A A5kt

001’

P 2 AP AREEA D AZe 2Esto] o5 E A8l 9t Ml 38 B
o 71A=E “ready for mounting” & 2lm| A shct A2l FAHYL ZAAFO] v o]
(veneer)7} #A& 02 “ready for mounting” ¥} FUsIA] Het=, EA7 He 342 o5
A8l M-S Aelstant. 247 Sl dZ8A 34 (Empress Process)®] H|Y o7} AL
(sprue)& AAZTH= A, HlYo7l 2F FEi7t =7] Aoll, 7PdAte] Fito] 343t drk= &

et st

S 1T o, A Y-S EA7) E= 0] “ready for mounting” 57l T
G2 o] & WolEo|X] ¢l S FAskGlh

o. History Map
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(1) Ilinois -+ A (2004—11-09)

Cybor Corp. v. FAS Techs., Inc., 138 F.3d 1448, 145456 (Fed. Cir. 1998) (en banc)
Phillips v. AWH Corp., 415 F.3d 1303, 1312—19 (Fed. Cir. 2005) (en banc)
Oatey Co. v. IPS Corp., 514 F.3d 1271, 1277 (Fed. Cir, 2008)
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No. 29 Acumed v. Stryker

A AR A
a4 ACUMED LLC. (¢a1—342l1)
deal Paul K. Vickrey, Niro, Scavone, Haller & Niro (Chicago,
Nlinois)
STRYKER CORPORATION, STRYKER SALES CORPORATION,
1] ol STRYKER ORTHOPAEDICS,
HOWMEDICA OSTEONICS CORPORATION (3] 11— 8}4:2])
o3 2lol Sharon A. Hwang, McAndrews, Held & Malloy, Ltd. (Chicago,

Nlinois)

Faq AR S 2007-1115 ( ¥¥h) (FHA LA} 0 2008-05-13 )

AR), Spu
REVERSED AND REMANDED

a4l A GAJARSA

AAAAH S 06—CV—0642 ( A|AAR} : 2006—03-03 )

the United States District Court for the District of Oregon ( OR

AAHA ) (DOT)
HHEF] U.S. Patent No., 5,472,444
AW -

g2 R AE  =EE& HA

RERE AR A /72 [~

o

Y12l Acumed LLC (0]3}, Acumed) & 1112l Stryker Corp. 2] (0]3}, Stryker) < Artf



A3 71420k T4 ZHA

2 3 AZlol A AMPEEe Acumed Ate) Stryker AFE A2 B WAle] B8 M3 442 ol
o AWELR Boto] T HFwA Jaia] HAHGLut /1B gl oste] viR Hoo}
ahcka BAsHE, 2 AAlA) AR Gabt Abolo] AH LA oA Aol A A71H glo]
oF T Ko A7) WA ool A1 g0 AR S S offold, el

o Aol 71w WAl glold 9RE WekAnty BE vt i VAL w|sky B
shlet,

20048 49 Acumed A= ARARS] M5 5,472,444% (0|3}, 444 53))5 Heirh= ol
= Stryker AFE A2 A3 EAI7F & A& A7I8HATE (“Acumed 1) 444 53]+ 34 11
8 BAE B3t Ao RA, AASHA = ol 7w ZHE 11 (intermedullary nail for fixing
fractures of the proximal humeral cortex)ol] T3dt Aot} 3|t adolA Acumed A=

Stryker AF2] T2 Proximal Humeral Nail (|3}, T2 PHN) A& EAAGFoH | o] o7
AL AF7sh=1 A= Aol

g aa0] ZAMNAI A A Acumed A= “T2 long” ©o|2H= T2 PHN A|&2] Zo]7} 71 H

A& USRS M A, £, Acumed AR T2 Long AF Sl AXEH, A7

T B 2 7e ARE 9453519t Acumed 1 243 59 Stryker A= T2 Long A&

YAFSEA] oF = A 9ith Acumed AF= T2 Long A2 sl T ste] Acumed I /\5\——4 a
_% Ex—] o]—Z] 01-01—1;1r

o)

S

3. ANMAY T

e

20059 59 Stryker A= Hl=rollA T2 long AlFol 3k FUS A8 Acumed A=
20054 7o AloF sl AlE] el HUS =71 AEeEATt. Skryker AH= T2 PHN A|&9] 3
s YREOCZA T2 long AlES HESHA] EUth= olF2, Acumed AFY] 845 AE
3tk Acumed A= T2 long ¥ s A= A= 4 H1L“H A HlolEE a4st= H+HE of
Aok H ol oA, Stryker A= Al AE 2 B A dlolE & AlFstoith

Acumed A= A& GARE, T2 long A2 A 02 T2 PHN A& A3 AolH, ‘444
EOJ—J sl 7Hsd2 A7Iskch M2 T2 long AFCo&29 &4 BAM 42 A7 W&
< SAI8H T Acumed A= A7 G710l FLskAaL, &F A= T2 PHN Aol 3t Aevks

g7 2 rofsioint, v Y 444 557t HaEglon, 58] 1ozt skt 3
AL stgom, 2006 4Y 20 AL gt W&o wAL 1t —Eﬂ'ﬁ\_‘ﬁ Y-S Acumed
LLC v. Stryker Corp., 483 F.3d 800 (Fed. Cir. 2007) 2] #HAZA x|LHLo #24g &

shiet,

2006 5¢ 3¢ Acumed /\}—E 2 g2 #Eg &8 A7Isteien, (Acumed IT) T2
long A& 444 53] Mg FAstAc AU Acumed AHS] T2 long A&l tigt 3
S AT Acumed 1 4ol @Al ol ola) AL Bekslo] Acumed A1S] BTE
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2009 u=-

Z+slskglon | Acumed A= 24 7]5Hg T

4, G dd

e

719 A ol Hagol Ao Bet Behe ST AU 2AF FU
A 29] 242 WATCH: URolth, /1Y A% ofRo] ke Faye ¥
2

H7elo] TAT A, (3) ol Abe Hotol Tt HERAY A0 aA

ok maskelnh, FANUS A

AR AEL vlwshA] eSS A

E
X o o
o
>
o
<
=
@D
[oN
[
ofy
2
Rl
Sl
)
ﬂ (|
i)
[mi)
—_>rl-g
e
_t‘_l‘
re
B
o
2
>,
1o

Y
b
b

2

x
I
[*]

UL P A g Batel o oro] BAA A7)E %
ot Jlmeo] A%E 4 gk WS Bl shgch Aalrk BAYL B AR
o= FUsA grid, AW AUBAZTE WA S5 Ash 7ok wsA ghckn W
o, E3, Stryker A H317F £AE T2 long A%} T2 PHN Ao 42202 FAsH ¢
A

o]

= =
o BASHE A AFT 4 Yrks A duatcin WEth FAMUS 4719 olf
= S

g

5. History Map

(1)Oregon A% (2006—03-03)

Faust v. United States, 101 F.3d 675, 677 (Fed. Cir. 1996)
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E&J Gallo Winery v. Gallo Cattle Co., 967 F.2d 1280, 1287 (9th Cir. 1992)
Media Tech. Licensing, LLC v. Upper Deck Co., 334 F.3d 1366, 1369 (Fed. Cir, 2003)
Hallco Mfg. Co. v. Foster, 256 F.3d 1290, 1294 (Fed. Cir. 2001)

Del Mar Avionics, Inc., v. Quinton Instrument Co., 836 F.2d 1320, 1324 (Fed. Cir.
1987)
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No. 30 Innovation Technologies v. Splash! Medical Devices

1A A AR

Sl il INNOVATION TECHNOLOGIES, INC, (ga1—340l)
delol Neil C Jones, Nelso.n Mullins Riley & Scarborough, LLP
(Greenville, South Carolina)
i al SPLASH MEDICAL DEVICES, LLC, (3)a1—1]3}4x2l)
. Marvin A. Glazer, Cahill, von Hellens & Glazer, P.L.C.
T a2 . .
(Phoenix, Arizona)
A APHE 2007-1424 ( L) (HALA} : 2008—06-16 )
ARut7|, s
Fay BN
REVERSED AND REMANDED
Pl WA FRIEDMAN

YAAARS 06—CV—0647 ( AAAA} : 2006—03-20 )

the United States District Court for the Northern District of
Georgia (GA ) (DCT)

AT 55 U.S. Patent No. 5,830,197

el 35 U.S.C. § 285

g2t R AE =TI

e R oA ejHAard [/

2 AHAe B8] et #HAsE o9l A (Exceptional Case)el 3fgstctil kst
XIHJ%*%JOH getof thste] AR 7]gE Abdoltt, 334l Ql SPLASH MEDICAL
|3}, Splash)7} HEAL Au]-8-of tfsto] wjAlel= 7l o2 HAs3 Tt

Aol e ol e)a ARdelete ARe AAD ek ARt AMd T o] Ko



A gtk AU, FAMAS WEA YU WY BES Slsa, Fo1H A g
A% 918) AL AYHAO R Tkt

4~21¢] Innovation Technologies, Inc. (©|3}, Innovation)2 Splash AFS AFA}F H5-9] 1]
58 5,830,1975 (ola}, 197 SN AUTH: o] %2 Lasct, T So A 29
of £E-& Fgok= W I3 Aot} B AFofA] F A= oheFst A4 FH, Gt 5

u

ANA, SHATH A TR Awe] AFo] UAT, AYHAL Markman hearing %
AT A AAE WA skt

2% A7l 194 =3 Innovation A= 2 AE3F WA H Splash AFQ] Ax]of tste] 197 &
5] % 2 oldstlom, AR o] dto] LAt Eol<]

e BAAA G712 sk Aok A

Splash AF= 35 U.S.C. § 2850] 97 WHZAF AYu]8S A4l on, AHH AL Splash
AFe] Ao tishe] $140,23200 ol Foo] S AL AYu]E viAHE S YR

AMPE ] TG A B AL cheat et

This case qualifies as an “exceptional” case under 35 U.S.C. § 285 justifying an
award of attorney’s fees to Splash as the prevailing party. Splash has shown by clear
and convincing evidence that Innovation knew or, on reasonable investigation, should
have known, that its claims of infringement were baseless. It appears to me that the

lawsuit was filed solely for the purpose of harassing a small competitor,

Section 285% 918 APAS] A9, WAL s Aol thake] gl el Wslel A WAl
Kolulgol T WA AS & 4 oltkm A Atk ofo] WY B4 Aol ool Al
afjdol ol tiste] AAaof gtk o] Het A MTAF AuE wid BEaE & 4 Ut o3t
s gheAQl Awa Aake] WsilelA ol 5ol Aok gt

2 Abzlo] ool#] ARzo] sigacha wheket o] o] Aol A Wee theal o] X Hshairt,

“Splash has shown by clear and convincing evidence that Innovation knew or, on

reasonable investigation, should have known, that its claims of infringement were

baseless.”
SHAIRE, Y-S o] gt wte] theh 7|2 ARA TA o thgt ojw gl s SFA] QST

o214 Aol sisiths el sl A AT WA S HE e o]2A |
£ 32 Tl sk el Hel A7t glojof gt

165



20094 u|=E 3]

WEAL Al g iamEe] thet Aol glol, o FARE theel BAEE Al7lshect,
1. Innovation AH= ¥ ARAS] Bk 24AF AEH FHA A 24 GRS AYSAEA?
Ak of @ AR WAE LY

2. Innovation A7} B A% #|7|3F &ha] &9l 1A= FSlol7)?

ok st A7 B %IZ}UPOE Oﬂﬂﬁ A gt TS S 42 glon, ofofl= ”éi’fﬂi;
= 577} Slojof gt
3. Innovation A7} A|7|8F Aad-S BAASE A4 ajgsl=7}? o]#et P97t AL EE E
= FoJ3t Adof slFst=rt?
4, F A= AAsHA A oujof thato] thE=TF?
olfgh S aldoll SlolA Hdoe] FEeH AMdEA Y] T 4 ofn] s 9gt gl A
2g YA 7 EAE

5. Innovation A7} o] d§gk FA|AEF 9 ALE 9] g A
o] A HHH YL A5t A =717

pacs

—lN'

A 2 Fok a591e] A@A) st

A Y o] gh AFtEol tiste] ojwgh A A Q] §A| & shA] gttt a2
Aol 2|7} Gloictd AP EAE A ] wehe] Hd o thste] HES 4= gltk
Fct oAlQ)H Abdo sfgeith= AR Y Aee] 7)o digh ojuHeh Aee AT 4= ¢l
Elgsi= g

A ofugt TAE AASHA] F2A, ©d] oA|L]A Abzlef sttt 22
1o, Innovation A= A&l EAE £ A1ee wryo] A7 ¢l
22| 2 HF3]7] A adolr, Ala AAIZF FA st AME S
a1 speheiTt

ki o r:é

)
>
né%‘ e

(i
e rlo ) il
e it
> 2]
- 0
N oz
ol
L
D)
ot
ofr
o
pats
o
=
el
L
ol
S
=
2

Ko

o. History Map
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A3 714 Eobd T4l A

(1) Georgia EEA*H A (2006—03—20)
exceptional case ¥4, Au]-& vj4l o4
(2) AY<=3FAHY(CAFC) (2008—06-16)

AR U B

Forest Labs., Inc. v. Abbott Labs., 339 F.3d 1324, 1329 (Fed. Cir. 2003)
Reactive Metals & Alloys Corp. v. ESM, Inc., 769 F.2d 1578, 1582 (Fed. Cir. 1985)
Stephens v. Tech Int’l, Inc., 393 F.3d 1269, 1276 (Fed. Cir. 2004)

Nazomi Commc'ns, Inc. v. Arm Holdings, PLC, 403 F.3d 1364, 1371 (Fed. Cir. 2005)

Consol, Aluminum Corp., v. Foseco Int'l Ltd., 910 F.2d 804, 814 (Fed. Cir. 1990)
Bayer AG v. Biovail Corp., 279 F.3d 1340, 1349
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3]

No. 31 Jang v. Boston Scientific Corp.

AP AR

g} a0l

G. DAVID JANG, M.D, (Y11—3842l)

& a
Thomas C. Mundell, Mundell, Odlum & Haws, LLP (Westlake
Aot Ql
Village, California)
. BOSTON SCIENTIFIC CORPORATION
o/
SCIMED LIFE SYSTEMS, INC, (¥]a1—1]3}4¢l)
] gl el Matthew M. Wolf, Howrey LLP (Washington, DC)
ShAaAl AFAME 2007-1385 ((€Et) (WA YA} 1 2008-07-15)
ARulr|, a4
Fay BaAdS
REVERSED AND REMANDED
A AL DYK

AAAARS 05—CV—-0426 (

A YA} 1 2005-05-19 )

the United States District Court for the Central District of

o] A1 2]
EEEE California ( CA ) ( DCT )

U.S. Patent No. 5,922,021

HAEF]
U.S. Patent No, 5,954,743
T 35 U.S.C. § 254
ZlERol E AFE FWHIE, FHE 29
LARA TN/ /
2. AF71H}7

3191 G, David Jang, M.D. (]38}, Jang)”} 3] 1L Boston Scientific Corporation
i = ‘o

E A Har
(0]3}, Boston Scientific) ¥ Scimed Life Systems Incorporated (©]3}, Scimed)ES Atz
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Aok 2JHto] o] f-&2 A& A|7|g Abdolt, mal= Aleke| AT A ES AA Ao, o]t A
Hof st HE)= nFES] 5,922,021 (0]8), ‘021 E3]) W 5,954,743 (0|5}, 743 E3])9
gk Boston Scientific W Scimed AFe] sfiFo] el Wt Aolt), sid wAlEH S3=
Jangol| A4 T|alof A& o] E Aot}

AR -2 A9 s Ao ek HES e, oF GAR=E el Aol et
g A o] FaqlofA] Hrolzo] XthH sl of Fof tiste] tlol thRR]| b= A o= Folstdint,

Jang 2 ‘021 £3] 4 743 53]9] Wrgztoln i Edl= T AHIE
zo) Tk Ao g, A4 H3E A =617] 913 FHE Bk vj4] Fejo|ct, sig
AdEo] wa|AY ofstE dH-S FAFEHE AWt Ao 53] A
EH g 2 A S o2 EA O Fo] FAHES dt= AS YL R it}

20029 = AoFS E35}e], Jang & ‘021 £35] W ‘743 E3]E Boston Scientific ¥ Scimed
Atel] o] st

7} 2 A] Boston Scientific ¥ Scimed Al= AFHE2o 2 $50 Wut, AAAFFOE A}3H
$110 WUH(AZa = A] b= 2 $10 Wub)of dHe]3t9ith Boston Scientific ¥ Scimed Al=
Ao AASE PEo] AHES AFEstelT 9lolon. o]5L (021 E5] W 073 Edlet &
atchrt Azbakal qlgich, olo] 7] $50 WivhhE A&t on, vlESke] tirtE A $10 9
gk 9k& A&l

3. AN A Bt

i

20059 59 19¢¥ Jang HIES AR A& A7|st9 o, Tis
%%ngtﬂﬂé%“WEZW“W%%%ﬂﬁ“%%ﬁQ.%E
Scimed A}2] 4712 AHIE ®dlo]| ‘021 E3 9 ‘74 =
gk whejo] 27} ujar Aelo] gleks Aot

2 o]of WIAE A7|s}
Boston Scientific ¥
o, o= 100 ¥

A oo gk Bofof W3t A4S RO, o]= “expansion column,” “connecting
strut column,”“connecting strut,” “expansion strut,” “expansion strut pair,”
“proximal,” “distal,” and “radius of curvature.”of 3t Z o3t o] o FARE LET)
waste] gojof Eoizkth A ALY A sfAlof 2AE of Jang = 41’%94 Aol i
5515 Heffsiditts A& dSotA okt A2 dA-se. &elY W82 &5te] Jang
o] FaqlS Foto] HH S| iAo Histe] ZAE 4 S WAIR R -.-,—Eo} t},

PR 2 ARl digt sid-& 2edshe JARARE SoJafatell 2738k

Ay
o°1'
mlo

20064¢ 99 18 A

olI

=} hm s
Ak $jutof 3t eFATAL SFATE F FARRIZ O o]F o] A Fojo] Y82 Ao At
9 sl o] oJAA] Boston Scientific Y Scimed AFe] Y-S FAst=Aof tjsto] dgstar
AR korom 2ol shdo] HajAlE AHHY ATl HAof diste] AEstal =



20094 1| ZE 3]

PP A7t 742 Fotol 54 ATUN A HeL FHuckn sfol, ofzle] As
o #.2 AYH o] olglom, Eat olefd A slol AsHES] Ws) ol AR
A oheta ABW olefat AMEA B A L GG Aol ot BYRFo
2 Qldte] AL APEY WAL wplskn Bt

FAYAL B A B AgaAe) Go) BAL AEF A F A YRGS A 25k
o

AA|, AU 55| sliAlof Bt o] wA W-go] ok offollA el # A
Holl ARysheAl olng AHE 47b glehe Aolth ol Sol, o WAAE B o1 o)
4% “expansion column”] OHﬂoﬂ tisto] oAt 25 Z=AE B99] Y. &, 7
Zo|| A oF GAA = “expansion column”@] Ao Tale], o] o7} ‘tubular’ Q1A ‘vertical
QA o F= sl o FE AdAst=t FaT Aol ofyetal 5953t

A YL “expansion column’Z X3S ThE 80]9] Flao] Qo] m, o83t afj4o] A3
o15g Akl slo] SR A AFIA ohio] tiste] A4 4 glohm Beslsict

Ex, AW Y o] ko] WA o] oF YA} A=t L9 Ao W3 AR A
of thgt A= AsotA]l kil x| Askelt, 53] Aol © FH ] sf4lo] szt ZAIE Al
Al FA7F ==A ol gk o w et FE AlgshA] gh=th= Aot

FauAe FTE A D olet TS BAQ) chEol glolAl ABE AHUTA o] v
ek, Aol B Aol Z123tol ulW Y Fel WAL WA, ol
S Al O i 212 YA g B9, BLURE dusen N3 )
990 GUBA AoR e S 224+ Ae AU Aol B LAY Sl
e, W] 150t 5 A el A
W7k BAE Aol AEAL ofwat Fue) sAo] TAste] Hsl ol Fol et AL
PeAe] et 239 AYE s gx ghrka AAske, oledt AL Ak 78S §F
of 2 7M5a A% ohul, B9 AR Fotolw WastA ohrh Ao wl Avle] Hust
B3] uho] B sl Be AHL olssI7t ofdeks Holth
o3t Aol M FUAL AWUY BAY BYRAL olf2 T WA wshok T

H
uHE

o

o. History Map
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(1) California A4 <] (2005—-05—19)
Aelg

(2) A3 FAHY(CAFC) (2008-07-14)

AR57] 9 B

6. L&A

Oatey Co. v. IPS Corp., 514 F.3d 1271, 1276 (Fed. Cir. 2008)

Ventana Med. Sys., Inc. v. Biogenex Labs., Inc., 473 F.3d 1173, 1177 (Fed. Cir.
2006)

Generation II Orthotics Inc, v. Med, Tech. Inc., 263 F.3d 1356, 1363 (Fed. Cir. 2001)

Interactive Gift Express, Inc. v. Compuserve Inc., 256 F.3d 1323, 1330 (Fed. Cir,
2001)

17
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No. 32 Proveris Scientific Corp. v. Innovasystems Inc.

AP AR

Sl a PROVERIS SCIENTIFIC CORPORATION (11—1]8}4:21)
Qe ol Susan H, Farina, Proveris Scientific Corporation(Marlborough,
Massachusetts)
I a INNOVASYSTEMS, INC, (3]11—38421)
970l Stephen P. Pazan, Spector Gadon & Rosen, P.C. (Moorestown,
New Jersey)
A AHE 2007-1428 ( Ldut) ( HA LA} 2008—08-05 )
SERE
P4 BARE
AFFIRMED
Pl TAL SCHALL
HAAAARZ 05-CV—-12424 ( A2Q=} : 2005-12—02 )
2149l the United States District Court for the District of
Massachusetts ( MA ) ( DCT )
HHES] U.S. Patent No. 6,785,400
R 35 U.S.C. § 254

g2 R AE =TI, A L= o] AA

A EsdagA sk (safe harbor provision) / /

2. AaEl 7

H AFAL #3192l Innovasystems, Inc. (]38}, Innova)’} €312l Proveris Scientific
Corporation (¢|3}, Proveris)?] £38]& alo}3th= Massachusetts A/ 2] 2F T2
tfste] = a7t FAA|7E Abdelth, AR E35]= u]=E3] 6,785,400% (©]8}, ‘400 E3])&EA,
ek 3-10% 9 1383 weste] a7t Wastich= Aol

172



A3Y 7\t

Innova A= the Drug Price Competition and Patent Term Restoration Act of
1984(Hatch—Waxman Act)2 5314 ‘400 53]9] | &g WS FActa F33H3ct,
E3F, Innova AF= JMOL A#(judgment as a matter of law)ol] UojA AHHYLE o5
AAE v}, 400 E3]9] A 3-10% 2 1339 Ao of Frof et A 9 5 Ao R
d AEo] gt Innova®l &Rl lojA] Proveris AR 342 ehe] QlojA AtH wehs
Ath= Aol

FAHYE Innova A= Hatch—Waxman Act safe harbor provision®]| &3jA F&E H
S AAeF o AL JMOL B4 L7E WA efta sl

‘400 E3]= B7F B HZ B FY7(inhaler)9F 22 thggt oFF AY Ao gtz e
2 Y= o o2 BRI A EHE 2= AlAE W Ao I3 Ao}, oJokE AY A
28l(DDS, drug delivery system)ol|A] 5 549 4L k& A A& BAG3l=d 9lo]
okl el EAS ST RN ARGET B EAL v AF9=e] 1+ 2l 2ol
AME Fa%h 9 gt} i A mEH FU7|o 7123 oFE A A E AREshe] 7]
< WEsfof ghtt, SRR, 400 539 A|AE 9 AR = XA =A== FDA 5Q #F52 otyth

400 Edl= 13709 Ao s AR =Y, AT 13 9 3382 5o, A4E 1,23

2 1382 A|A" Argholn, ek 31232 AR A Etoltt, A} 132 vhaat Ao
A spray data acquisition system comprising:
a housing for supporting a pumping device whereby the pumping device is

responsive to an applied force to generate an aerosol spray plume through an exit
port thereon along a spray axis;

a spray pump actuator, wherein the spray pump actuator is capable of controlling a

pumping force and a duration of the aerosol spray plume of the pumping device;

an illumination device for illuminating the aerosol spray plume along at least one

geometric plane that intersects the aerosol spray plume; and,

an imaging device for acquiring data representative of a first interaction between
the illumination and the aerosol spray plume along the at least one geometric plane,

Innova A= 38t BEX BA7](Optical Spray Analyzer, ©]8F OSA)Z A2 AXE A=
sttt OSA= AA| 24 = FDA 54l 52 ofyX|qt, FDA 14 &5 Hall 2= A+
|=lo] Xt} OSAE= Fof Foju= oFF A Ao A AMRE= ool 2F E5F gt &
214 EAS S4ot=t AH-E

3. Aol B

e
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2009 u=-

20059 129¥9 Proveris A= Massachusetts A|HA o] ‘400 E5]2] 1-108 2 1382 A3
Hth= ol f2 &S A=3FA T Innova A= B o] =S 2 A4 safe harbor provision of
the Hatch—Waxman Act2 4519 th, safe harbor provision < 35 U.S.C. § 271(e)(1) ol
A FASE o, WeL bt 2t

It shall not be an act of infringement to make, use, offer to sell, or sell within the
United States or import into the United States a patented invention . . . solely for
uses reasonably related to the development and submission of information under a
Federal law which regulates the manufacture, use, or sale of drugs or veterinary

biological products.

i gl 2JsiA Innova AR AlE2 WA Eofof gtk Aot o]= OSA A7) A+
7N 9 FDA 29 HHO| Al&s ARt Al 32k SJsiA ARG-= AL ltke Z71oluh, AR
Y2 3T 35 U.S.C. § 271(e)(1) 7149 A& oo MBS Tt A=A, & AR 45,
OSA A= "400 5319 s Yo =ife Wad 4 glepal Wk A4S Proveris AF
o] JMOL A& ol 400 5319 B+ 3-10% % B 133 it HelE 543t
o A Y SIRERA 400 5517F A E vkl dsk o, ofof digt w4 E Y= 8t

FaiolA Innova A= 35 U.S.C. § 271(e)(1) 74 #-&oif-o] ddt 2 Es8|3s) ko] ol

e

o1H 95 WIITHY 2kt
35 U.S.C. § 271(e)() 749 A ol W shae] BA vl FouUS WEY
A o

2E A9t JAHYL Hatch—Waxman Act & AL Hx|9} o]& E3l 35
§ 271(e)(1) AL AESIAL. 35 U.S.C. § 271(e)(1) FAHL E3|d & |
Aol A WA= AL ZA], o] FDA AFA 591 QAo R FE dhelste= Algho] S]]

S 42 Foto] 55do] fRsHA &5k 7itole FAAUAEC] HEAAY 5 BES
AP 7 U&= 5ko], 55 Thag SA| Ao AU 4= Jles o=t L HAE d=th
HEoh A 55 Foj UEe o83 AlFom Al Ayt st AAAATE AEH 4
goll olgt A 9 A m Al #Este] 5515 ARshEl ol AlEe Alx, AR R i
T =T sk FAolgks Aol oo wEste], FAH A2 HE 9 “patented invention”
3 “reasonably related” =1 9] sj4]o] & ARt A Fa3lThar Bi Tt

sk

241004 Innova AH= 85 U.S.C. § 271(0)(1) 74-S H9le Bae A4 4o 3
Hujojof ghtha Fgstet BWs| FAHA gk g & 2o

il'.
i)
r
Mo
_o‘L
fr
o
sy
2
o
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A3 71420k T4 ZHA

49 X“E”ﬂ”ol 2 # ATFaL nZJJOP‘RiE} ofof “41%3@4 Proveris A= 754“]

Terelolch FANLS OSA AA7E UHHoR FDA +o o4t

oJ2F AlFe 5 IAHAMT AMSEE AT HE a5 J&‘%@P‘ﬁ 0‘1] ], Innova
Ae SsldAtet AR flete] AlRdE AlEskal, FDA %"J AAE Xﬂgé <= A
7} obdS B3] s}ttt Hatch—Waxman Act 9 A|=2 %], 35 U.S.C. § 271(e)(1) HA.
Innova AF2] OSA Aol EAL 11&slo] FAHUL i xﬂﬁq ‘500 3] M= A
ct.

5. History Map
(1) Massachusetts A|HHY (2005-12-02)

(2) A313FAHU(CAFC) (2008—08—05)
A

Romero v, United States, 38 F.3d 1204, 1207 (Fed. Cir. 1994)

Roche Prods., Inc. v. Bolar Pharms. Co., 733 F.2d 858 (Fed. Cir. 1984)
Telectronics Pacing Systems v, Ventritex, Inc., 982 F.2d 1520 (Fed. Cir. 1992)
AbTox, Inc. v. Exitron Corp., 122 F.3d 1019 (Fed. Cir, 1997)

Integra Lifesciences I, Ltd. v. Merck KGaA, 496 F.3d 1334, 1348 (Fed. Cir. 2007)
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2. AHduA

No. 33 Voda v. Cordis Corp.

JAN K, VODA, M.D, (¥a1—Hojjg<l)

Mitchell G. Stockwell, Kilpatrick Stockton LLP (Atlanta,

Georgia)

CORDIS CORPORATION (& 21—3gF4x21)

John M. DiMatteo, Willkie Farr & Gallagher LLP (New York)

2007-1297 ( 4wh)

—

Az} 1 2008—08—-18 )

1nolg, ARab], B

AFFIRMED—-IN-PART, REVERSED—-IN—-PART, VACATED—-IN—

PART, AND REMANDED

GAJARSA

03—-CV—-1512 ( Al &L=} —)

the United States District Court for the Western District of

Oklahoma ( OK ) ( DCT )

U.S. Patent No, 5,445,625
U.S. Patent No, 6,083,213
U.S. Patent No. 6,475,195

35 U.S.C. § 254

=71, 4 7He e

tee / BTaAsA /A

Dr. Jan K. Voda, M.D. (¢]3}, Voda)= Cordis Corporation (|3}, Cordis)E A= uj
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R34 7)< Hopd el 428

=53] 5,445,625% (°]s}, ‘625 53), mI553] 6,083,213% (o]st, 213 53]) % w|H5F
6,475,195 (°]a}, 195 53))F M= o|f+-= Oklahoma AFAH Y 45 A|7]5H
th. 53], Voda = Cordis AF9] XB 7FEIE 7} 625 53519 A4 17, 213 5319 A+% 1%
WA 5%, ‘195 53519 H+a 13 WA 692 s et =45ttt

AdW 7to]= 71 E (cardiac guide catheter):= 1960\ ] o]& 2 A% Z3to] Zch
A zofl AHEE A, AEH 7holE JHEE = theet 2719k ez mle] JE 2 Fox
(preformed tip)< ZH= 43 §F2 SetAE FEE deity, A48 7holE e EHe= 92
2 317] $istol ThelEl R sfolols sk, ol FeE: dANoR AeHel 44
s oz gFsfizict, 7HeEE = W (artic arch) A+ st ® (descending aorta)oll =
oA =w, go] s Mol L (ostium, AHE)ol =2 Wi7hA] sk disuS wheh Wievt
Al fet, o]F ofolojrt AAF o2 HE nlY Zholx] FEtE Foith, "ol RS I
Fomn o|=aE PAEUe PR (ostium, AE)ol §AsHA Bt e} o & ppe
AAE AA 7] f1ste] s o] vt ¥ Zip JE5HA dek, A Aol A= ©]& “contact
portion” = AF35}al Qi)

Cordis A} XB 7H[E 9] Y] HZH-2 Voda o] E317F 370=7] o) Alz= o] dufj= it o
7ol = oln] ‘625 £35]9] “A|2 A A+ (second straight portion)” t4do] EgHE] o] Qi 31X
gk, Voda 9] E3]7} W =7] Hof Cordis A= A2 2] A (second straight portion)& =4l
H(curved portion)= thA|sto] AlE-& AASHATE sl o] F wehe] glojA Cordis A= XB
7 o QA" S5 213 53519 FA3} 13 WA 399 “along a line"3Hd& F=5t
=2 of B} H529] Hg o7 ‘625 3], 213 E3] W ‘195 E3]9] A AE (the straight and
substantially straight) 3t SZ5l=%] o] Fo|t},

3. Audee) Be

A AL A HES F5ko] Cordis AF Yo r 45a wEH S5E sfistalttal
sRelstglon, of&e] 213 5319 F43 13 WA 332 Faetal gRlskelrt, w4l Voda
+ XB 7t E et Esto] AA wiER ] 7.5%0) Eol= EEHE A Hgo]
BAsIATH e 913 E35)9) H1a 18} Ul#] 38+ Fao| SPstoz, Cordis AFY) 7}
HE = A" 555 AslishA] &tttk Cordis AHS] JMOL 414 & 712tskith, w3k A<
& Voda %¢] 37He &6 9 MIAL Agu]go] B3 AL Qgstach shAn, Juja Al
4L 712skd T

4, oo wet
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20094 1| ZE 3]

Ao A Cordis A= AHHAY 213 £3589 13 WA 389 term “along a line™&¢] 3
A3k d-ske] oE 1S A7lsknt. ®=3F AR el JMOL 4178l tigh 717 AAof| &4A)7]
Skt ZFA 2R Cordis ARz & ARIOIA J1o4of digh A o) e 277t e A
oz A T FAHY Seagate AHAS 1 wff o= uby|Eofof shrhal FAELATH

Voda &2 ROg4E ot o+ v A 712t A2 Ay Ao J8oleta
FASI o, 213 E35]9] L) 43) 9 53}9] “substantially straight leg”™2 3f| —4,6“31] Qo]
A AP @ /5 Heldohal ek dth S 213 539 At 13 WA 3% 5
Foll= o] glow, Hefojiel waEgh A ] Wa-E A8skitt. 625 E3]9] A 1
o 195 5519 AA| At Rk v} HAS 85T, 213 589 Fe 4% %
53t ARt Mo WAL o] & ikt A wid AR 717 IESHGIH riA|vte R W

gt A2 whr)sh, o) AR =71 s skl AW

L. JMOL = 7]7te] 44

JMOL(judgment as a matter of law) A== 4 Ao FAREY oA Al&o] &
23] o] Rojx| 1, Whallo] g AHe] hste] WAE SAC st MBAOR S8 ED
o148 7Hx] | EHITka W elo] MR 7ol WA wolSel At

2.°213 £35]9] A 9lal 4

Cordis A= AW o] 213 53519 F+13 18 WAl 379] “along a line"& si4st=d 3L
oA oRE Weldrt 2As AT, AL i foi8 et Pol sfHsn,

Contacting the aorta inner wall with a portion of the tube body such that when the

end of the catheter lodges within the opening in the coronary artery, an about 1.5
cm or greater length of the tube body bears upon the wall of the aorta opposite the

opening,
olg|gk sfjAef tiste], Cordis A= “along a line” 9] @A of= 7HeE] ] AR} 5o
HHT YEal= 7fde] 23hE = glokal A8t Cordis A= 213 539 ol &

#H3s}lo] “along a line™ 9] A3 g4 A3t
CHFHY =284 )
A 18 WA 382 “along a line"80]+= AAZA B HA 3=
HS E310] 71gE o] HE2RE 7AA] AAAEE 923},
CEAIA D

3 5319 BAIAE F 19 WA 332 el FHEE O] HERe g A] HAHE

1
%ﬂﬂ%ﬂ gkt Hgstar QA et

(Edold el ¥4 )

pas
©
°
e
%
o
oz

178



dolgo A 213 E3]= v|=1E3] 5,163,921%, v[=53] 5,299,574%, u|=x53
4, 822 345@01] A8 O ATISAS ZES7] sle] HLHE BASIATE FAHYL A
Aahe) A glat WA 2 AN AES Balol, olFo] e e WERel] wri
syejsalste] Agkzolo] Tk A0S st ol gt A7 13 A 33 Aelws)
W52 geshA ffrtal 22yt

o.>; o ol

4. A& A Mol F

& FARR= Cordis AFe] 24171 € XB 7HEE 7} 625 5319] 1% 1312] “second straight
portion” 34, 213 £3589 A3k 48 L 53}9] “first substantially straight leg” 3+4, ‘195
E35]9] = A3} (the substantially straight claims) WjB|3}0] #52& #8310 A&
A8t 5 9LeA] =S, Cordis A= Ad RS Slatol thee] F 711 BAE AAIeY
=

(&Y FHkd )

Cordis A= 213 £3]9 substantially straight claims¥ T sIe] P04 9] A
(‘amendment—based estoppel’) 2 Qlﬁxﬂéi’—}%‘ (‘argument—based estoppel)ol A 2] &1k
o] B 7H53hS FASIAL, SUHA A 213 53] H1 43S BASIY =Y, BA
Apre ore T 2,

wherein the catheter profiled portion comprises, in order from the shaft portion to

the tip portion, a first bend, a first substantially straight leg, a second bend, a second
substantially straight leg, and a third bend;

0|2} T#3FIY] Voda & A1 A Al th2] R E(first substantially straight leg)< 712 71 €
o} Tgt S deHYE 24T 4+ gjr,}‘— Zolth, FAHYE o213t Cordis AHY] FHS
drolzof, sl A takat At s TS whr]stgict

(529 H8&)

Voda = XB 7HHY AT AR = 52 &L olA the straight and
substantially straight 3H4S TEE 4= Qlhs AAZFQ SAE A&sich FaH P2
Cordis AF2] XB 7} €7} 5 QoA ‘625 3] U ‘195 £3] 2] straight and substantially
straight 732 A5t vjal Qo] Ak 225k, Aa) BaL <1859},

5. G+ =i Al HiRt 712

A UE Vodat AHAke] 3123 4 gl Esle] WAl % olefat £3l7k Cordis Abe] AR
o BAYSH AU FY5 RS BART T AR S gskdn. FaUUe
ol elFt A Tero] ABA Y8 o A7} glrki Hol s WAL 18t

5. History Map
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(1) Oklahoma A]%-A]HF= <

Holg

Cybor Corp. v. FAS Techs., Inc., 138 F.3d 1448, 1456 (Fed. Cir. 1998) (en banc)
Markman v. Westview Instruments, Inc., 52 F.3d 967, 981 (Fed. Cir. 1995) (en banc)
Finisar Corp. v. DirecTV Group, Inc., 523 F.3d 1323, 1328 (Fed. Cir. 2008)

Equal Employment Opportunity Commn v, Heartway Corp., 466 F.3d 1156, 1160
(10th Cir, 2006)
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No. 34 Howmedia Osteonics Corp. v. Wright Med. Tech. Inc.

1 A AR AR

el al HOWMEDICA OSTEONICS CORP. (g11—3&42l)
William L, Mentlik, Lerner, David, Littenberg, Krumholz &
dardi]Ql
Mentlik, LLP (Westfield, New Jersey)
] al WRIGHT MEDICAL TECHNOLOGY, INC. (311—u]3}49l)
] a1 el el L. Norwood Jameson, Duane Morris LLP (Atlanta, Georgia)

T AAAHS 2007-1363 ( &uh) (HA YA} : 2008—09-02 )

A, Spna

VACATED AND REMANDED

Fa4 B DYK

A S 00—-CV—-1167 ( Al&UA} : )

the United States District Court for the District of New Jersey (

AAH

EEE NJ ) (DCT )

HHES] U.S. Patent No. 5,824,100
A 35U.S.C. § 271

ZIeRoF 9 AE =), BA

el FTgaA / Akl g ae /

B2 AAL ES e AFdeEZ A, ¥11¢l Howmedica Osteonics Corporation (©]3},
Howmedica)”} Wright Medical Technology, Inc. (©]3}, Wright)& A= A7 §F AFA
ol AHFHY Q] “femoral component including at least one condylar element, @} ¥+# S
ARl9] &0l A Wgof tiste] oF TARRLS] o] dA|ste], 87t A A&l Y =
512 WolsiA) epstehzl delsiact
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20094 1| ZE 3]

PN AP A HTHS el 25k rkn washn 3 %
2 W, Uol7t, Howmedica Ab7h 7] StalAlcke] AR 8024 H3) A7ae
AIBHA gkgbehs APAS] o] AR, Wright Abe] 42 Hlolg wolEeld 4 girk
Ao westch webd, Gaude Qe oy

& AR A o] TRkt FEj ] v Aol AREE= AE L AEHEES AT Al B
5h= 3latoltt, Howmedica AH= v]=53] 5,824,100% (o3}, ‘100 501)4 :OJ?JXLE&H, Gl

E5= sixlo] e IHE AA B dEE wAch= ol B2 HE e JdEHE I3 A
ot} AT} 15812 B ALT B E 63l Eglo|)

In a knee prosthesis for replacing the natural knee, the knee prosthesis having a
femoral component and a tibial component, the tibial component including a bearing
member and the femoral component including at least one condylar element for
confronting and engaging the bearing member to accomplish articulation of the
knee prosthesis throughout a range of flexion, including a primary range of flexion
between a hyperextended position and a flexed position, the engagement between
the condylar element of the femoral component and the bearing member of the tibial
component ordinarily taking place at a contact area along articular surface areas of
the condylar element and the bearing member, the improvement comprising:

anterior—posterior surface profile contours along the condylar element and the
bearing member, the anterior—posterior surface profile contour along the condylar
element having an essentially constant anterior—posterior articular radius throughout

the articular

surface area of the condylar element which contacts the bearing member during
articulation throughout the primary range of flexion, the anterior—posterior articular
radius having an origin lying generally along a line extending laterally between the
medial and lateral collateral ligament attachment points on the femur of the natural

knee.

A 1682 Q8L Qe A 18%0] & 45 AHorA, A4 18% 7= v
3 e,

“The improvement of claim 15 wherein the hyperextended position is at about

—159 in the range of flexion, and the flexed position is at about 759 in the range of

flexion.”

DS gL gEy sheka Aol AU dAst: Relolth 18 Bl A9, o
ke condyle 0|2k SR % o] FRT vjIE EEHE i, o] Rilo] Yol
] 3

AEA "ok B 15%00 714" 2Ee diF
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sto] g SRS diAsHA Hoh A S condyle] ZH<rol whEbA, “unicondylar” Ei=
“bicondylar” 2tal &2},

100 53] 19989 109 20% el W= qlct. Howmedica Ab= 100 53]9f #dto] £t
A%-S YA ek 199749 Howmedica AH= Wright AHS A2 w553 5,192,324%
(o]}, 324 53)) B w|=53] 5,133,772% (o]}, 772 53])5 AP rh= o= New Jersey
Aol 25 A7IsA. 1999300l = nj=53] 4,892,549% (o]s}, 549 53))E Mt
= o= Al WA 255 A7I5H3H.

E3H, o] FAlolE 19919 0] Wright AbollAl ml=-558] 4,474,177% (o]s}, '177 53]) &
o] FZ Howmedica AFHS AU 2 A 7|3+ &40] Massachusetts AW H ol Al&5o it

3. dA¥de #d

e

F A= 19999 49 AP 3L Ql= Aol B3 FAFS Heislod, 1999¢ 1€ 159 dA4
o eIt} Wright AF S0l 4 FAUE-S whdstis AW FHAE AZel 20l Aotk
Wright A= AsiE U820 24dsh vidS fote] AAE F /e FRo2 PSS o
k. shu=, 824 53], 772 53] YW ‘549 E5|9} WHS= Agol A3t Aoy, thE st
Massachusetts AW o) Al&E Q=177 &

3
5 7] #A<teo] Howmedica AFR WEE|glow, o]

T AL A9 FUg &S sk
ATt AW, Howmedica A= Massachusetts X%yt dAsH AW v 223
olojA] AAAQ] FHO W& st QA oyl FAsh Higstict, & FAE2 19994

124 21472 &S UshA "o

2000¢ 3¥ 109 Howmedica A= Wright AF2] ADVANCE TOTAL KNEE SYTTEMO]
100 312 AARYrH: ol F2 252 A7ISHAL Wright AHs 53] 143 U 53 FEE F

=
Aot st on, o]#s W&o RIS el HEE skt ARdol 2d o]Atef| Ax]=
B, Wright Ab= E8IA 24 9 9t4A7]15 $ote], 324 53] 5 #dd IS 2AR
sto], M9 F§ = B A5YY 5 FA6H, 100 E5l= A st 4

=y

Howmedica A= ZA o] J= A FA2] |97 UF i lste] A4 asgch
a9 ow, Wright Ab= @FWE o] A5 BYUA)7 I
At} 20059 3¥€ 18 A2 A P JYH F 7Y A AES)H
T-= 71Z¥8kal, Howmedica AR} -8 W&ol thsliA= Q&3 A%
At AAWEol= 100 S5 H s A o, ¢F
=5 J@4 WS Jigshs Y B2 asitia uyc

%% New Jersey
FARLS] o= & whedst

2005¢ 11 294 Markman hearing & £35}o] UYL ‘100 £E3] 9] A& 1589 71A
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20094 1| ZE 3]

H A7 B AH] o] siAo] ek deks el
“femoral component including at least one condylar element”
“primary range of flexion”

“lying generally along a line extending laterally between the medial and lateral

collateral ligament attachment points on the femur of the natural knee”

Howmedica A= Wright AFQ] EA47F El= A&2] oFZ condylar element= A L3)F 15342]
7|8tebd & &3t AS YSsHA] Lot on, AR A sidd JeiE o

o ="
% 4 ke FYsion
4, FEUAY Bt

100 E3519 A 1562 &5 2™ dlsle] “femoral component including at least one
condylar element”24] ¢1-835}1L glom, ol= MW W T §T-S 7Io =N EA9| 7|5)et
A B44E 7HAAL Atk condylar element®] #& EW HAE Foto] At AH-oH 4
9738 FHA, o]k Wlofal 74T &K Ao Al sk,

condylar element® ¢ o] 4], unicondylargl= Fol QoJA= oF GARRIZE 9149 A

o5 HolA| 2ottt SHAIYE unicondylar EAo|A ATl = 754 S SHSHe
bicondylar ¥ dof thgt s Aol thaljA= FAH A F5kA] Foket, A2 1349 “at
least one condylar element,”7] Aol th3}o] “one or more, "2|u| 2 A 345} T}
FaH Ao Frgo] AAE condylar HAEL T st S04 HAolghar & 4

L WEaof dhrhn weeln, s 3R] 7 MZAE bicondylar B 7h%
Qicka wersloich, A 1598 1 71Ae] Aol Teat v, vlsleta o
A
Lo] 5

=7
(s

A
3l}9] condylar element THS 7| A 8Far thal HHskT Wright AF ESE o]
A g4 olelo] thE SIS WE & U= MAA A= SAE AASHA X8

;R_‘ErE—lﬂSL

22A 02 FAHYL bicondylar HA A 319 condyalr element THo] 7| 5}&HA
7 & ATtetal Qlokal ddetar, iy A HA S mrlskal S8kt

ot

4

filo

o. History Map

(1) New Jersey A

37712
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A3 71=gord &

Cybor Corp. v. FAS Techs., Inc., 138 F.3d 1448, 1456 (Fed. Cir. 1998) (en banc)
Phillips v. AWH Corp., 415 F.3d 1303, 1312 (Fed. Cir. 2005) (en banc)

Epcon Gas Sys., Inc. v. Bauer Compressors, Inc., 279 F.3d 1022, 1029 (Fed. Cir,
2002)
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No. 35 Medical Solutions v. C. Change Surgical

L AR AAARRE

9] i MEDICAL SOLUTIONS, INC, (Yi1—38}4¢l)
gl John P, Moran, Holland & Knight LLP (Washington, DC)
b il C CHANGE SURGICAL LLC (3] 22—3]3}42l)

Tonya R. Deem, Kilpatrick Stockton LLP (Winston—Salem,
North Carolina)

Al AA¥MSE 2007-1163 ( Luh) (2 YA} 2008—09-09 )

SERIK
Ay BAUS
AFFIRMED
Fa4 WA ZAGEL

AAAAH S 06—CV—1261 ( A|ALA} 1 2006—07—-14 )

the United States District Court for the District of Columbia (

A4
Hd DC) (DCT )

A E] -

Ty 35 U.S.C. § 271

g2 R AE =TI

YA 1A ek / /
2. APdu73
E AFAS Medical Solutions, Inc. (“MSI”)7} Columbia AW #A o g4A|7]|et AFA
O RA, X]““ﬂ 2-& MSI A7} C Change Surgical LLC (©]3}, CCS)S A= A|7|3t E5 4

3
*01]*% s ZHJJr SFd(personal Jurlsdlctlon)ol ot doste] g AMHS 71 Z4skAn [
29, 2006). ]
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A3 71=gord &

CCS AP urslola] 53] Aol X1 Adst Y9l Saluel A FAsHE AH(use)] g
ShA) span, A EA olite] Bk FAMAEA ABL /| ZeEole g ae] AU ¢
o] EAIBHA Pty WRstel, FAMUL AU WAL gt

MSI AHe 92§ olo] 71 W 2w AT B S D Y FHE AL Azt 8
Afole}, MSI AHe 4404 Abgat o|2g ole] 2= Alo] Ax|oh Belsts 7)< o
sto] E5]UL 55T CCS A= 2H FZato|y 9AE A (Winston Salem, North
Carolina)ell $51 AHAAE £ FEHAYBIAoITh, OCS AH= 524 F3be] 584 B8 U
shabe] Qb Shuol Belske 714S ek Asteha olet,

—

CCS Al= AYHIAASH XA Federal Rule of Civil Procedure 12(b)(2)l] 2]A MSI A}
o A= A Amadtd fidbol sigst=rt A2 5Eith. MSI Ab= Columbia A5
Holl 1 Ajsto] EAgctar 5kt oli= CCS Ak= 2006 39 19¢ FE 3¢
232 714 9] 7]7HE<9t Association of periOperative Registered Nurses(¢]3}, AORN)o] 5
Z|8ko Washington, D.CollA 7N = & AFARr=3lol A Hai7F 245 = IntraTemp AlES
TH,AA, ARESE 7] ool Auiddo] I oh= Aolth, CCS Ak= 600 o7he] AAlF
ek A= vherslef rhste], ApAre] BAE HA5HAL, “large and visible” Fal IS 5510
A8l Al ST CCS A it F2of A58k, IntraTemp A|E9] 75 2 54
IS AR Agsiglon, BE{polE it s niAY &E ] A& A, o|F CC
Abi= IntraTemp Al WIEHEL}L 2X|of 21 2749] o AX|stlom, o]zt Abalof

oF GALA}F thE9] o] 2] 7} §1iT),

fllo

2

rr

3. UANYY

il
A

CCS Ahs HHAE 5ot Arb= SEH|oF A o) AFAALR SEE0] QA oo, whuf9
e, FAY, AHRA, ARAAE 71E SjAF T BE ARgo] ZEu|of A3 S 7HA]A]
etk AT E3E Al AR, AR, T, uiAY 5o ek FEH|oF A FoA=
3] o]Fo] A ] k=t 45T

MSI AH= 331 CCSofl it <14 Ajstde ZEu|ote] #aatgjqpo] o7 A= A
o] HHsirtal FAGTE CCSARE 313 ae] EHYAE A0 HAIZA], whehs]oA]
A ES “AE-(use)” Fow ‘S Q| AlF(offer to sell)” k= Aolth AW A CCS
A7} BFE]of| Al IntraTemp AlEFS AAISHL Al QY9= 53] HalE2] “AH(use)” ¥ “
S gk Al (offer to sell)” ol siFatA] Sb=rtar Tetsieict,

A E gt APl aigateld 712 Q] o] ZgEojof sh=t], CSS A= vrg]of A
olg|gt 7HA o #et AFE sk otrh= Aoltt, upAEto g 2> MST AFe] #ed =

S SR FANA G AR AR AR B YFFA B ol f2 A 2shat,
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20094 1| ZE 3]

o

il

4. TaHYY 2

ZEvlore] Tl o, EFulob AFolMe 2 Ee FEel s FEY]

of Aol =2 &7t 2 6}74] 75‘% v 37b FEHol Aol FAE FiL AA F2 7
Fole 1A AEpdAS AYsh= Aol Brgsitt, n=53Me 53571 S3dEE
ARt Adglol vismol A Az, AR, BE A%t Ay, BE Y vjS e R Qlshs

A%, Saie)e] Bae)7l wABha AR [ 35 U.S.C. * 271(@) |

1A Aol wek o] FAMAAAS A3YsHA] k7] wiiZoll, MSI Ab= CCS A9
712t -5 vi At HO}O% 14 ket o] Aol tiste] AT S-S siof Fh A
of 5l MSI AR= CCS AL d§9]of tiste] “AR&-(use) ol sGstth= F4bo] 35513, FaHY
= 04‘”31«] “A&-(use)’ol fgst=A]ol it A AeH T L AMIAAE HESEA A
2 AAd|oF k= EAIYS Felskaint
FAHYL “ARE-(use)”o]2t T2 “A5 T+ 438k= Zl(to put into action or service)” 2.
Jolstelct MSI Ake] 53] 7w oyt AlF9] 71d 9 2=Ao] A|Adlof] gt Ao &
Ut slo A CCS Al 8l AlEe] AlAIES AAISEL, F2oll= CCSARY] 37} 513
ow Aol thgh HESFolE Aokt o]#e 9= IntraTemp AR & s E= =4 4

3t

=

dholl i Aol sgsta) etk Beksi

E, GRS FANARR AR 122 e AR g R FEskc W
ZANNARE Foto] £ & = AR CCS AL BUIE 913 AFoffer to sell)”d] 3
Gt AAW9E shaEAet BAAS 7H Aolek wustat StAR, MSI A gadl
ARA Q1A AUBIA A 7122 AT 5 9 WHE 918 AT (offer to sel)o] 3}
GeThe 242 =l el e OCS ALY AA Ex A F9I7E “Ag(use)” BS)
off st chs e gaulol A WEE & gl Aol gt

5. History Map

(1) Columbia AW (2006—-07-14)

(2) dL<=33A- YA (CAFC) (2008—09-09)
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6. A-&AH

HollyAnne Corp. v. TFT, Inc., 199 F.3d 1304, 1307 (Fed. Cir. 1999)

Trintec Indus., Inc. v. Pedre Promotional Prods., Inc., 395 F.3d 1275, 1279 (Fed.
Cir. 2005)

3d Sys.. Inc. v. Aarotech Labs, Inc., 160 F.3d 1373, 1377 (Fed. Cir, 1998)
NTP, Inc. v. Research In Motion, Ltd., 418 F.3d 1282, 1317 (Fed. Cir. 2005)
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No. 36 The John Hopkins University v. Datascope Corp.

A ARG

THE JOHNS HOPKINS UNIVERSITY

el al
ARROW INTERNATIONAL, INC, (¥a1—u]&42l)
Qe ol Kenneth P, George, Amster, Rothstein & Ebenstein LLP (New
York, New York)
i a DATASCOPE CORPORATION (3] 37 —3}4~21)
o Tdele Roy H. Wepner, Lerner, David, Littenberg, Krumholz &

Mentlik, LLP

gl A S 2007-1530 ( ¥Rh) (FHA LA} 1 2008-10-02 )

AR, e

REVERSED and REMANDED

a4l ThAL NEWMAN

AAAAH S 05—CV—0759, 06—CV—2711 ( A|&YA} : 2005—-03—-17 )

the United States District Court for the District of Maryland (

aHHE MD ) ( DCT )
U.S. Patent No, 5,766,191
UHES] U.S. Patent No. 6,824,551
U.S. Patent No, 7,108,704
AP 35 U.S.C. § 271

ek R AE 2&7)7], 7HHE

TR e/ /




A3 71420k T4 ZHA

E APA-& Datascope Corporation (©]3}, Datascope)”} @447t A S 2 A], Wl -8
n=538] 5,766,191% (018}, ‘191 53])¢ F3} 13, w=553] 6,824,551%(0]8}, 551 53)
o] A-rak 16173}, 278, 343, w|=rE3] 7,108,704(8}, 704 E35))e] At} 13}, 3-73,
15—18%} ] thsto] 7o sf7F A sk itkal A sk

[ Johns Hopkins Univ, & Arrow Int=l, Inc. v, Datascope Corp., 513 F. Supp. 2d 578
(D. Md.2007). |

Fange 5510 248 el oa AejRae Bojskn st

Johns Hopkins University (©]3}, Hopkins)+= 191 &3], ‘551 &3] 4 704 3|9 E3d
Aol Arrow International, Inc. (¢}, Arrow)= Al7] E35]of tjslo] =42 gfo]AAE 3
53ttt A7l 532 @Y933S 7IAIA R A A (fragmenting)sh= B ol =
A, AHAISHAlE EHEA B oA BB F91E M skE - AASH ] 91t Aol

il‘

rd'
>ji
o

A717F BHEFA S Hrotof o= SAE2 ti=F 1dof 3~4H AL FHEAT] H FLofA
SAEg o3t LS 4 =1t Q% T2 &ote] F FHIE I A=, AHEEE E
Tl ZFe] A =9 7 E o= @d-& 24U 7] {3 viazlo] @3 F29 "l F7t
U= sPgeit) o] HAZIS 3 SRS H9s @4 EAS AAY = U AERE 1%
o] gt @4 272 F¢& &5t A A=

3. wAMRe Ba

A= -4"’—4 ProLumen ]7} 191 &3] 4 551 53| & Helstdcta F4 st A5-S A
718t em, 704 5387} & ”E g 53519 el olf&E F7F 25S Alskdn. F A

J3t=lo] Ale7F 8= 3 ‘3} 1575:% S5|el ofF wete] qlloen, E3 S5 F A+

VAR ,
g/dof 3t Datascope AFY] &, 704 E3]of e H A5 9 2 unclean hand o <A
(o]

20074 79 159 wiALE (1) Datascope At= IHA o2 2HE Al 535 %Iéﬁﬁ}“ qu
(2) ZAE A B30 =43 BFo| sgsla] Qon YA E Fon (3
aual Belo] el Elznt, U Arrow AtAlE 460,583 ZelE, Ui Hopkins *Mlﬂlt
230,292 285 wi4steta BAsc

A9 e Datascope A7} FA6H= Bk 2439) @ unclean hando] 273 A4A0] &
et 42l 2eYstgict, Datascope Ab= 704 53512 S AF Kol qlojA] die]l
G0 ZARICHE S-S oHA) Ratglon, meka Al B39 A4 RYE 4 gt

kit el B 55 Aol wEt AFNA gite aFatE 50 9 599 A
JMOL 9 HejA7HE A e r Hsigiet, A o5 55 7]ZFekgict,
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20094 1| ZE 3]

A AT B ske] AW L Datascope A= A1 7|eA R E expert, Dr. Thomas Aretz
=35 FTARERA AEstelon, v dS AH=o] sid S A4 2 XA Aol st
of Tt 4= Ql=nt, ofof ik Al HA-L HEY AV flew, olo] JMOL A& 7|7
2 = HHe] AEWE-2 AASH SA EASE] skl
7] wj&o], JMOL & A7) AHL 7)zkekeh 1 gra o)

HEA oz AU AU B D A Bl 7] Z5te] AL

ol

bsaet.

FaPAL AN S5 FaEe W IMOL Aol that 7|22 5ol Auue] dgel s
SheAs A=start

O

FayYe vFE3S 5,766,191 (018, 191 53)) 73 18}, v]FES| 6,824,5515(0]
st 551 53])9] 7% 16-17%, 279, 34%, =53] 7,108,704 (05}, 704 53))9) A7
17}, 3-73, 15-18%o] Higt Ssj3jsl BdS A S7 o s shEystaL A gkom,
JMOL A2 7|23t A o] stehol = At o] H-g-o] Ak W

Jl

& go FYRE St 25 A $RE Féol e} mYsE Ao Bask,
NEAo R BHE 2T AGHE HEE BAS 22w glak AT Fehy vl
o mopuh Ao WA AFORE B MURE THE, 242ke] Slol4 NBANGS i@
st

OF GAA= 191 £33 W ‘551 E5]o| A4 AE-H “expands to conform to the shape and
diameter of the inner lumen” ¥ “fragmentation member” 80]2] 3]j4]of Ts}o] 2] AL A
25 A Ech AHYL “fragmentation member’= 7]%54] ALE 7|2 A], HA| Ao
+ “wire cage or basket” $HstaL Ikl Yrlh AR} HEAS| A=, “diameter” = ¥F %
FAot=A] ofFets Fugh o] =9 Ao “shape” &= 3| doleRE wet YR
o] ZHI} YEoES 2Ast= &Y “basket” R4 Qlo, EATF HAL 9= AlEQ oo
©] ProLumen & S#A} 2Fo]o| & ARSI, o|Zlo] oA EAS mhafstr] flste] 33t

o] 2o v,i‘,ﬂ:?jﬁ} 43t $AE ProLumen A|&©°] Dr. Karim Valji (*Valji”)

A27F A= &t AlEd vhel 2] “expands to conform” & Witk A0
o}, “expands to conform” THF-E Al 7|O] Edlo|A HE wHE 93t M FA o] v
TA] B & sfal 9t} “expands to conform” TP A FAI= B EHE= AOEA,
fragmentation member®] AT2] 37 ojFeh= Aaglo] WrEA] oA At S
7R oF gttt shAIRE, SAb 2folol= AL SN 3XEY] HA FE A= ASRE o=
e Y AR ARskA] btk A e o] 2jgh AMS Fote] AleE FARAE v
Ao HAS SRS 4= vkl skl

rl

mlm

N‘ fr
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A3 714 Bokd T4 FEA

of Frof gt vl @ el WAL S FE X Hstal, 538 o= A9 Ay,
¢ AHE dskx] oreroh Msfel wEs s o
QA gr2ut v} WA Datascope AHe] JMOL

U

9. History Map
(1) Maryland A9 (2005—-03-17)

(2) AY<=3FAHY(CAFC) (2008-10-02)

BBA Nonwovens Simpsonville, Inc. v. Superior Nonwovens, LLC, 303 F.3d 1332,
1336 (Fed. Cir. 2002)

LNP Eng'g Plastics, Inc. v. Miller Waste Mills, Inc., 275 F.3d 1347, 1353 (Fed. Cir.
2001)

Scanner Techs. Corp. v. ICOS Vision Sys. Corp. N.V., 528 F.3d 1365, 1374 (Fed.
Cir.2008)

Wechsler v, Macke Int’l Trade, Inc., 486 F.3d 1286, 1294 (Fed.Cir. 2007)
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No. 37 Accumed v. Stryker

A AR

2 ol ACUMED LLC (ga1—u3}40l)
Qe ol Gregory J. Vogler, McAndrews, Held & Malloy Ltd, (Chicago,
Hlinois)
STRYKER CORPORATION, STRYKER SALES CORPORATION,
v AL STRYKER ORTHOPAEDICS, and HOWMEDICA OSTEONICS
CORPORATION (3] 31—38}4-21)
om0l Frederick C. Laney, Niro, Scavone, Haller & Niro (Chicago,

Nlinois)

Pl APIHE 2008—-1124 ( ¢yt) (HZ2 LA} 2008-12-30 )

HHE21E
Fa4 BAYE
AFFIRMED
A4 AL LOURIE

A S 04—CV—-0513 ( A|AYUA} : 2004—04-14 )

the United States District Court for the District of Oregon ( OR

Sl RS ) (DCT)
HHES] U.S. Patent No. 5,472,444
T -

Stryker Corporation, Stryker Sales Corporation, Stryker Orthopaedics ¥ Howmedica
Osteonic Corporation (©]3}, Stryker) = Acumed LLC (©]3}, Acumed) 7} A+3F o LejAF



% Ao B3 Oregon AU QRO thotol G245 AVIshit FamLe Qo)
% el thstol AT ol Yaenl AEdel AL gt

mlm

oX of,

Acumed AH= H|HHEF] 5,472,44435 (o3}, ‘444 E3])9] EFARRA, T 55l 444
Ede 2 148 HAEo| I3t Ao FA, AASHAE 7w = 1A L(intermedullary
nail for fixing fractures of the proximal humeral cortex)o] &3t Aot} o7 1 A& H=A
(proximal humeral nail, ©|3} PHN)S oj7[j# Z4S X &55l=4 o| &5 AFiE HAE
ojtt, PHNZ F2i%l oj7fof] AoaFom YA Y AFd = Fejxl 2205 11443t} Acumed
Abz Polarus 2= 4EH S &2 PHN & #ufghct,

200449 4¥ Acumed A= Styker AFS A2 ZFAFY] ‘444 E3]7F HEots o] 92 A
A 715FF Tk, 2005E 9¢¥ 20Y HiAYLe EAIVE | E3]9 B A4S 12 Hjetit

Aashgon], &l AR olo] W 2 Yo 7| 2stel Eafuly AL ssick. 2006
W 29 229 AelgolA] AEAL Acumed Ab] FFEH Y ARS wolS e,

3. YA d #

Stryker A7 A|713E A4 0] ALEHIL Q= 5, HHYL eBay Inc. v. MercExchange,
L.L.C., AFd9A d?“ﬂ%““sﬁé o] HE 2l Four—Factor Test 7} £33l A%t
T2 A A8 = S-S RISk, weba], 20079 49 12 o) s) 1A of ek x|
H o] AL 018313, eBay AHAOA] TAISFIL Q= Four—Factor Test o] 13 E 9J3lo] A}

20079 69 14 Acumed A= T2 PHN AlFo] B3t G d @ 41335kleh. Stryker
Abi= ARAFS] T2 PHN ARE-ol 3k it =AAEE AEsk T, Acumed /\}~ o|Ao| A=
A o2 ol =2 d Polarus AlEd #dsl= AlE HE2golE A&k 20074 749 27
d Stryker Al= Acumed AR FudEE A1 2 AlEH SAE wiAsk= 413 (motion to
strike)& WAL,

20074 11¢¥ 209 AU 2F Acumed A FEiAEE AR S oot A
< eBay Abzdoll mweba] vt Fofl B8t Four—Factor Test &

o] = 7} 7L EAo] TEste] Acumed APF HEA AT

a7} A skl gelskinh, &=AE o]9] W ujEof st T 21
. ‘444 E35]|9} TAsto] HAYSE gtoldlA 4=qlof TeljA= 11 vFS AU, B, A
A7t 0]eS HE S AHd= )lojA= Acumed ARY] 0]9]S 1 HFI T Acumed A= ZFAL
= Al fF57F 22 7140 2 Polarus A& AFARS] ti3#AIE S AT Stryker A=
T2 PHN A= 4k 2} oAl AQ% v|&o] =38 AL A U HYL o] & wholEo|x] oF
oft}. upxjalo @ Tl 22 Polarus AlsE9| $5E 11700l 7]o8k=
Hof| Taljd= S8 AAR FAE 22 4= vk HEo aid A FE&oFol A Polarus A&
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2009 u=-

RS HotA] e A, ohE HIEES AEd 4 dvkarl R
w2ha], AHYLS vjAbRA o B Four—Factor Test 2324 T2 PHN of tha} g LujAk
FES WA

eBay Atrloll A Mol A ujAE 8L 9aj Al 1182 Four—Factor Test & &Z3)|oF gict
3 ghAlsh T,

(1) that [the plaintiff] has suffered an irreparable injury; (2) that remedies available
at law, such as monetary damages, are inadequate to compensate for that injury;
(3) that, considering the balance of hardships between the plaintiff and defendant, a

remedy in equity is warranted; and (4) that the public interest would not be disserved
by a permanent injunction,

PR GG el B AP AR dgol S HES,

{ Irreparable Harm and Lack of Adequate Remedy at Law )

FAYAS WA S5 ol SRS AAUANE 55 P2 B AT 4 G A
Agshcd) gick. olefat Aele] WA S HslE s AL A 2hE Aozt By
& 5 gl SoE WA, cBay AHA dEAS E AL} el ol Mg Bof
sho] BRQl AlAJo] ot 714 ARISHE ERThE AL ESUAL BE 4 gl £91E 4
3 gtk AL QFsh] FEShHE A Beke wE st

Acumed A7} 2709] oldlA Ak A AsIAtE 7| 2AMA
Stryker AFS A2 22 2702 gloldAE d2hste] RAE Aol HARS whofof gt =

o8 HYAY 5 ke G

il

e
flo
uT
3: (
T

{ Balance of Hardships )

HA FAaA2 18] o] He &9 32 are} mare] &ojo|ukar gH45| §1oint
eBay AHolA= £9]9 #3& aelsh=t] Slo] ¥ AX oA HAFH|-E71A] alefE|ofof gt
thal FAE T, G Ye Stryker A7} T2 PHN A& t)#k
H|-8-2 2L SkA] ook ot getol= AT F8-9 247F EASHA] etk Wt Bt
ZIZHA 2 v el hAE] AeS $ste] A8 EH vE E C

At

rO
_?L
£y
k=)
2
ot
31'4
rlr
jin}
B
fo
i

o. History Map
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A3 71=gord &

1) Oregon AH}HA(2004—-04—-14)

(2) A3 gAHYU(CAFC)(2009-01-13)

Innogenetics, N.V. v. Abbott Labs., 512 F.3d 1363, 1379 (Fed. Cir. 2008)
Windsurfing Int’l, Inc. v. AMF, Inc., 782 F.2d 995, 1003 n.12 (Fed. Cir. 1986)

Anchor Wall Sys., Inc. v. Rockwood Retaining Walls, Inc., 340 F.3d 1298, 1313 (Fed.
Cir. 2003)
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No. 38 Boston Scientific Scimed, Inc. v. Cordis, Corp.

A2 R A AV

BOSTON SCIENTIFIC SCIMED, INC,

2] ol
and BOSTON SCIENTIFIC CORPORATION (di1—u]8}4-9l)
Qe ol Charles A, Weiss, Kenyon & Kenyon LLP (New York, New
York)
CORDIS CORPORATION
1] o
and JOHNSON & JOHNSON, INC, (3] a1—38}4-2l)
oo Gregory L. Diskant, Patterson Belknap Webb & Tyler LLP (New

York, New York)

g AFAME 2008-1073 ( U¥H) (AL 2009-01-15 )

ARt
i HEAYE
REVERSED
Al ThAL LOURIE

A RS 03-CV-0283 (A&} : —)

the United States District Court for the District of Delaware (

2] A 9]
B DE) ( DCT )

HHES] U.S. Patent No. 6,120,536

TAAH 35 U.S.C. § 103

NsHok W AE  sdEE

SRR BFALANA /A

Cordis Corporation ¥ Johnson & Johnson, Inc. (|3}, Cordis) & 1|=E3] 6,120,536%
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A3Y 7%

(013}, ‘536 S3))9] B 8ol thatel Wizt wAy
= AFSHAARE, Delaware AWH AL 0|5 7|2H6131aL, Cordis Ab= o]l
WS HEALY ZAIZA 536 5319 AP wke] @75 Wttt Fa e olE 1t
78Tk,

Boston Scientific Scimed, Inc. @ Boston Scientific Corporation (©]3}, Boston
Scientific) < '536 53¢ S3jHAoIH, T Sdl= oFe &5 P AHE HF o=
A, dollo] LKz o= §H FEOR FAEL AL EXoF il 2003¢ 39 Boston
Scientific A= Cordis AFS 11439121, Cordis AF] Cypher 2~HIEZ} 2}ALS] 536 &3] 9]
B 8= Asetlrtal =5kt A} 82 5HAS 6F el F55E = Ao, A
T 6% B3 A 13l F5ET Fady) #dS 2he P9 19, 69 R 8 oS
Zt,

1. A medical device having at least a portion which is implantable into the body of
a patient, wherein at least a part of the device portion is metallic and at least part
of the metallic device portion is covered with a coating for release of at least one
biologically active material, wherein said coating comprises an undercoat comprising
a hydrophobic elastomeric material incorporating an amount of biologically active
material therein for timed release therefrom, and wherein said coating further
comprises a topcoat which at least partially covers the undercoat, said topcoat
comprising a biostable, non—thrombogenic material which provides long term non—
thromobogenicity to the device portion during and after release of the biologically
active material, and wherein said topcoat is substantially free of an elutable material.,

6. The device of claim 1 wherein the medical device is an expandable stent,

8. The device of claim 6 wherein the stent comprises a tubular body having open
ends and an open lattice sidewall structure and wherein the coating conforms to said

sidewall structure in a manner that preserves said open lattice,

3. AN A Bt

e

20059 69 AU ES A7 8] FA o tisto] sjAS Ul dtth

A HELE “non—thrombogenic material which provides long term non-—
thrombogenicity to the device portion during and after release of the biologically
active material” &0 tjste] A3t v, o]= &Jgtabd A olof 7]%3F “thrombogenic” 2
“thrombolytic™ o e]ol 7]Z3sh= Z°]qlth, “thrombolytic” &ol= S HA7F HAA oA
= ARgskaL AT, Aol A= ARESHA] §ESkE §ofoltt,
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20094

=

rr

Cordis A= Cypher & €& &% AHIEE Axst= 3Ato|tt, Cypher AHIE
o IYREG 7y, B T & el AlxE
Cypher AHIES] AHH 51 .
A ob= ZEr 9 2742 9] SAEHR BAF 29 ==, 2714 84 EES HE
(tetrahydrofuran = THF) % ZFd (toluene) 224 o]= <14
OFES §aflote] B AR OA AR 3
Hr} gfe WO RN, AR AEE A ok o] of 2399 3

>

o,
2
rlr
S
(e
[}
riN
=2
QJ‘
N
52
rr
O
X
s
U
o,
flo ©
18
e
Jo
fo
ox
S
o

i)
ol
[r
ml H R o
R e 2 o
ﬂ

<
o
Ko
QL
i)
op
>
ol rlo

WAL 536 5319 HTF 830l u]FES 5,545,208% (oI5}, Wolff 53)) % v|HE3
5,512,055% (|3}, Domb 53]) QI-&Atmo| 75t AgshA] rpal pershoict, E3h

A2 Cypher ARIEZE F7e 8= Hsfiotaletal datstolct. wide A8$ Cordis A=
JMOL & Alstaion, Aoz 538 Yo 9 53] faddl #et M2 de2le At
oF. M2 o2t Cordis Abe] A1 WobgolA] &9kt ofs} Cordis Abe F7h2 Ww A
2ol ZAste] Mze HeE AFSIGUTE ol FDA o dEARRA FE &35 AHE AR
& W2 2ol 2ol Sl fide] SUHE T itk HEARY, o7k Am] AT

£ 9

al
Cypher AHIEE= &A7|71 ZoF TN
22 FDA o) ARt Ay Ee Aguhe] sigge] 2HEd] ot doy) sllethe &
B2A, AGel BEAANL AT Qlul o]o] 7|23l ARe AeE o & gty ddn
Cordis M A1 19) B89 84, A8 @ ¥1Ase] 278 IMOL 7

2] Aol gk 71225l F4A 715k,

olo
i)
o
i3
o2t
o
B
52
rir
ko
i)
N
i3
)

ol
4>
z2
o
rir
N
o
o
=
E

=7
NI

4. Gaude) B

i

w9 3h4]

1. Construction of “Non—Thrombogenic”

AR AL A gke] “Non—Thrombogenic” gHg ol tjste] “&EsH2 &4 54 U&=
ot B &S dNo] S EA] IR ol BA7 2 A5, FAHUS HFLH ] 8o
o] g|4-S Hate] EAL] AP A ou] 9 YA AE Farskict

2. Construction of “Long Term”
28] $1 - Ayl et e

Domb 53 4|&of Al %= AdE et S 24, Domb 5359 thE Q&7 =
of it F7] Fol 9 olo] Bt FAE AASEAL AA| Yot Wolff S3l= 2719 LY Z
w544 2HE AL IA] e BIAFE Aol it
Cypher £®IES] gt 7]a2] -4 R YA 52 B2l 714 ol ot A Y

31 9ick, Cordis AH= B ARKE ol oFF §3 2dlEg] Austict F2 F7kstc

i
H
©
NI

Mo rr =
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5. History Map

(1) Delaware A®HY
A+712F

(2) A3 AHA(CAFC)(2009-01—15)

Cybor Corp. v. FAS Techs., Inc., 138 F.3d 1448, 1456 (Fed. Cir. 1998) (en banc)
Phillips v. AWH Corp., 415 F.3d 1303, 1314 (Fed. Cir. 2005) (en banc)

Johns Hopkins Univ, v, Datascope Corp., 543 F.3d 1342, 1345 (Fed. Cir., 2008)
Richardson—Vicks, Inc. v. Upjohn Co., 122 F.3d 1476, 1479 (Fed. Cir. 1997)
Merck & Co. v. Biocraft Labs., Inc., 874 F.2d 804, 807 (Fed. Cir. 1989)
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No. 39 Kinetic Concepts, Inc. v. Blue Sky Medical Group, Inc.

1 AV AR AR

KINETIC CONCEPTS, INC., KCI LICENSING, INC., KCI USA,

INC.,,
2 o
and WAKE FOREST UNIVERSITY HEALTH SCIENCES (¢1—*
oaasql)
Donald R. Dunner, Finnegan, Henderson, Farabow, Garrett &

| Sl
AL Dunner, L.L.P (Washington, DC)
BLUE SKY MEDICAL GROUP, INC, (3] a2—3%}

220

RICHARD S. WESTON (3] 11—3}491)

0 2
MEDELA AG and MEDELA, INC, (3]31—34:91)
ool Joseph R. Re, Knobbe, Martens, Olson & Bear, LLP (Irvine,
California)
) (FE AR 2009-02-02 )

2007-1340, —1341, —1342 ( ¥

ARG
iy BAWS
AFFIRMED
a4l AL PROST
LA S 03-CV-0832 (A&da: —)
Q14H el the United States District Court for the Western District of
Texas ( TX ) ( DCT)
U.S. Patent No, 5,636,643
Bl =3
U.S. Patent No. 5,645,081
T 35 U.S.C. §103
leRo A AE  WYARI|T
S|

s /A /284
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2. AHdul A

1] 37¢] Defendants Medela, Inc. ¥ Blue Sky Medical Group, Inc, &= AgAdo 3t
JMOL ZH-tef tigh 71444 9 M2 42 43S 71242l diste] daA7] stolct, E3t
ZHF Qo] AL Q] S|4 2 A3} Lolo fidt B Ao tist A tiste] F4AA7] 5
o} Y19l Kinetic Concepts, Inc. & &l & o]of tjat =& 4] AP o] et JIMOL A
7] Zke] tfste] ok shqich

Kinetic Concepts, Inc., KCI Licensing, Inc., KCI USA, Inc., ¥ Wake Forest
University Health Smences (o]3}, KCI) &= Medela AG, Medela, Inc., Richard Weston,
4 Blue Sky Medical Group, Inc. (©|3}, Medela %) 2 A2 u|=+E3] 5,636,6435 (0|5},
‘643 £3]) Y v|=rE3] 5,645,0815 (o3}, ‘081 £3) o Hsi&E st 25 Al7|stct,

Medela 5-& Z45)3 9l Ea)7} Roln], 7o) Selerti 2aaln whas 771519
o}, Texas ARAMEYCIAS] 6749 7he] AT MALe BA ] Sai7t La 9 A4

r‘?{-" 004'

Felo) sigstA| o, siY S6]= s Artal B2ttt Medela 5 35 U.S.C. § 103
Tl &gt Ao FAS 45t JMOL & A5kl o, *d‘i* o7 Ao thgt A=
=+ AP AS A5Gt KCI A= 5339 et JMOL & A Fshglon, A os
Asfol st} 2R HeE APT AS Z*?OP":‘E} 1%“?;%% olgfg dHS H1E HF
712Yskoit, il W mals Akr] o) AH o] A of tisho] A d %“416:} £ A71skt.

A7 e Bl dAA AT A =ef et Ao RA, g Aol HA|A ] “reduced
pressure” WA “negative pressure” ® A=l Q= AYHE 49 &S o] U=
Z3k= IAof et Aol), ‘643 £ 9 A 18 U 1192 ok gt

1. An appliance for administering a reduced pressure treatment to a would [sic]
comprising:

(a)an impermeable cover adapted to cover and enclose the wound and adapted to
maintain reduced pressure at the site of the wound;

(b)a seal adapted to seal said cover to tissue surrounding the wound;

(c)reduced pressure supply means for connection to a source of suction, said reduced
pressure supply means cooperating with said cover to supply said reduced pressure
beneath said cover; and

(d)a screen adapted to prevent overgrowth of wound tissue, said screen being
located between said wound and said cover,

11. A method treating a wound comprising the steps of:

(a)applying a reduced pressure to the wound, wherein said applying step comprises
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the steps of:

(i)placing a porous screen over the wound;
(ii)locating an impermeable cover over the wound, said cover having a suction port:

(iii)sealing the periphery of said impermeable cover to tissue surrounding the

wound; and

(iv)operably connecting said suction port with a vacuum system for producing said

reduced pressure; and

(b)maintaining said reduced pressure until the wound has progressed toward a

selected stage of healing,

A7) 379 ol 2ol = KCI AH: 643 53] 9 081 5519] 7]eh th H79re F4shalc,

3. AWMU T

e

i R IR

OF GAIA= “treating a wound” @ “facilitating the healing of wounds” &¢] s[4 &
Stof ChEgITh. Medela 52 ‘643 5319 A73) 13804 7145k 9l “treating a wound”
gofof tjste], “AA o) diste] 2J7% #2|E k= Fl(giving medical care to an injury)” E
L e o “Ea] o)X S W Aol Bebyo] sk wAsh A4 24 ol EL o)
WA 2 Q1 @At ek o)5 4 e (“giving medical care to (1) trauma to any of the
tissues in the body, especially that caused by physical means and with interruption of
continuity [or] (2) a surgical incision)” 2 & E]oof stcfal A5}

olof tf-g-3t0o] KCI At= alld §ol= “FoAEZ E= FstN2E x2g3sto] AA EHo| LAY
St 224 £AFS 2 7 5= A (“treating tissue damage to the surface of the body, including
the epithelial and subcutaneous layers)” 22 34l E]ojof gt FAF6}SI T}

AY7|=

Medela 5& Aol 2ol H7)6L AZSAeH, ol FailoliE Beg
t}, AdY7]%ol= the Chariker—Jeter publications, the Chariker—Jeter prior uses, the
Svedman article, the Johnson article, @ the Davydov publications ©| Z§t=t} KCI =
g EHE2 4 dE(negative pressure)E ©|8sto] AAE A RSl= 7]&E Al7|sta
9 ghowl, H7E Wt weiste] AyAel BAE o @ 4 itk Faste
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A3 71 Ropd Bel A3

4, FaHde Hd

Medela 5-& #uH9le] A9 4o] et IMOL A% 71240l ar|7lsigon, e
2 2ol thtel A= HelS ARSI N5 “wound” golol et s4 L Gof
ey gherol thstol GaA|7] sheleh, KOI Abe Hafel B JMOL A1 712tet o] 2oha

e el® Aol ausle AT B AT Y

2A)7] FtHon, AeFor =2
9] gof s 4o 2AsHE Aol
Sursha ek weksh,

5. History Map

(1) Texas A]F-Z|HH Y

37712}

(2) AY<=3PAHY(CAFC)(2009-02-02)
ERNES

6. 1-&AH

z4 Techs., Inc. v. Microsoft Corp., 507 F.3d 1340, 1346 (Fed. Cir. 2007)
Cambridge Toxicology Group, Inc. v. Exnicios, 495 F.3d 169, 179 (5th Cir. 2007)
Vitronics Corp. v. Conceptronic, Inc., 90 F.3d 1576, 1582 (Fed. Cir. 1996)
Nystrom v, TREX Co., 424 F.3d 1136, 1145 (Fed, Cir, 2005)

B. Braun Med., Inc. v. Abbott Labs., 124 F.3d 1419, 1423 (Fed. Cir, 1997)
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No. 40

1 AV AR AR

A

ICU Medical, Inc. v. Alaris Medical Systems, Inc.

& al

ICU MEDICAL, INC. (fa—-g42l)

Frank E. Scherkenbach, Fish & Richardson P.C. (Boston,

Massachusetts)

ALARIS MEDICAL SYSTEMS, INC, (3]a1—3]g4x9l)

Timothy J. Malloy, McAndrews, Held & Malloy, Ltd. (Chicago,

[linois)

2008—-1077 ( 4®tE) (FHALA}F 1 2009-03-13 )

LXK
] BEYE
AFFIRMED
Fai oA MOORE
HAAPAH S 04—-CV—-0689 ( A2z} : —)
o141 9] the United States District Court for the Central District of
EEE California ( CA ) ( DCT )
U.S. Patent No, 6,682,509
U.S. Patent No, 5,685,866
THES]
U.S. Patent No, 5,873,862
U.S. Patent No. 6,572,592
=T 35U.8.C. § 112
ZlsEok 2 Al 9B § e
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California YA YHYL Y11¢l ICU Medical, Inc. (|5}, ICU) E A2 dlo] EFu]F
af| o] FEokATA E5|F a0 oAl MSA Adu]go] i J&ﬁ% sttt ICU Ak

L #3719l Alaris Medical Systems, Inc, (©]3}, Alaris) & *PEHE A Fyhy ARjo] AR
S wWooh Beisto] Seyslel A8 AL, APHRE Alaris A AR “Asjo)a
(spike)” &o] 1418 WwolEow mehy ulAshe] Ruokduae st ek A e
85 U.S.C. § 112, 9 1 7149] ot So] a0l ohuaS sisich, opautoR A
SAF H]E 9 "o A A (Rule 11 of the Federal Rules of Civil Procedure) & ¥Qft}.

A 7le] AR BAG MRAGAL, B AL 7L A tpor o
o) Aekohs Ao A WHe) Pt Zlolct, wjel glele] HW TER o|Rg ul
Y=ol dZH A=dl, o AN 2=hA| b2 EAlEel WA, ofHdt EAH
517] flsto] AlFol ML E AT, AAEE ERF Fe7t o7g A Adsh=t Al
AT, ICU Az 952 FE =YHE vhaa ARESHA il FAP9F 22 o=

=4 _1:’1_1;1 _,] % ﬂoﬂo ==l _JEQ— ELRSR=3 7HHL0}031;].

rlo
F_E

© oo ot
o o P

_V\-L

o o wr Hu
=
2

20049 64 ICU A= Alaris AFS AMI2 n]2E3] 6,682,509%. (03}, ‘509 £3])9] Asj=
FAstH E3Fsle] A5 A7IstAt, E3F ICU A= UAIAIAH® (temporary restraining
order, ©]3}, TRO)S A3 AINE, AYHAL o|& 7121313, AH A2 Alaris A7} 509

5319 “spikeless” A2 FAA) WLk AL=7F AISH AT AW, ICU A= 244
HAsto] tf39] 3719 thE E8lE A6ttt nl=53] 5,685,8663% (o)), ‘866 £3), vl=
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20094 1| ZE 3]

E3] 5,873,862% (0|3}, 862 53)), 0]FE3 6,572,592 (o]3}, ‘592 E3)) Wala4S Eat
o] FAE AHAsre th2-9] 3719 RS JAISIT) ‘spike claims’, ‘spikeless (= spike—
optional) claims’, ‘tube claims’ ©]t}.

‘592 E38]9] A3} 9-123+8 ‘spike claims’ o] FEFHF8FO A
ot S5 A 101282 F+EH =4, 2utola 9 A < 717} fbgskal Qe §
T A3 wAste] Anfo]a Aol METHA| (pointed) o, ATpo|3 FEfRE Qlste] A
FiS WEskal Aol H S Folo] AEE=A] off 7 A o] H}, 592 539 H+3}
3532 ‘spikeless claims’ O] HEHTEFOZA, FAQ}F A FEOR A= 0| §l= 7
dly HEE A Eskar Qlok, (592 53519 Ao} 1732 ‘tube claims'@] tEALgFolt},

AL YL A S 5319 ‘spike claims’ o tfgt v, 7| AR EH]E o]
‘spikeless claims’ X ‘tube claims’ @] F&, HEA} 8§ U HI Ao #HAL 519, ICU
Ab= olofl &4A7] sttt

H
T

X 3

4, oo Hd

i

Fofal A W Haol

‘asbo|A(spike)’ §o19] 4ol Tste], ICU AH: Aapel B2
= LRt sjAE AR, ol AR o] WolEof x| A] okttt A Alaris
ARo] AQta} Zro], “2ufo]H(spike) &ofo thste], AT FE ¥ES fIv WET ERE
S A= ARE LREA, T BEL UrlEAY e B2 EOJ% Zk= Zl(an elongated
structure having a pointed tip for piercing the seal, which tip may be sharp or slightly
rounded)” & A5}t FAHYLS o]l AL oSt

(upward projection)’ 2}

E&S gl

FaH A YAA A= diste] Auto]A(spike) = WESE L2 A WE oA AT F
2 BEohs 7S ke AoRE AFGskal 52 skt A Y o]k 8o 9
Ag 7|Hro 2 g AR o] Fsjutte] Fojste], Xw el v eFAlEE S Q185 th

EdFa

AHHAL ‘509 E3] W ‘592 E3]9] “spikeless claims” ¥ “tube claims” ©f] t)3s}e] 35

U.S.C. § 112, 1 1 5tAl 2% 7| &R E olF=2 & #2S stk 71 &En] oo ddt
2 APAAEel EAloItt, 592 B35l A3 353 ‘spikeless claims’ o] EHFFOEA, 5
Aot A" FEor FEHE vso] gle AdE WEE Asta ok A5 3532 £2ufo]
A s 83kl SR ot 509 53] Bl 592 53] K= 19914 124 18l E
53154 07/813,073% A fefid Zolth. ICU A= & 530l tiste] $Add 45 3
o] 19924 REALHEYS 33T ICU A= 20019 119 WAIAM = HASHA] 224 2%

’

o
=
2 ‘spikeless claim’ & Xgsl= BAHMS A&kt waba, ‘spikeless claim’ 2 #| &

o=
3)

s

ol
L

=%
&

M

W o
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A3 71=gord &

ol AlEHA 2 AlRtolH, o= 238 &Ho] Aas B @ F7he Alglo| sfiggict,

Alaris AR= ‘spikeless claim’ o] HAIA HAe] Argof oJefA] SIRFAER] gh=th= o]lF=2 &
S RAE FABFAT

tube claims ©of #s}o], ‘592 E3]9] A4 1732 4 U &4 AF FE 502 A=
50| ¢l AdE WEE Hsta ol ICU A= Aufo]d= B H O] 3} E7o| sigtshy, Al

ol
B
32
T
}_4
_{

N
AL FASEAT. Alaris A= HAIAE 9A T3 9FY FEE AAISEL gleH, o
A

24 BEBE A8 ok

A AE ICU AFY] TRO A+, &40 B4 5 253 E ddste] o2 Aol sfigst
cha wereiih, Fagee Aol 4] Abel 2o WBAL Hlgo] B e 7
KX \ﬂj% o

H o hEs

5. History Map

(1) California 42444
A712H(E13 )

(2) A<=3gA Y (CAFC)(2009-03-13)

Ortho—McNeil Pharm., Inc. v. Caraco Pharm. Labs., Ltd., 476 F.3d 1321, 1326 (Fed.
Cir. 2007)

Cybor Corp. v. FAS Techs., Inc., 138 F.3d 1448, 1455 - 56 (Fed. Cir. 1998) (en banc)
Phillips v. AWH Corp., 415 F.3d 1303, 131213 (Fed. Cir. 2005) (en banc)
Markman v. Westview Instruments, Inc., 52 F.3d 967, 978 (Fed. Cir. 1995) (en banc)
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No. 41 Cordis v. Boston Scientific

1A A AR

2D

= CORDIS CORPORATION (¥i1—&4
Gregory L. Diskant, Patterson, Belknap Webb & Tyler LLP

= (New York, New York)
BOSTON SCIENTIFIC CORPORATION

SCIMED LIFE SYSTEMS, INC, (¥]il—fjgael)

John M. Desmarais, Kirkland & Ellis LLP (New York, New

i 77 9_]
7l i York)
2008—-1003, —1072 ( ¥ ) (TZA LA} 1 2009—-03—31)

ARG, BRI, P52

gaod BAye
AFFIRMED—-IN-PART, REVERSED—IN—PART, REMANDED
Fanl TAE DYK
AR E 03—-CV—-0027 ( Al&Y=} : 2003-01-13)
the United States District Court for the District of Delaware (

RN
ud DE) ( DCT )
U.S. Patent No, 4,739,762

U.S. Patent No, 5,895,406
U.S. Patent No. 5,922,021
35 U.S.C. §112/103

AR A G
B / BuEhy / 45y
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2 AP Delaware AW Ae] WAool it FhAA O R A, Ay 2709 =HE )
A B 7|xstaL ok, shub=, ml=ES] 4,739,762% (o3}, 762 §3]) o A3} 13
233k} n|=tE3 5,895,4063% (0]3}, ‘406 £3])9] AHE3} 23Fe] t3t Boston Scientific
Corporation and Scimed Life Systems, Inc. (©]3}, Boston Scientific) ¢ Zsfjo] &3t A
olm, trZ shb=, m[=ES] 5,922,021% (o8}, ‘021 53])9] AF4+3 36| gt Cordis
Corporation (°]3}, Cordis) ©] Zafjof] gk Aot

e o

A 2 AP BT AgEe] BF Faof dgethAl d=thal skt A e
762 E3] 9 ‘406 3]0 tigh HajlHdt RES ulr|stgon, o]l thE HEo| Qloji= A
WYl B S A8kt

Cordis AF ¥ Boston Scientific Al= 3] ARIE | I E3E R3-512L Q). ol 3
o ArglElo] S| & Axmeko] x| Ho|ct Ut o7 WS SAE AR JA5)7)

o7 3
st T4 7HIEE o]-&317| % gttt Cordis A= 762 53] E 4
1, Boston Scientific A= ‘021 E3& B85t ME},

3. dA¥de #d

e

20034 1€ Cordis AF= Boston Scientific AFS A2 4~ A|7] 3}¢], Boston Scientific A}
o] AEIEV} AFALe] E5]E Aslistar Qi 4519 th Boston Scientific AR= HEAES E3}o]
Cordis A7} ZFAFE] 021 E3E Aalst Qluba ALt AP 2L Boston Scientific AF
of ghujsigiol gt FARAIAE 717tsion], FANUL ol Agelsic [ Cordis Corp.
v. Boston Scientific Corp., 99 F. App'x 928 (Fed. Cir. 2004) |

{ Boston Scientific AF2] AL >

2005"‘1 7Y A RLe et e HAS it (1) Cordis AF2] Cypher, BX Velocity, BX
Sonic, ¥ Genesis AEL ZAF o2 ‘021 E35]9] AFE 3642 AsfstA] ekt (2) Cordis
AF9] Cypher, BX Velocity, BX Sonic, 2 Genesis A& #4520 oA 021 89 A+
3639 ‘corners’ TS sttt (3) 021 53519 A 3692 AP SHAA FR
of siFstA| F=tt.

A2 Cordis AFS] JMOL A& 7|ZFstgl o, Adx o g Al&gt 2 42 Al1F
tfstod = 7|2+t

( Cordis Ak} B+ )

oFAl A 2 A X]“PH“L%‘ 2 5519 F+31
ath 20059 6¢Y v HS ot A HAS
Taxus Express, Express Biliary, 9 Liberté A3

32 Fao sfjgelA| =il Aest
t}. (1) Boston Scientific AF2] Express,
2 EAFo R 762 539 A 23%

32 wa

oo

u{u
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20094 1| ZE 3]

S A5k, (2) Boston Scientific AH= ‘762 £3589 A3e 18+2] S =5k (3)
Liberté ~BIE A& BAZ oz 406 £3)9 H73 28 .
@ 292 AY71E du|ste] A7 SRR Fom, AYSHA| =

AL Boston Scientific AF2] JMOL 1S 7|zbstglon], Aezor A3t 2
2] Aol tistol= 712bski
F A AU T st B A7) SHAT

o

4. Fad

Lo
&

oot

{ Cordis A}2] &}4of W3t Tet )

HjAl91e 247} ® Cordis AFQ] AHIEL Rojzxoz ‘091 £35]9 H1d) 3682 514
sl ol wiAYE s A8oll 2lo] Cordis Abe] ARIEYE 021 5319 4
T 369 ‘corners’ TFL Haetttal WSkt Cordis A= AR Aol 39
“wherein” $& SMsted] Slol SRS FAsAn 379 239 “wherein” F2 o
o] e E= JUlo] A AA7E o2 2 E= PO AXAL} dAE = WS Aystar gt

wherein the first expansion strut of the first expansion strut pair in the first
expansion column has a longitudinal axis offset from a longitudinal axis of the first
expansion strut of the second expansion strut pair in the second expansion column,

AH AL A9 23399 “wherein” @2 Al 1 2 W] Al 1 2 A XA = Al 2 ZHU 9
Al 2 B4 AAA L} 225 B ke AT 2 ou]Fthn s)As}lth “180 degrees out
of phase” 80]&= AHE t]z}Ql Bofo| A AFF AFREL foja A, ztzbe] a4 7y ki
O] A2 A7} # o] (pair)S FAddH= F+2E Wkttt Cordis A= & 233 afj Aol QlojA], o]
213k “180 degrees out of phase” TjAFQIo] vjA| & o] sl EHtHA, Cordis AFe] BX Velocity &
dEs Y3 3638 WajelA QAR e

“wherein” &2 ‘021 29T AA A 1 D 23] F7FEATE o] AAEE]
HE3] 0709067% (°]a}, Pinchasik £3]) o gt A&olf FAo th-33t7] <
Pinchasik &3]&= ~EIE7} “180 degree out of phase” TjA}¢lo & vjdE o] Q= A
I AT, AAEE 2 E A-olR FAA B 17 9 2332 Pinchasik 5319} ¢
ANA7s7d ol Edo] WAL A A5ttt SUQE A 13 E 2389 Wherem T
FRe =N S5 U,

Cordis A= ‘021 E3]o]&= “180 degree out of phase” TRl 3t E=Ho] 3o} ]
AR, S 5519 el JHAE AAldlol w3t A] Sberhal Akl kARt A
HLe 9] “180 degree out of phase” tlA}el d14-& A| 2|3t “wherein” & 3142 <l
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A3 71420k T4 ZHA

435Fth “Corners” g3t I sto], AWl “5F 7ie] FHo| £ 7S Adst7] flst
o] HE3}= A4 (a place where two surfaces meet to form an angle)” 2 455 o1, o]
@12 a4lo] estol Cordis AHs WejshAl ghgich, Rauale HAFH02 gLl Cordis
AFe]l JMOL A 717 9 Aded o2 A|&3t A= 42| 4o tigh 71 24-24 42 -8-3H3ith

{ Boston Scientific A}F2] 3Faxof 31 gt )

A2 762 53519 Wyt oA AlEH F He] il Adr|ee] g
ikl 1%5}93\‘1} Boston Scientific Ab= o] 23t |HH o] whto| Hijslgl o, ‘762 35
A& oA @75 "ottt 453t

_&

AL
ol
b
kd
}—A
O
_G.
)
(o)
[\
A
_‘L
- 1o
E
=
ol
_|>i
o
)
=
)
r e
=
o)
N
lr
l >
=
% m
o 2
o)
o
°
1o
2

H| o] ] H‘j/k4 /\1‘22 ZH]O]'OdE} a ‘:”\] 1= 7”?4:-5‘/]0}4 gt e fFoldlnt, o|F Dr,
Palmaz © i Hx="1813Z xR = Vascor, Inc. @ Shiley, Inc. o v} 00, o] WA=
19 A”IE T)gof tiste] AFGSE AlESEAL Sl Al7IATE, BA] B EA Rl = Al Bl A
A o) X7 A 5FA] &gkt 1983¢ Dr. Palmaz += 7HA % A= 2l “1983 monograph” 2F o] A
AAwE 7|4l Werner Schultz oA AEstlor, 1983 BIARA tjst AFAof ro{dA|
“1983 monograph” & &AM B AFAR}PA ZA tstof] A|E5HGITt Dr. Palmaz & a9 7]
& E5& Y5t 19854 762 E5|2A 52U

2 ARFOA Fa Y B UFA 7} gl AlghE FARRe] gt v 2 9= 15t K- 1
A7t S5HA AME RER HATEEA RS Adsiith WA gAY A
F7F EA5L7] S = HEEAl EA o] FAE A gkl HEY, AR A E dE
7% 5= &t GAARE S AETF BRI =AY w2 =R 42 Aolgt= el 7ItE 2
=tk Y

Boston Scientific Ab= HlF7Holl ik gHeld 7|dE QAFT 4= ASA 2k, A9l FA o
gk vja g fj= ol T2 Zdol dlelE Alwetttal Fsteleh Y2 Dr. Palmaz
S&%@%wﬁwh+%ﬂﬂﬂw‘ZLlﬂﬂE°WE£%@EH%4%H#%?M&Hl%%ﬂ%
o}, FAWYUE Dr. Palmaz®] 198049 % 198319] HicIoz Apais Qa8 ZHyEo| swst

=k
o

A oetha Bkt A o] BA-S 985kt Y-S Taxus Libert[d AlE2] A &
o ddste] A e RE A Hsta ]Skl on, o] Fita AlQfet mE Ftol A AR
Heel BEE A8t

5. History Map

(1)Delaware AHHY(2003-01-13)

BLeE
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20094 H|FEF B =

Hewlett—Packard Co. v. Mustek Sys., Inc., 340 F.3d 1314, 1318 (Fed. Cir. 2003)
Markman v. Westview Instruments, Inc., 52 F.3d 967, 970—71 (Fed. Cir. 1995) (en

banc)

Cybor Corp. v. FAS Technologies Inc., 138 F.3d 1448, 1456 (Fed. Cir, 1998) (en banc)
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AR R ARV

) al SYNTHES (U.S.A.) (Ya1—3}40l)

izl Jeffrey M, Olson, Sidley Austin LLP (Los Angeles, California)
. G.M. DOS REIS JR, IND, COM., DE EQUIP, MEDICO (3] 31—]&}
1y UL

EXY)
o3l Matthew C. Lapple, Covington & Burling LLP (San Diego,
\ L 2l

California)

2008—-1279 ( ¥®h) (FHALA} 1 2009-04—-17 )

Axay], s

Fas HEAYE
REVERSED and REMANDED,
A4 TAL SCHALL
AAAAHS 07—-CV—-309 ( A&} : 2007-02—-14 )

o141 9] the United States District Court for the Southern District of
cEEE California (CA ) ( DCT )

A EF] U.S. Patent No. 7,128,744
A -

ZleRol W AE APy 2A
HAYH olx sk / /
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H AFAL Synthes (U.S.A.) (©]3}, Synthes)”7} California G5-A|WHA ] A of 3F4A|7|
2 G.M. dos Reis Jr, Ind, Com de Equip. Medico

A2 GMReis Atell tist S8 3]sl A+
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Ao RN, g 55l= =4 1S g 2 Zdo|E AJAH 9 vl o] B35t Zolth, GMReis
At Bepdo) ZARE & IALRA, 2 SYo|EE 23T Aol H AF Y om Au|E A,
Az 9 Topshs slatol),

20073 29 1429-16YU GMReis AFe] 11 A elx}e]l Geraldo Marins dos Reis, Jr. 9 1 &
¥<Ql Jose Luis Landa Lecumberri += GMReis AFS t#sto] Za| o} AMr]ofatef A He
= 2007 American Association of Orthopaedic Surgeons Annual Meeting (©]3}, AAOS
et g]) of Attt GMReis A= FAE Sote] oAl 7He] AFE s 2 EY0lE
(five locking bone plate) A& &S A A|5H4 T

AAOS H}33]o| Al Synthes AH= GMReis AFS A2 744 £3]2] A& o] 42 o A%S
A8t Synthes A= GMReis APZF 24K 744 5815 Hefist= AlE, A28 9 AAE
Az, A, g gt A, o R do @4 35 U.S.C. § 271 182 $ustgicta 5
stgltt. Synthes A= GMReis APZF 147 & SE0|ES nj5oR #Hstal, ds 93
A& E =4 California dFAMH Aol ¢4 AddS 7PAGaL 250 H5l,
Synthes A= e o} At]of o)A del& 2007 AAOS Hsof o] Zx o= g A
o AARFe 2N Aol WAR I =439l GMReis Abe] 92 <l

Ae) e B8 AAM EolE AeH, ol Eal ALED ok Fel ot

il
1

3. gAddy #

e

20079 49 64 GMReis AH= €13 AjztE <]
g& 915t 2007 AAOS BFrs] 7k AP A
Hola 2] A¥E 7HA AL o] R Y9l o
ot T3 9hre] A7hE SR Al AR
floll sigshAl eF=rhal =33l

20079 549 179 Synthes A= Al dd-& 1% SAMAEAE AAsHA o, 20074 8
4 29 FAWAR= Synthes AR2] o]2{3t 414& Woks o] GMReis AR] Q12 Ahaof et
Az g AAISETE 20034 ©1% GMReis Ab= 24 du® A whekelo] Algs Ao
™, GMReis AH9] Al 7 2 &5 3ol gt Abdo] ghel et 317 GMReis A= vl=ollA
Fae Fistelon, HepdolMe] AMe-S el Ax7IAE Fullskalct. drbEoR Heapdo
M) Al S flste] el A AlE2 skl
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o
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2007 AAOS H&3] 7Fo] & GMReis Ak WAROIES F3to] Al 71 o7 B n]=of A 9]
FDA 29012 9J3} oA} A|F o] FHof| sl Fo]E ukattt o]of t)sle] GMReis AFH= T]=o]| 4] 2]
22 AASHE TAIS Ssiet Welol o Tng AR 9 AnAL WAl
e e hie 5o e

E
_-Eu
£ m[
%2
[o
[o

FAYPS A 7152 Boto] GMReis AH] ulFolA2] BEol Aua FHLS 1T A
3ho] Abd BAME etk Bekshey] thizel, GMReis AHS AR 3wl WAE A
a4 olytol thstel Aelshadnt Al WA SA AMEAY A ATAL] WAL DX el
2ghx) o $.2 APaty] 9Adtel theel Bk RAES Telstlt,

(1) ) 3zof Tt A e

(2) Hels ARshd) olol, WAel 2 ol

(4) AP~ thet 249 sidS A=t ol 71 A Al279] o]¢]
(5) AF3l 718F S 913 F-5 o]

‘6]—3]X4 ZHJ—}— ,194 HAE QA QL EE ATl @ ASZ A <l

= Bkt
B A0l St neF ) 8 Defoll, AU 2 oS Fat %&i 2efol
ek, shAr, A gRBA] Wk oefat o]
SOl B ) Wb A sl HE TS
e JLuLE mm SR AJRIE A W ole) 3 fael olelst
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Synthes M- Se109) B w43} THelstel xuer% 12 o] ojo] EAJTtet Tt
o T S A H T AR HA10) S Atolo] A H el FET} Tt

A 2w peste] WAL nloln, B8] A8 F7et Wste] Synthes A AL

MU A5 Ferta E %, A9 284 A Ex A

u)5 WY EAS gtk AEHOR, FAUAS GMReis

A YARSHE Ao] Feldoln] Agstctn W) A4 And TAL o fE

Synthes AH T2 Zsket A Ao) BAS w|sha B4kt
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5. History Map

(1)California FHAHHA(2007-02—14)

(2) A3 AaHA(CAFC)(2009—04—-17)

Holland America Line Inc. v. Wirtsild North America, Inc., 485 F.3d 450, 461 (9th
Cir. 2007)

Elecs. for Imaging, Inc. v. Coyle, 340 F.3d 1344, 1350 (Fed. Cir. 2003)
Genetic Implant Sys., Inc. v. Core—Vent Corp., 123 F.3d 1455, 1458 (Fed. Cir. 1997)
3d Sys., Inc. v. Aarotech Labs., Inc., 160 F.3d 1373, 1376 (Fed. Cir. 1998)
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2006)
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No. 43 Carnegie Mellon University v. Hoffmann La—Roche

1 A AR AR

i)

. . CARNEGIE MELLON UNIVERSITY

@ B THREE RIVERS BIOLOGICALS, INC, (¢i1—3}4-9l]

]l Frederick H. Colen, Reed Smith LLP (Pittsburgh, Pennsylvania)
HOFFMANN-LA ROCHE INC,,

ROCHE MOLECULAR SYSTEMS, INC.,

ROCHE DIAGNOSTIC SYSTEMS, INC.,
ROCHE BIOMEDICAL LABORATORIES, INC.,

6 3
THE PERKIN-ELMER CORPORATION,
LABORATORY CORPORATION OF AMERICA HOLDINGS (7]

51-3]34:21)
Stephen S, Rabinowitz, Fried, Frank, Harris, Shriver &

Jacobson LLP (New York)
A} 2008—09-08 )

=) wj e el
o AAAWHS 2007-1266, —1267 (H3) (HE2d
Aiolg
Fad HAe
AFFIRMED

LOURIE
95-CV—3524, 01-CV—0415 ( A|&LA}F @ —)

the United States District Court for the Northern District of

California ( CA ) ( DCT)

|AHA
U.S. Patent No. 4,767,708
HHES] U.S. Patent No. 5,126,270
U.S. Patent No, 6,017,745
T 35U.S.C. § 112
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2. AaElA

H A}A-E Carnegie Mellon University (©]3F, CMU) 2 Three Rivers Biologicals, Inc. (]
3}, Rivers)7} @A77t AR 224, California HFAYHAL w1150 2A7F He S3E
52 doter, i A+ 7| AEn e A2 Faetal #Egk Zlo| ﬂ/\xﬂﬂ shoich,
FAHAE 7| QEH O ARt A Faetal wedt 2 9 v e ddtoll= @ &7t ¢l
=HE, A B2 Q8o

c& k= vk, AlZ1d 2AYE (signal receptor), 44
FZR, 5A 59 7158 4gslitt, gA e o AzE LAE= EA o] DNA(deoxyribonucleic
acid)E &oto] YLETh A= ol2fdt DNA AR S o|-8sto] o]of g5t T dS A4t
sh=d], o]#gt #AS ¥ (expression)©] 2kl gt} FHAF ¥ 742 A AHtranscription)
% ¥ (translation) o] I4-& F3to] o] FojzIrh, A DNA JH=Z FE 3 RNAS
mRNA(messenger RNAYE AJAIBH= 7pgolo], Welnbg e AAmbge $oko e mRNA
2 5¥ opu|leAts 9k I ol

At (E, coli)®] polA FHAAH= DNA EA| 34 of| A 7]-53l+= E. coli DNA polymerase | &
422 otwsleit}, 1970 o] & E. coli polA §ARTF AFhAro] Ho] ¥t E. coli polA
SARE I Pl FRG AR (structral gene)@t TE X E| (promoter)E TLAETH TR HE
= AAE AR E = RS FAGE 7es AT AR YRy TR RE S Foto] A
At = EE Aoz 2dE 4 ot

S49] S A2 AAst= Arkek of#o] Jlom, AIAl SAFOR EARIT, wabA,

R B A EE Ao mA S BN e FUTel AvHel 2 o0
o U4 S0 U FU A2 716 oS0kl oIS JAUAAD, Aok BT

ks Aol o]t

= "|=E3] 4,767,708%.(0]5f, ‘708 £3), ul=E3d] 5,126,2705.(0]sF, 270 &
8]), u]=535] 6,017,745% (]38}, ‘745 535])7F wHst=dl, EF A4 WAYS U=
Alatet A z3E kA v E(plasmid)ol] #gE Aoltt, thAl A= polA F-4A ] QlafjA] 314 =
= DNA polymerase I (DNA Z3ta 4 I, 0|5}, Pol I)o|th, Esdim o] A2 o] DNA &
A= EE PolA 82 29 F9 AAE &A4Fglo] Adsita, o5 S AHRE= &
Au|ER AFQeh= 7ol At

13791 Hoffmann—La Roche, Inc., Roche Molecular Systems, Inc., Roche Diagnostic

220



Systems, Inc,, Roche Biomedical Laboratories, Inc., The Perkin Elmer Corporation,
Laboratory Corporation of America Holdings (©]3}, Roche)= A& o & A %3 DNA =
AL 2 Axshs Aol oA EAI7F El= AlE2 pLSGheh= ol5Y A2 =

20| E oft}, o] ZefAu|Elx 5345 Thermus aquaticus(®]3l, Tag) DNA SEaEAE ¥

AsA et

—

3. YA

19949 89 30Y il Roche A= ATHE pLSGH Aol 708 £3] W 270 E3]= A 3ls}
Akl A% A7|SH T

aL
HFH 9]0 Hor3lo]l DNA £8a 4 (DNA polymerase)= 3'—5 exonuclease S 72H= Ao

Roche AR TH-9] AT ANGHS Etels HEo] obalu

o

Al skt

(1) ‘708 E35|o] ALa} 1-19%, 22—-403)F W 43-4532 7| L8]] ALGE Fao| sfdsi,

(2) pLSG5 A|I&L 708 £3]9 A1 1-63, 10-193F @ 22-408-2 H&)5tA] Lron,

(3) 270 E35|9] e 1-23), 11-123, 14—153F, 17-183F, 20—-213}, 23-243}, 26—273},
29-30%; 9 32-36%2 7|AEH| 9] ALR2 Fao| sEditt= oFAlabE o] H ST,

19999 59 12¢ AR v|Refe] okAlbd AAS Qlgstdnh Hs| 4
pLSG5 A|EL 3'-5 exonuclease AL Ho|x| or=nl ot AEL 708 E5|= A
= Aotk 19999 8Y 199 A HPHYL Roche Aol 270 £3] Fao] 3t kA HAS ¢l
L3tk Sty ol A= g o] AAISH A o] 7| Ajet ASshes EAS 2§ o sk
4|, 270 £3]9] YAA ARES B3] g Wy o] e AlZAME (lethality)oll AR, A+
Holol= sl W8S 7IAskaL A] k= Aot

20019 6¢¥ 24Y A
‘708 E35]= DNA %+
a1 Q=4 ol A tgte] ygo

HFH ]S Roche AFS] ‘708
A

of
=
>

20014 1¢¥ 249 CMU =
3319 ch Roche A= 35 U.S.C. § 112 &0l oA 71A&
12-143%}, 23-28% % 30-33%c| Fao| allgeitt= oF4ld
23t Roche AMY] 45 wolEqtt, E3, 745 £3]9] 4119, 15-223
52 28] glo] uH] fAHRAL AlHEH o, o]Ft H4E X
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o e sk A5l SAE AEshA Eokdiok sid A= 71283k [ Carnegie
Mellon Univ, v. Hoffmann—La Roche, Inc., No. C 01—-0415 SI, 2007 WL 902548 (N.D.
Cal. Mar. 22, 2007). ]

4, Faygel v

dhg o] AbA|sh A

ESPA|A L] 7| EAQl 7|52 WS JfASk=E At S5 AR AR4lo] YAdskaL JHASE
dhgof fefjAut HHo=z g F4E 4= 9o, o|Hr}t W HE FHsteE 49 HE+=
Faolc, Hgo] AASH Aol 7| S53517] Hote], &AL 44 E FH=E HES
HAE Ba= QAT T 7|sEokoAl A XAS 7R A7t st S Q1AE 4= 9l
A2 YashA 7|4 elof sttt FAHYL BE EFoa] EAER] ¢k vhHg|ot2 1 E f-g
sl A2 AES Z9lehes ARG AU EE 23ets ALo= o tstal Aot

(1) 708 E3] W 745 E3]

FAHYL oF E3]9] g o] AAeE Ao A= AR Mo ot AFES FE 517 $5he]
ANz Zekavn| = FolZlo LA E ofof dtth= AL 7Fxela e, A2 iy wy ol AA
£ 9l3to] a3t ZanE AF9E 236t polA A H7IAYG L EAof gl A5t
QA gFepar Hostei

(2) 270 E3)

FaHYAL 270 E3]0 oA ‘708 E3] W ‘745 E3]9} nprix 2wy o] Al 2 A4S &
£atal QA HEsirhal woeldnt, B3, fAAE FEEE dhEots shgska A kil
S =

o. History Map

(1) California B-5-AHHA

(2) d<=3FAHA(CAFC) (2008—09-08)

AFFIRMED
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Regents of University of California v. Eli Lilly & Co., 119 F.3d 1559 (Fed. Cir. 1997)
Gentry Gallery, Inc. v, Berkline Corp., 134 F.3d 1473 (Fed. Cir. 1998)

Rodime PLC v, Seagate Tech., Inc., 174 F.3d 1294, 1301 (Fed. Cir. 1999)

Vas—Cath Inc. v. Mahurkar, 935 F.2d 1555, 1563 (Fed. Cir. 1991)
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No. 44 In Re Gleave

A ARG

Martin Gleave

2 o
Maxim Signaevsky
Marina T. Larson, Marina Larson & Associates, LLC (Dillon,
dardiziel
Colorado)
i al the United States Patent and Trademark Office
o Tdele Mary L. Kelly, Associate Solicitor, Solicitor’s Office. United

States Patent and Trademark Office (Arlington, Virginia)

gl A S 2008-1453 ( ¥w¥h) (A YA} 1 2009-03-26 )

AE2lE
FAA HEAY S
AFFIRMED
a4l ThAL PROST

Ex parte Gleave, No. 2007-4154, 2008 WL 867799 (B.P.A.I.
Mar, 31, 2008) ( Al&=YA} : 2008—-03—-31 )

the United States Patent and Trademark Office

Board of Patent Appeals and Interferences ( USPTO ) ( PTO )

UHE ] Serial No. 10/346,493
HHHY 35 U.S.C. §102(b)/103(a)
ZlesoF d AE Y-, o)
FHARA A/
2. A7

Martin Gleave ¥ Maxim Signaevsky (©|3}, Gleave) = 20034 19 17Y n|=LEF =
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=
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o 10/346,493% ()3}, 493 &)= n=53A N AEsAT. A Y 2do A+
o 1%, 4%, 158 9 18-213% 35 U.S.C. § 112, 1 2 ++8°) ot =8 % 35 U.S.C. §
102(b)/103(a) T+l 2%t ol A7s/d R Aol 2Ask] HAAAIESA SHAT

E5] g4 9 73R A Y3 (Board of Patent Appeals and Interferences, ©]5} ¢
5)) = 85 U.S.C. § 102(6)/108(a) 8] o3k 4Abe] BRHE Q1839et Gleave &= 35
U.S.C. § 102(b)/103(a) v+l AT A-AA ol FaA7eFAANE, Fad fd3]e] 4
B Agstrh Ql-g&HAskAH

3. A #d

493 92 "IGFBP—-2 ¥ IGFBP-5 of thet 5ol AAES 2he el SeaiwaE
gl eEl= W 7 A xHH (Bispecific Antisense Olignucleotides that Inhibit IGFBP—2 and
IGFBP-5 and Methods of Using Same)” 2 WHo] WA o7 5l o= EA otg|dlA BA}
o] A9t 9 oA 7]HS F3Fo] mRNA 7} = 7FA] FJefe] "I Qlad o AARIAt A% o
W2 (human Insulin—Dependent Growth Factor Binding Protein, ©|s}, IGFBP)” & w3
t= A2 AR sh= Aol w3k Aol

ot

493 29 AU Lol SA I O FE 9 o]S Eatsh oFshH ShatEe] 1 Axy
WS YT Qe 5t oS o] 5te] W] 2w BAT ool X

AR A 18 4%, 158 9 182189 djste] A-olf S8t
D L CEEE R EL SIS L

B 1L theat 2t

[a] bispecific antisense oligodeoxynucleotide, wherein substantially all of the
oligodeoxynucleotide is complementary to a portion of a gene encoding human
IGFBP—-2 and substantially all of the oligodeoxynucleotide is also complementary to a

gene encoding human IGFBP—5, and wherein the oligodeoxynucleotide is of sufficient
length to act as an antisense inhibitor of human IGFBP—-2 and human IGFBP-5,

FAAOI AL dg DB 1 ol 9ol 18-22 =] DNA @7] Wjo] sjain], A
Aol 9ol st E Fle] wet @d7)e] 27 w3 d7]o] X3k Hre] o] R Ao
= ) AShaL ik,

AAFRS Wraight 5-0] 293 PCT &9 00/7834135.(0]3}, Wraight Z¢)of 2J3}le] 7 o]
A& st9=dl, Wraight 2Holl= 15 97] 2ol AlA(sense) &2 EA S| LEHE
AlBEAL QSiTt, T3 Wraight &Holl= QbejAlAs £210] AESHA &8 9 54 Ao of
st 5o Aol tiste] dlakarl At Y= 493 EY2 A 71E<]l Wraight 93] &
AolA d7bsst Ao waste], Aol = 35 U.S.C. § 103 4l o5t AdAHE <

=L o
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el
Al Gleave = Wraight S /187 A48 7ol g 4ol 471 4ol 99
B AN A0RA B0 el BARA 7)5sHe 22 AT g R ofetn
% 4 FE YT 5 G ol AASHE SE ohn, B4 Fite et 4B}

=
84 0BG A = ohlekn sk

Foyee By RS Solol § 102 149 o3 Ao BAL 8RS Sl
SEERAE 92 AASH: AR Pat ok ARSI 23§ 102 749 o
75_71%@% 95 ;6371 of EAfst T AR BAL § 12 FHo] AATA
1

MH EE‘OM Hohe= *HE$ E«l m‘%ﬂ oHEHfPD} ol T wy
T, ok wredeh Wl Aejrt Fojmjofof shuf, 24 xpAof At FojdE o %i%
b, wheba] A §102(0b) F0l ZATEe] A 17, 4%, 158 2 18-219& AH

(DED] a4 7944 4293l (Board of Patent Appeals and Interferences)(2008—

(2) AY<=3FFAHY(CAFC)(2009—-03-26)
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Eli Lilly & Co. v. Zenith Goldline Pharms,, Inc., 471 F.3d 1369, 1375 (Fed. Cir, 2006)
Net MoneyIN, Inc. v. VeriSign, Inc., 545 F.3d 1359, 1370 (Fed. Cir. 2008)

Impax Labs., Inc. v. Aventis Pharms. Inc., 545 F.3d 1312, 1314 (Fed. Cir. 2008)
Schering Corp. v. Geneva Pharms., Inc., 339 F.3d 1373, 1380 - 81 (Fed. Cir. 2003)
Vas—Cath Inc. v. Mahurkar, 935 F.2d 1555, 1562 (Fed. Cir. 1991)

Minn, Mining & Mfg, Co. v. Chemque, Inc., 303 F.3d 1294, 1301 (Fed. Cir. 2002)

In re Gartside, 203 F.3d 1305, 1315 (Fed. Cir. 2000)
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No. 45 In Re Kubin

L AR AAARRE

izl

Marek Kubin

Raymond Goodwin

Barbara R. Rudolph, Finnegan, Henderson, Farabow, Garrett
& Dunner, L.L.P. (Washington, DC)

the United States Patent and Trademark Office

Janet A, Gongola, Associate Solicitor, Office of the Solicitor,
United States Patent and Trademark Office (Arlington, Virginia)

e 2008-1184 ( ¥wh) (A LA} 1 2009-04—-03 )

ARl g

AFFIRMED

RADER

No. 2007—0819 Ex parte Kubin, (B.P.A.I. May 31, 2007) ( A&

Az} 1 2007-05-31)

the United States Patent and Trademark Office

Board of Patent Appeals and Interferences ( USPTO ) ( PTO )

Serial No. 09/667,859

35 U.S.C. § 103/112

B
o,

2
~
ol

AA7IA 84 /

XAz 4101993 (Board of Patent Appeals and Interferences, ©]3} ¢



A3)) & nZEFEY A 09/667,859% (°]3}, ‘859 &) = 35 U.S.C. § 103(a) +A ol 23t
HAEA 87 54 9 35 US.C. § 12 1 137400 23t 71 a7d BuE o]¢=2 At
Marek Kubin ¥ Raymond Goodwin (©]3}, &4:21) 2 o]of g4A|7] 3t} FAHAL ¢
As)o] AFAA Y 277 lrkal ddste], YUs|o] AAS -8t

2 A2 g Ao dgt AeRA, diiEe] B4 9 sdsh= A A A
g2 sty Ealsls Ao Wt Aotk A0l JAdarsAxE A % @7HE (Natural
Killer Cell Activation Inducing Ligand, ©|3}, NAIL) & && % Z2]4
Ul EEE Askinh Ads(o]st, NK) AL Z425E &
280 Re-=d Fagt 98-S ¢=3st= 1 d WYL Aol NK A2
o %Eg}j_ x}_;a; L e i B2 2 A7Ith NAIL & NK AlZ2s %“éﬁ}ﬂ

HAA = NAIL Z2|HE 9] ofu| At A& %%6‘}1 oltt, s e NAIL Zge =
gol= A4S WAISES T Yobrt, NAIL
. NAIL-CD48 Z3%-2 NK A3z o)A

S A ok Aok
73. An isolated nucleic acid molecule comprising a polynucleotide encoding a

polypeptide at least 80% identical to amino acids 22—221 of SEQ ID NO:2, wherein the
polypeptide binds CD48,

E3 3452 2709 SEQ ID NO:1 2 SEQ ID NO:3& HH= 2719 Ze]HEY Qe &

A& Bkl =, SEQ ID NO:1 += NAIL & 574 79 o] & 2

Hol| SEQ ID NO:3 % 1 2] NAIL $-AzE o183} A

9 e irEY g = ot BAAA = TYUe AT 544 ZE= NAIL 9 HolA|
o

249 7hs A

o
o
rlr
oot
B
r o
12
m{N'
r+°

12 35 U.S.C. §103 774 2 35 U.S.C. § 112 742 R AL %2314
Sstgick, 85 U.S.C. § 112 740l Bsto] 91981 BAA] 71400 2JshA 50
F 73%9] AT 4 RE-S WAt SEQ ID NO:2 9 80% +E4 U4
A& DY DNA £ et TAHQ WS A o gk seks)

32 o 1 Mg
.-Q HI N F?,‘_l i

52 X

o

]

35 U.S.C. § 103 #A ) #3lo] $JUs|= uj=E3S] 5,688,690% (0|3}, Valiante 53]) ¥ 2
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2009 u=-

Joseph Sambrook et al., Molecular Cloning: A Laboratory Manual 43—84 (2d ed. 1989)
(o]st, Sambrook) ] Z3tof oJste] 2pgsiriarl st

Y AALe) BARA F2AE NAIL & 2ok SA2E Eeloia A28 e
$)5te] Sambrook AHRelA AL Gl 7120 WHE olgstadrtn Beksielch. $lsls
2210l HT51I 9= DNA A2E cDNA 2ol B ejeo] 4 Belel 2024 Valiante 53]
A FHAIBHL Qs e ol gstalTt, Q1zke] Moo NAIL Gl o] Safshs $ag
Fe Teis) 2 o, NAIL cDNA 8 #ejshe 291e] 7HE Qlafah alg 7|4 Hofol A 54
o 4L 4A A 71 £ HES ol gdtel B7] Fold 4 gk B

>
=
oZ
1o
Mo
Y
u
>
N
o
rE
rie
flo
o
B
rO
1o
Z,

AIL DNA 9] EajilHo] AX 20 & Valiante £3]
% Sambrook A= A3 FUstth WHSHh FAE A 7184 28l AHE A
HIEE ARE FA7F 248 gk

Sk o
U A2 AEY 28 DAY 8 T E= o] ofd, A AHA|] 5
TL]—

A 715 Valiante 53] NAIL o tfgh ofu|i=Ail Ad Ei= NAIL F-A%}o] it Z&+F
FY LE = LS AlFstal QA grb= FS yER A Qi)

4719] ol R 2 Qloto] FAUUL FA210) FFFS WEAY BARA Atk HAL 9]
A319) Aol 9RF GeS HASh ufebd FAWUYL 35 US.C. § 112 79 2§ o
o el AFHHA ergrom, slusle] 242 gstat

o. History Map

DES FA 9 7Hadx 29993 (Board of Patent Appeals and Interferences)(2007—

(2) AY=3]F4A(CAFC)(2009-04-03)
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6. A-&AH

Graham v, John Deere Co., 383 U.S. 1, 17—18 (1966)

KSR International Co. v. Teleflex Inc., 550 U.S. 398 (2007)
In re O'Farrell, 853 F.2d 894, 895—99 (Fed. Cir. 1988)

In re Gartside, 203 F.3d 1305, 1315 (Fed. Cir. 2000)

Para—Ordnance Mfg., Inc. v. SGS Imp. Intl, Inc., 73 F.3d 1085, 1088 (Fed. Cir.
1995)
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No. 46 Cat Tech. LLC. v. Tubemaster

1. AbA AR

2 ol CAT TECH LLC (ga1—3}40l)
David M. Gunn, Beck, Redden & Secrest, LLP (Houston,
izl
Texas)
1 o TUBEMASTER, INC, (3] 31—1]3}4:2l)
3¢l Dennis D, Murrell, Middleton Reutlinger (Louisville, Kentucky)

Fai] AHAHE 2007-1443 ( &¥tb) (A LA} 2008-05-28 )

ol
g4 AL
AFFIRMED
a4l TAL MAYER

A AR S 05—CV—3050 ( AAL=} : 2005—-08—30 )

the United States District Court for the Southern District of

A

Texas (TX ) ( DCT )
LHES] U.S. Patent No. 6,905,660
AT 35U.S.C. § 271

ZgZo R AE shet Sl ¥e]

e R AR AAAA) /1 A s /

2 AFAL Cat Tech LLC(0]3}, Cat Tech)7} TubeMaster, Inc.(°]8}, TubeMaster)7} A%
3t 29 A*|(loading device)”7} BB} Q= 471R] FLAISE ojuyst A= n|=+EF] 6,905,660
3. (013}, ‘660 E3])E HslsA] Fotrh= A Ao it FAE A7|g Abdelct,

FAHYAL ‘660 5319 3~TF2] ‘spacing element’ 7+ 849] 4o 277} §lom, v
<] i—]"l%@% At A Ay ¢ 847t gles Selskit



‘660 53l= s FE(multi-tube) 33t W72 S0 YAE A= 2F FAE A
&ol= WS AR ts FEE Bke7le dubdor 4 HY Aor 3 |44 FE
£ Zst=tl, FE AlE(tube sheet)ehal dh= Bhg-atol Qa4 7} ZREo|A A€}, Cat

Tech AH= 313} W37]0] 51 AES e 4 YRS Xt H4)o Sdo|=g AHgshe
e B7stah Zoi olelat Seo|Ee] Weixn] vhgy] FHWE Lelujeitict

S 2 QAbgo] A Albridging & FAG) GI5] 4ALA W) Rz 2
Jujolof Bt} Zuf YxSo] FAlo| Mol UgY] FHE Sol7b Hul gARL Aol
sl B0, oleld @S 300 W % Bask ge uel REg mold Brh 660
Sl olele YARE AN HAaseln thoket A7]9) W] RuE 295 SR WS

_\ﬁ

fr

30 flo o

660 S5 ThE R UgTIWE 295k 94 B dxe) 3] Bot e £ 2
Zelo= Afolo] F7hS AMAISEL et olejst TAHe WA (B4E) L BB QXY 4
A AT, ol 660 S319) Sa 33 W 43, F43 53 YA TakelA] st

A
_(H
o}, ‘660 53]% =53] 6,409,9775 (0|3}, 977 E3))9] HREUO RN, 27| ‘977 E5|of|A]
&
s
791

i)

spacing elementS FT5LT Qx| QFOkAIR, F&ol A AT Zdlo|E Apolo] AelS &
USIE, YA 9T S3jol dsiel SYTL AV F4Y AYLLAAL S
g R AL gRelA Akt A

f

shglEnt, QIHE Edlo|E Alolof AR o] A

Bgstod Cat Tech AR B4 AASHE, $4F2] o FE& TUIEE SYFL
HASHRA, AT FeolE Aold] AE Azl Fi A 3

Yok, oo azpgoln, oleig 74 % HIE AN
2 o2g ARed. olF s AT SRE,

2

Cat Tech Ah= ‘660 5315 =WotHA 4719 5H€E 23otes AP 2AS 84qich 22
of ERee B9 B2 2 spacing® UT ATFAIE EH Aoloh, WAHS el
FAE 7ML Qe =Y AAE AL e s SERANRS Q1AL UmR| SR
A-sh, ot ZE FH Y 2YAAE AAVFs stes WAL oA siEskaL QLA obck
= Aol

TubeMaster A= Outage Loading Equ1pment(0 3}, OLE)2 482 24 AAE 0]8-35}o]

o]
ug7] RHE 202 910471 B Agstdct. TubeMaster AH= OLE 32 $15te] 4
el the FAS Aestel AAstae, wE Aye] Sdol =g et 4] Z4zte] 7
Aol A QIR ZellolEAtol o] B1HEe AR Euf QASo] Hdo|E Ao Wold 4+ gLt
Z83] 2 Zojqirt,
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‘660 E3]7F 37157 3 & A<l 200549 59 TubeMaster Ab= Z0jE 29 3h=d] glof 39

A TS Aest 2YAAE A zect, BHO 27, BEHAlo|o] 27k Zu) ¢zle] F7] U

ool Wgk &= Q17] wi&of Z+2ke] §hg-7|+= o]9 Eq'ﬂ]’/ﬂ W3t} TubeMaster AF2] OLE 24

A= FaEe w8719 A7)0l wekA Helr] ol o] A7 = Al2E A =t

TubeMaster AFQ] 4 7}X] 24 A2 LAL 11 Mo] FE31= FEof W= 4= QL= o|8Ao 7
< W7 FHE AN 5 =S AAE

Cat Tech A= TubeMaster AFS] OLE 29 Ax]7} ‘660 =y
718k 01, TubeMaster Ab= dE535]9] BIHs o] el 9 S5 Fa/aARMs Fohs W
= A7Iskch AHEE 2AE 559 FAHe £ siAE St s Eden, 4 1,
2 9 40 o] v ] 2HQlS A8h= TubeMaster A2 =&

A HH AL LA 39] Algo Wale] ‘660 S35 HdfSHAl ek
3} spacing 3HYL HA| 20 U7 WolA 22 Q1S ulE =53
3tk TubeMaster A2 A4 30] AA| Zuf YA7} BojA =2 5}
'660 5319] spacing $d= THE3HA] th=the Aol

[e]
AR o] a4 of 3 7} %—% A| &3t
20054 5¢¥ TubeMaster Abol|A] AR&3E JL4] 39f i3t v|Rse] 2 Ao =
AL 660 53]9] ‘spacing element’ 44 %—'5 =A] ofFojt} AR E PSS
A A7 o 4= gk SE3] IA = &2 spacing ¢l A2 Y
Cat Tech Al= o] A AL sfjAof Hitfsto], g2 ZHolE Ato]o] BmE ¢
A S gAY = Hop 2-S D Q= glrka %3}‘2‘3\‘:}. Cat Tech Atoll WEH g2 L Q
gt A719] ZgolE Atol¢] gt H(‘pinch point’) 4 A T TR ghth= Zo|t},

o

olo] FLUBE HFR BAPH, BN © SUoIRS Fta) ¥ o, ‘500 Sz 1
ZelolE Apole] w Al F Ao =7 Rk Folof S HE BRE Frhs A

= 7]
A AFE AAT = QU= Aom AEWRH
o. History Map

(1) Texas FHAHHY (2005-08—-30)
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(2) A3 FAHA(CAFC) (2008—-05-28)

Teva Pharms, USA, Inc. v. Novartis Pharms. Corp., 482 F.3d 1330, 1336 (Fed. Cir.
2007)

Amana Refrigeration, Inc. v, Quadlux, Inc., 172 F.3d 852, 855 (Fed. Cir. 1999)
Arrowhead Indus., Water, Inc. v. Ecolochem, Inc., 846 F.2d 731, 735 (Fed. Cir. 1988)
Minn, Mining & Mfg. Co. v. Norton Co., 929 F.2d 670, 673 (Fed. Cir. 1991)
Genentech, Inc, v, Eli Lilly & Co., 998 F.2d 931, 943 (Fed. Cir. 1993)
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No. 47 Prasco v. Medicus Pharmaceutical Corp.

A ARG

9 I PRASCO, LLC (Y3134

William A. Rakoczy, Rakoczy Molino Mazzochi Siwik LLP

i
i
=
L)
rO

(Chicago, Illinois)

MEDICIS PHARMACEUTICAL CORPORATION
IMAGINATIVE RESEARCH ASSOCIATES, INC. (331 —1]&49l)

Matthew D. Powers, Weil, Gotshal & Manges LLP(Redwood

Shores, California)

v 32| el

Faal APARS 2007-1524 ((Lut) (AL 2008-08-15)

AE2lE
FAA FHEAY S
AFFIRMED
a4l ThAL GAJARSA

HHAH S 06—CV—-0313 ( A=A} : 2006—05-25)

the United States District Court for the Southern District of

A3
" Ohio (OH ) (DCT)
U.S. Patent No, 5,648,389
U.S. Patent No, 5,254,334
Be=s
U.S. Patent No. 5,409,706
U.S. Patent No. 5,632,996
T 28 U.S.C. § 2201

g2 R AE AIEA

i R R AAEA) 1/

2. el

236



E AAe ZHp o] shelmb Ao tigh HAAPA S 2 A YAl Prasco, LLC (0]3}, Prasco)=
1 11 Medicis Pharmaceutical Corp. and Imaginative Research Associates, Inc. (©]3}, T
S)oll skl Aate] AlEo] BSe] B8l AshalA] erskehs S wsle] BelE Fol
SIS Attt & AP AL Ao ZFstE Ao R, A AeE ¢ty
24l M2 A A ARG 9] AARE ddsfjof g

Medicis A= TRIAZ® AFE2] benzoyl peroxide AAAIE wfjsh=d], T AlF2 4712 &
5] et I}

n)=535] 5,648,389% (°lst, ‘389 §3]), n|=535] 5,254,334% (|8}, ‘334 £3]), u|53F]
5,409,706% (0]3}, ‘706 £3]), n]==E3F 5,632,996 (0]3}, ‘996 £3])

ot Mo |l

Prasco A= OSCION™ AF3t 9] AHF benzoyl peroxide A& #ufgtc}, o] A2 Medicis
Ate] TRIAZ® AEF2 2202 ARSI et 389 53] Medicis AH2] AfolH, 344 &
3], 706 E3], ‘996 E3]= Imaginative Research Associates(©]3}, Imaginative)2] &&=
Al Medicis Atel] AA] &]2HE] i),

20064 59 269 Prasco AH= & 442 A|7|51%=uE, OSCION™ A|Fo] 389 53|, ‘344
53], 706 53 ¥ 996 S8 WastA A= I EE F8l= AoIglHh Prasco AL
IFEE 7 FAol= OSCION™ AlFoll thek npAg & Al&str] Aol iAlqt, - 7 O
u};]]El Agof tigt AA A ExS sho] 2 AT Medicis AH= 35 U.S.C. § 2879114 774
SHe S| RAIFE F53517] §lste] AlF B¥ 47)9) §SWES TRIAZY AlF HAGHL.
], 2005L=1 109 o2 NFAE E31-EE ol F& o Prasco A ¥ oh2 SAHES AR F
SNa5-& A7IsHATE Prasco Al OSCION™ Agite 8 Fu3 A7) F 7HA1 9 AHdE &+

s, vis)ol 2l wde Hstsi.

Ol

|

 ANEAY B

(“case or controversy”)?] SAL o|fE i F4 RS F
skt 2% 9 @At A= 3§ Prasco AR= Medicis AF Y Imaginative AFojl 7|
OSCION™ A& A1E 9 A& 25S 2ylon] OSCION™ A&y} et 4712 535|335 ©]
2 folA EAAA] At gekS a8ttt IlES oo FstA] ettt

o] MedIlmmune, Inc, v. Genentech, Inc., 127 S. Ct. 764 (2007)
HAE W AS, APHAe Ao A (Amended Complaint)ol] KHSP 7128 A2 ol

t}. MedImmune AFAoA njldo 9o “H o] 24w choksl AFAE A7) HEA A3
= o]o)E Zh= FARRLE Atole] el Aol H et i SAAT FAAAS zh= ARF A
STAE 2R AE BolS= Aotk ehal wAlske] Elab A oA el AEHA Heke] A7)



20094 1| ZE 3]

4, Faee) B

FaA oA A7EH FUs AHE E ALAA FAE AL E0] Declaratory Judgment Act
9 o] AYHH Article HI oAl FATI= AFA AL ZAE Q2T 4 =X 9] BA AT}

Declaratory Judgment Act = th-&2 A3}

In a case of actual controversy within its jurisdiction . . . any court of the United
States, upon the filing of an appropriate pleading, may declare the rights and other
legal relations of any interested party seeking such declaration, whether or not
further relief is or could be sought, 28 U.S.C. § 2201,

2ol A Article 1T oA FAsH= AR BEAES WSt d, ARKIAAS 4%
stz HEALY o]oE Zh= FARLY HETA O IFT vhE A ola A ("definite and
concrete”)olo]of 5}, A4 (“real and substantial”)S 7FAoF §tc}. Prasco Al= W ER
- ojugt dAAQ ‘ﬂdx—i S Thx] ¥efo | #1152 Prasco AFE AUE E5|e) s
ol gt He] FHE 5HA] eFoith, ©A], & aFy T gl ohE ekl 58 aFo] A
L AP 9 Sl el wet Steto] A%akA] ok olch, olelat AHITES 2 Prasco A
7F AR Y Hyow Fultt fdef Atk AHE S5 o EFEslt

11 r—:
o

o

1l

lojof @it Prasco AHs 53] vl A aoh Belstol U HAMANS FoRAL, A A
Aete 183 & uj, Prasco A= B2 AYSAH Article I oA 1785= AFAS] AEAo o
shol Q1shd FAT. mebd FANAL GEAY] TAS ol §2 AAS Zske AEe] B

shelmae] 378 AL & FARIo] EAsHs 241 Bgo] B AUH Aol
[e]

o. History Map
(1) Ohio FHAYH (2006—05-25)

(2) AY=3gAHL(CAFC) (2008—-08-15)
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6. A&AH

MedImmune, Inc. v. Genentech, Inc., 127 S. Ct. 764 (2007)

Teva Pharmaceuticals USA, Inc, v. Novartis Pharmaceuticals Corp., 482 F.3d 1330
(Fed. Cir. 2007)

g., Glaxo Inc. v. Novopharm Ltd., 110 F.3d 1562, 1571 (Fed. Cir. 1997)
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No. 48 In Re Basell Poliolefine Italia S.P.A.

1 AV AR AR

2] ol Basell Poliolefine Italia, S.P A,
Azl Warren K, MacRae, Loeb & Loeb LLP (New York, New York)
1] al the United States Patent and Trademark Office

Thomas W. Krause, Associate Solicitor, Office of the Solicitor,
United States Patent and Trademark Office (Arlington, Virginia)

A APAHSE 2007-1450 ((€E) (HE LA 2008—11-13)

A58
Fad Ay
AFFIRMED
Faal AL NEWMAN
~ . 0]
AN No. 2007—0111, slip op. at 47 (B.P.A.I. Mar. 29, 2007) ( Ala¥
A} 1 2007-03-29 )
the United States Patent and Trademark Office
AAAHA
Board of Patent Appeals and Interferences ( USPTO ) ( PTO )
HHE S U.S. Patent No. 6,365,687
T 35 U.S.C. §102(b)/103(a)
ZlsEoF 2 AE 3l aEA
HHRYA olFES / AHA /
2. AHduR7

AL Basell Poliolefine Italia, S.P.A. (©]3}, Basell)7} n|=2E3 A E3] a4 2 7+
%é'} X101 9] 3] (Board of Patent Appeals and Interferences, ©]3} €1¢3))7F W&l &= 719
Aol FaA71gE Abdoltt, 2 AR u|=53] 6,365,637% (]38}, ‘637 E3])ol thek AA4lA
A -(a Director—ordered reexamination)o| A H|ZEE| At w|ZEF A AALE 687 E35]9]

O
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HE A4S 35 U.S.C. §§ 102(0)/103(a) 2 A4 o]553] 3l oA A-ZAARsAL, <
3= olegt 24 J%ﬂ . A o5 ES] Y A&l gt AFEZAA A oA HdF]
= 75 kA otk wdste] a2 91U A S A8ttt

‘687 3= “EA Ex3) slol=RvtEe F3 W ¥53 FA(Process for the
Polymerization and Copolymerization of Certain Unsaturated Hydrocarbons)ol 33t %
O &2 20029 49Y 22 2= QIth Giulio Natta (0]3}, Natta), Piero Pino ¥ and Giorgio
Mazzanti 7} WYX= 7| A= o] 1o, Basell o] &Hlo|dTt,

‘687 E3]= 1954d 79 279 Application No, 25,109 & A do|g & 3}= o|gg]o} &
Yoz oy FAEo] glott Hrye x4 CH2=CHR ( R & o]Ar9] Azl B A=

229 g (cycloaliphatic) ght]Z& Z§sl= 3} OPa_lHEl gz )2 Zve B3 sfo|ma
7HE9 35 FAolth FMEA dFulE I I9E 9 Hey 27 eSS o83t
SH Fe 19 9 992 o5 Ak

1. A process which comprises polymerizing ethylene with an alpha—olefin,
CH2=CHR, wherein R is a saturated aliphatic radical with 2 or more carbon atoms
or a cycloaliphatic radical, in the presence of a catalyst obtained by reacting an
aluminum alkyl compound with a catalytic titanium halide compound,

9. A process for preparing a copolymer comprising copolymerizing monomeric olefin
molecules comprising a monomeric vinyl hydrocarbon having the formula CH2=CHR,
wherein R is a saturated aliphatic radical having at least 2 carbon atoms or is a
cycloaliphatic radical, in the presence of a catalyst comprising a catalytic aluminum
alkyl compound and a catalytic titanium halide compound,

itz o 2 Elehy g2 st dFulE &E s ol8she dut-&dd C4 B &9
A F2(53], g9 gasielEe] S 34 Hdteh

3. gAddY #

i

2002¢ 6¥Y 7Y n|HFESF AL Y AAFERF(Director—ordered reexamination)E A 251
o}, slid AXF= Natta 7F 7HA 3L QA9 E w]=53] 3,256,2355.(0]58), 235 §3]) ¥ ul=5
3] 3,403,1392(0]3, ‘130 S3)9] THNMY ol ZEF ojite] 2AL T Qolch, A
2o A AARES Natta o] @7H9] 5391 nj=t53] 3,317,49635. (]38}, ‘496 53]) 9 v]=53]
3,582,987 (]38}, ‘987 53]l AT 0|55 AHAARES shct.

200511 39 309 91918l MM o|FES APAHL A8t 98l one-way
test® AH AAY o253 ARARS FEStGOm, Aol APAHE XS
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?1¥3]= 35 U.S.C. §§ 102(b)/103(a) 2§ o] Fe} #Hsto] nj=1E35] 3,058,963% (|3},
Vandenberg £3])7} 53|/l @3] Fa3h /\}30% A Z-gtctar J&Lﬁ}““:} Basell A=
Vandenberg £3]¢te] HA A SAH F4S AATA] 5350] Vandenberg 5315 Q1873
o2 A HssH =9tk 93] Vandenber 5049}4 A A 687 53] 2] H4a 1- 46L
8-133}, 159, 21-269), 283}, 318}, 323, 359, 39-443, W 48-5282 o A7 55l %
T8 1-5282 Apgsiokar ghekodct,

20074 3¥ 294 9|Y3 Vandenberg E3]o] ZA%E 35 U.S.C. §§ 102(b)/103(a) A&Z
A 9 YA ole5s 2 Q-8skch Y3l = A =43 HHste] Vandenberg
5519 1&d AME, Vandenberg E5]o AT A7 B AR deellA EAIF o]
Uohar 2 A5kl AR A A S Q185

T oA Basell A= 987 53] 687 5312 2= AARPAlA o|v] MHEHUE AL
ZA AHAPER A A AEE = fle 2-oIH, Ade7E SAR AL 71A%tE L/77)
oltha ZAsleich E3 687 £35)0 M2 YA HAY AEA o] B Gram factorE B4
FA oA ¢Y3]|= 022 Wl AT T3 two—way AEA] o] 2ES EAS Ag
sjof ow oo &7E Matttal FAsAT. A A1 A2 BF n=E5sA o vt

Jlm

= Teltt

FaH A 687 53]z ‘987 53819 oA A o]F5 5] il ofsto] EFs 4 ¢l
okl ekt oS5 89 HAE TYUE e A #eIue Wil tigh A Al
535149 E&717F A4S BAsk=T ek o553 AR5 A4l qlol, one—way test 7}
dvtH o g Agejn o] HpAoA MRS EUE HrFdo] S5E FFFe] dAA A
A A RS AT EUNY Ao FAH ] FAHA &2 BFoll= two—way test 7P
Agd 4 ot Tl digt AARE WAl Jgste] F5E Aol liﬂﬂ 785 AR
&g Fgo] U FFFY] BA A AEEA AR5 A FaAe A 7= 74

% o] 210 5

a4
24 gl e A erem, 919l

987 539] Q185 AHaI} Tstel, 987 Balt THE 552U TpgelA Q18E BHow

4987 S Sl A el ok dshEe Ao slel, Sl et 9 3

FEE AP G 687 St vlwste] BhE FTYL /AT U Hskelet. 987 5

39 AgRACRAY AFS A3 T2 YL VAW AFO2A AFEAOR Mg B
7} gle-2 st



A3 71=gord &

9%} ‘987 E3515 HlaLsto], ‘987 E35]9] A1 1%

FAa AL 687 E5]0 A1E 13 ¢
T30 whegt A8 A sttt A Iskgich, ey T2 AE W dRuE ¢
7] Zu)2 Al3E B Ld|u x0] ZohbgS ol oerl Holth ol wche] o

=)

o. History Map

(1) u=E3 53 I 9 - Ao Ys](USPTO Board of Patent Appeals and
Interferences)(2007—03—29)

Ss|AE2%

(2) AF&33AHA(CAFC)(2008—-11-13)

In re Emert, 124 F.3d 1458, 1460 (Fed. Cir, 1997)

In re Portola Packaging, Inc., 110 F.3d 786 (Fed. Cir. 1997)

In re Recreative Technologies Corp., 83 F.3d 1394 (Fed. Cir, 1996)

In re Lonardo, 119 F.3d 960, 965 (Fed. Cir. 1997)

Eli Lilly & Co. v. Barr Labs., Inc., 251 F.3d 955, 967 (Fed. Cir, 2001)
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No. 49 Henkel Corp. v. The Proctor & Gamble Co.

L AR AAARRE

2 ol HENKEL CORPORATION (3}4:21)
Tdeal Rudolf E. Hutz, Connolly Bove Lodge & Hutz LLP (Wilmington,
Delaware)
1 o THE PROCTER & GAMBLE COMPANY (T]3}4~2l)
93] Mark A. Charles, The Proctor & Gamble Company (Cincinnati,
Ohio)
FaA AFAHS 2008—1447 (Gdl) (A LA} 1 2009-03-18 )
EERES
o HEYE
AFFIRMED
A Al THAL LINN
A A
A A AN Patent Interference No. 105,174 (B.P.A.I, Mar. 28, 2008) ( A|
eIz} 1 2008—03—-28 )
the United States Patent and Trademark Office
CRED!
Board of Patent Appeals and Interferences ( USPTO ) ( PTO )
HHES U.S. Patent No, 6,399,564
T -

=

of Patent Appeals and Interferences, ©]3} ¢J¥3]) 9

o=

244

swoF 9 AlE A7IAIE7E AA

SRR A AR A

AFAL Henkel Corporation (©]3}, Henkel) ©] &3 Q] °J§(Board
24, 9

A A o
Procter & Gamble Company (0]}, P&G) o] LHof o3t A ¢L 3?—043}‘5\‘4. Pt

_?_
ot
[P
e
=
X
i)
Wi
2
JE



e 9191819 Aol AW ZAe| ofste] SUHE T glrkn wersto] gt
B Aol A el 714 BR0] BAS 2 AA FHe) 47142718 AAel Tt Aolct,
P&G AFS] W53 6,399,5645.9) H7ak 19+ & AbdelA o] ¥ Fyatolct,

A detergent tablet comprising a compressed portion and a non—compressed portion

wherein:

a) said compressed portion comprises a mould and dissolves at a faster rate than
said non—compressed portion on a weight by weight basis, measured using a SOTAX

dissolution test method;
b) said non—compressed portion is in solid, gel or liquid form;

c) said non—compressed portion is delivered onto said mould of said compressed

portion; and

d) said non—compressed portion is partially retained within said mould; and wherein
said non—compressed portion is affixed to said compressed portion by forming a
coating over the non—compressed layer to secure it to the compressed portion or by

hardening,

3. e wt
Rol SgomA, HA ghE REo] HIERENT WE SER

2007@d %0 9w 3AAFA[ Henkel Corp. v. Proctor & Gamble Co., 485 F.3d 1370,
1375 (Fed. Cir. 2007) | ol &ared o] F 9] Agted& Adsant, ®3h, &
AR S Henkel AF7F 19979 54 o] FAI- A EA17F Bl= W9 sHyof tisto] 14S shar
otk A2 weba, A Y-S Henkel AF 2 P&G AFQ] Wy Aol tist 71244
< B5F 97)skar gkt
ShsAlol A 91Y3]= P&G AR Wiy Aol tish oA A 7] Eo A P&G At
= 8 SAHE F5to] AAE Henkel AP7F S A3} g Al7| Bk o]l Ao sl g
< eSS dSotuntal skt 2utd o2 3= P&G Atef WY AES F

£

AMPEALS 2007 B o] B4l WAL PG Ate] WAk 19979 59 7 A

245



20094 1| ZE 3]

I Fefe] AlAle] gl distol Q4star &y

N
o
o
)
o

= FAEE A 4 jlokar
‘A2 A gk o] 413 $H(actual reduction to practice)” AL U537 Y= WA=
(1) &g o] AAjofE F448AAY interference count & E& S A= 3485 3
9SS =ala, (2) YrE EHoF dgo] A5 R nE oAAAS 19SS ZHd|of
o}, gl TSk dig o] AA 97 HER AEelYal, BE interference count 84S 55

Sh% 54402 lAsiof i,
Ae2l= AEd 7% v Al 79l 7100 SJste] P&G Abe] AdE A sk
(1) 19969 11¢¥ 2294} Alasdair McGregor 2] ¥4 7| =
(2) McGregor 9] ¥y A1
(3) Sabine Metzger—Groom 2] Y7t H 114
FaHELE 7] FA0 23t Y939 Aol e77h flokal westo] 913]e] 44 <

DETF 4 U 7H948A}F 412993 (Board of Patent Appeals and Interferences)(2008—

(2) A=A HYL(CAFC)(2009-03-18)

Cooper v. Goldfarb, 154 F.3d 1321, 1327 (Fed. Cir. 1998)

Guise v. Dep't of Justice, 330 F.3d 1376, 1381 (Fed. Cir. 2003)
NLRB v. Augusta Bakery Corp., 957 F.2d 1467, 1473 (7th Cir. 1992)
Midland Transp. Co. v. NLRB, 962 F.2d 1323, 1326 (8th Cir, 1992)
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No. 50 In Re DBC

1 A AR AR

4 2 DBC, LLC

2]l I._,avx‘frence M. Jarvis, McAndrews, Held & Malloy, Ltd. (Chicago,
Hlinois)

vl al the United States Patent and Trademark Office

_ Thomas V., Shaw, Associate Solicitor, Office of the Solicitor,

Tz Ql

United States Patent and Trademark Office (Arlington, Virginia)

FaA AAAHS 2008—1120 ( «8F) ( HA A=A} 1 2008—11-03 )

Al
Fan HAWE
AFFIRMED
SFAA] AL LINN
A AN S Z}E:XZ%%?f(;liC;;ll\)fo, 2007-1907 (B.P.A.I. Aug. 24, 2007) ( Al&Y
ol A the United States Patent and Trademark Office
A Board of Patent Appeals and Interferences ( USPTO ) ( PTO )
THE S Reexamination No, 90/007,178
S e 35 U.S.C. § 103
ZlewRoF R AFE 7T AE
A Argd )/
2. AdHl7

2 AHS v=ES Y 58] g4 W HEA A991¥3](Board of Patent Appeals and
Interferences, ©|3} |22 HE FoE A|7|g Abdolt), 91¥3]= 35 U.S.C. § 103 +73
o] AAPAdE TAR g AAREY] AFAAGS Q1833
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FAYYS B30 Y7ol qsiths 9sle] AAo] ALH 20| ofsto] S E L
. DBC7F S8jakal A4 7} Belsle] hE 4 ol WolB mo)a, 9i9sle] 248 g

E AP opxol A RE Yato g = WalAE UR( 8 Garcinia mangostana L. )

dui 2 B A 2=z 20 T Aojot, WuAY dulj= AESH R k= Fygk guj

B2A, ddf BUEA= Fa9 ubZ Aggit, v)=53] 6,730,333% (o3}, 333 §3])= WL
u

2 Al o] My B= A 2 s 7PAARE g1 9 ) A Aeks 27 f-8ske] Wl
awor AR ek, o3t S E HAAT O] OghAQl B4 W oFet W YA
o] E7} =o] el duAE R 9 Juj g BE xanthonesg}il sl 3}5H4 AJES Hels)
of A57F AE =T, o] A2 AR ookt FH Y 8-S AT 4 = A=
2 gJHRoR 7|IE o 9t

3. AAMAY B

DBC AHz '333 5319 53] 8jo|c}, ‘333 B8li 20044 5% 4%l waywglon], wasd
Ao B2 9 D) BIER TAHE 7154 4F 2B AT A

‘333 5319 A 132 vk At

A nutraceutical beverage comprising:

pericarp from fruit of a Garcinia mangostana L. tree;

a first juice from fruit of a Garcinia mangostana L, tree; and

at least one second juice selected from the group consisting of fruit juice and
vegetable juice,

of EolZkt. AAFE 333 E35]of thete] vixgAd 8719 SERE e AdS AEEAS
ot Q1&H Ad7eAEs o Ert

(1) Japanese Patent 11043442 (“JP ’442”);

(2) Japanese Patent 08208501 (“JP '5017);

(3) James A. Duke & Judith L. duCellier, CRC Handbook of Alternative Cash Crops
(1993) (“Duke”);
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(4) J.F. Caius, The Medicinal and Poisonous Plants of India (1986);

(5) Keigo Nakatani et al., Inhibition of Cyclooxygenase and Prostaglandin E2
Synthesis by y—mangostin, a Xanthone Derivative in Mangosteen, in c6 Rat Glioma
Cells, 63 Biochemical Pharmacology 73 (2002):

(6) K.R. Kirtikar & B.D. Basu, Indian Medicinal Plants (1999): and

(7) Othman Yaacob & H.D. Tindall, Mangosteen Cultivation (1995) (“Yaacob”)

WA AL Al AES) A - Aol Bhgtel, DBC AH= 37 C.E.R, § 1132 40 o7 =
ol et vl o AS AEskl od A& 55ke] XanGo™ AR 2 A Q= 55
wgo] A AFE ZHSGC RS olHT 9 AzolE Bskn HE AR

o

53ct.

%

DBC AH= 91918] sd e TAsh 24 Saluals 29ol Wagel siwstel 4= gickn
oisac, oleis 240] dletel U, & AR AN w2 e A FHHoA
oleist AHE A7I5kA ¢S DBC A= s TA9] 1A olg thE Aelg AAstgria

WRIESISIEE, DBC AHs 3d T4 alel theko] il AP 7k syl Alol mz s 4
E3tginh. oleid Apdel HalA oF PAP: thiEe] ok AT FauUS 73 st
2lo] £/ 2 4 987 of o] gt

FoUUS B AL 9193 GRS Foko] ASHGol0F S AYESAT. DBC A} o]
oI L AFHH 9ol 03] Seltel LA Bt ol 14 3 Yare
W, s A BT ARG AT FHAE Uk ATk B, AT RS
AHERA o, DEC A0] FAHE woel 4 SlES A7e] os]go] EAISHAE greh
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AU = AR A AR QA BAE d7la ArE 7128k, T 55 ¥
W3] A A sertal dasholnt. el DBC A= f19l3]7) 33353 9] A4
oAF-5 wsked ool LRt gtk S, JP 442 53]= JP 501 53] k0] A
ol SRl FAOl kit skl

JP 501 53l HAE FEws FEOR B8 5 RS ATdshs HdE AP
oFE2 AlE, &9, TS Eelehe Aluldn 2 RS flste] A FES ThAoF
AL ATk Qe JP 501 55 AT o] Al e dhgat @A 244E vk A
AZ Al QA ot JP 442 S3|vho] FuAlE o] Al B F5at 2ebd 4 gl
= AdE AlEshe Fdd Ad7lERtR] gttt Lejste], JP 442 53] JP 501 5312t
o BANA FERL TA QA Grtal dkstglnt. JP 442 5317} 71E Al AR7EAR
of vlargh w, '333 53i<k thuld 5 o= M2 ARS Edshert A ddele 247 §
SAThaL skl

2212 AR - A e

DBC AH= 4lAbEe] A- A tf-g3te] XanGo™ 7249 A4 gl #d A rE AZEst
AUTh ¥3]= grolAlA Aok A A AR, MiEN 59 A Ae BEske ARl AEAd &
AE FES w2 SRS goka skt ¢l XanGo™ F2 AFL A Y
& 37 vp g} e ket ajlgel AgEol tehd AerA Wi, Faude 4
A T} AT AYsle) weke A S0 ols|H REYE T ok wekaigict, 4
A 3L B vIANAL 9 gL viEe) St 37E wel 553 71eH 540
2 Qlste] AR Avtebs AS YT sloF etk wrElct

o. History Map
(1) nZ2ESA E3] 34 W 7R AR A2 9Y3](USPTO Board of Patent Appeals and
Interferences)(2007—08—24)

=3 AE2H

(2) AHF=3)3AHA(CAFC)(2008—11-03)

In re Dembiczak, 175 F.3d 994, 998 (Fed. Cir. 1999)
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In re Gartside, 203 F.3d 1305, 1316 (Fed. Cir. 2000)
Golden Bridge Tech., Inc. v. Nokia, Inc., 527 F.3d 1318, 1322—23 (Fed. Cir. 2008)

Applied Materials, Inc. v. Adv., Semiconductor Materials Am., Inc., 98 F.3d 1563,
1570 (Fed. Cir. 1996)

In re Huang, 100 F.3d 135, 140 (Fed. Cir. 1996)
In re GPAC Inc., 57 F.3d 1573, 1580 (Fed. Cir. 1995)
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No. 51 DSW Inc. v. Shoe Pavilion

NEEN

1.
DSW, INC,
& o
DSW SHOE WAREHOUSE, INC, (¥a1—3}4x2l)
Theodore R. Remaklus, Wood, Herron & Evans, L.L.P.
dardiEl . . .
(Cincinnati, Ohio)
i a SHOE PAVILION, INC, (3]11—3]&42l)
] 2] 2l JoAnna M. Esty, Venable LLP (Los Angeles, California)
A AAHSE 2008—1085 ( ¥xt) (FHA LA} 1 2008—-08-19 )
;(%1:1‘1_],7] pj_/\\
il HAWE
REVERSED AND REMANDED
A AL DSW
HAAAH S 06—CV—6854 ( A|AYA} : 2006—10-27 )
the United States District Court for the Central District of

California ( CA ) ( DCT )

A
U.S. Patent No, 6,948,622
EEE
U.S. Patent No. D 495,172
35 U.S.C. § 103(a)
=T
35 U.S.C. § 287
Zlewol ¥ AlE Al
HAYA Safjul e / AR SIsiA /
2. Abdu7g
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A3 71420k T4 ZHA

DSW, Inc. and DSW Shoe Warehouse, Inc. (¢|3}, DSW)+= California A5 o] 7t
Hof| FAE A7|skch AP v=E53] 6,948,6225 ()8}, ‘622 £3]) W u|=HARIE
3] D 495,172 (o]st, 172 E3])ol tisto] v|se] SFAld, &alE wiids 957t glvks o
AL 319t [ DSW Inc. v, Shoe Pavilion, Inc., No. 2:06—CV—-06854—FMC—SHx (C.D.
Cal. Sept. 25, 2007) (“Summary Judgment Order”). ]

gAY AL olgjgh IS A 1-3Fo)A &I E
AVFS TaA7 O 2 A 622 B39 ATE 4-63-S HAlslay e=2=
#H3sle] Wine Railway Appliance Co. v, Enterprise Railway Equi
(1936) TAIAGS &5t =t 75 Mottt olof Fa e A%
SkSok ATt

DSW Ah= ‘622 53819 HAIRA], g E5l= 124 A MH|AR AREE = v AR
E AAstL g agdolsh= AlAE W Ee) gk Aot EZL, DSW A= 172 5359 #Hy
A=A, g ARl S5 ohFe] AlE t A S o] A4 “/]7\}‘3 4l drol-&9 A& 879 &
2 71& A5k Qi

2006¢ 5¢¥ 199 DSW Al= Shoe Pavilion AFS A2 ©A] AldE T A~Zd o] t]z}2l(o]3},
Al TxpD) o] DSW AFe] ‘622 53] W ‘172 315 stz Aol2tal FAI5H3tt, ool Shoe
Pavilion A= &0l ti-gste] Fsf TS 7] fJste] s Al tAQIS =43ttt DSW
A Xall FA 771 o] ell, Shoe Pavilion Ab= AR elA AL TARQl e = AlES AlA
a1, Az taele® fAskg. 20064 109 279 DSW AR= Shoe Pavilion AFS S5
= o] G2 AA7|5FY o, A E o} AEZE 430 A Shoe Pavilion A2 AJ2-& t]z}el A
2 AE AFESh=E A2 622 5519 A3t 43 WA] 632 Helish= AolH, Al 1 A1) A
82 Foto] et Eaf S wiAdsloF ghrhar =4skqich

Shoe Pavilion A= 8|2 8]o] SFAITAS Ao Ei 622 E5]7} Zao| sjoksl=n}
EafjufA Helo] glckar =48kt

ment, 297 U.S. 387

o w2
wekglon], Sal
ulpm

WY BAL sk

3. AAWA B
MzL Tl AEo] o3t Aol B AL, 622 S0 BTG 47 WA 632 FTU)
Tolo] AR tlAEdo] W Ag] A PUUS EFFHE Q1A B R0k, o

| 12l
T 1 WA 3FelA drsls Hadd o] e AR WiolaR ddsts EY &8 WiAUS

A method of displaying and storing footwear, comprising:

stacking containers of footwear of a first style in a [sic] least one vertical stack, one

on top of the other in direct physical contact,
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2009 H] =55

stacking containers of footwear of a second style in at least one vertical stack, one
on top of the other in direct physical contact, said stack of containers of footwear
of said second style being located adjacent the stack of containers of footwear of the

first style;

selectively positioning a generally vertically disposed, horizontally movably
positionable stack divider between (i) the at least one stack of containers of the first

style and (ii) the at least one stack of containers of the second style of footwear;

displaying a sample of footwear of the first style above the at least one stack of

containers of the first style of footwear; and

displaying a sample of footwear of the second style above the at least one stack of
containers of the second style of footwear,

A Flel Selgels mo £olo) Bo) 2ieA Yo, WATYE 21 sl A4

ol EAEI Ed Bejo] ye XTSI B FEHFE HH0 BHLS Foje] S2E
t},

=l @ o AUZ ANE Aol AuE e Ao Faoleks A, A 4
CIef =) Eej9l $90) glow FYRE olfR LARE A AN A
o] d A A AHL A3 BE A AE

=d v —% AE
AL g AA FA | ZEH, ol Hagd o] #23 A% FES ﬁ?—i%}% 7]

lo
BURICN
[>
ﬂJIM Mo

Shoe Pavilion Ate] 22 TS ol2|et ¢ A4 848 F/445HA vk, DSW ALY
5315 dalstAl st AWzt &t BRisted, Shoe Pavilion AP7F Al 1524419
ol A A 2 A%, FH AF] A L 2L HARle 2] WA 2 aste] &
Sl ARk of w3k &%IE glchar dekshait,

4. 2y B

AT A

HA, A9 s Aol oA A3 13F x| 33ellA A J18H EY S dA4S A
F 43 WA 69 Hwle] = iAol A&stankal A Ak, AFle] H “horizontally
movably positionable stack divider”7|Al&= £ ZA4A| 9] |44 S8 a2 0| gltk= Fo|th

Ar ol A 173 viel o] Sole oA DSW Atz 4R HaE&dolof oA E

£ st A=A e 27]= HolA] gkt go]aq AAHS K 7)%o] AldhS ol

]

=]
.
gt 539 §7] U o|F Btk £T2 AHgdtel AURE faSdo



AABHIL Q1A] orchw A Te) 48k 7] 63S =
o] 3} 23}, 63 W 98to g 29 38351
ol A A= o] A kol YR

22 Hska g ol ohiet ag

Fa U g o] tiyl o] Wine Railway A ThA 2}
th. Wine Railway AHd& S8 A% 225 S5z A & S8 YAl A
A o] FA5 3 FolloF Hafoll tid A al) olth, &afujAte] 9l
olA TR 2F F= HAZ BAIHA & E5Fel ol A IE WAsH] fiRteltt.

P Y2 Wine Railway AP 2 A 9] Eafjul i A3} #2610
A8kt XYL Shoe Pavilion AFe] A3l AHD B2] 4=

> <

o

9
filo
4y o
$C
al(e
oF.
>
o
>
(RORS

82 W A gshedrta 445
= o E

.

0.

5. History Map
(1) California &EZ"H9Y (2006—-10-27)

37712

(2) A3 FAHA(CAFC) (2008—08-19)
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Netscape Commcns Corp. v. Konrad, 295 F.3d 1315, 1319 (Fed. Cir. 2002).
Markman v. Westview Instruments, Inc., 52 F.3d 967, 976 (Fed. Cir. 1995) (en banc)
Cybor Corp. v. FAS Techs., Inc., 138 F.3d 1448, 1454 (Fed. Cir. 1998) (en banc)
Northern Telecom Ltd. v. Samsung Elecs. Co., 215 F.3d 1281, 1295 (Fed. Cir. 2000)
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No. 52 Star Scientific v. R.J. Reynolds Tobacco Co

1 A AR AR

2 al STAR SCIENTIFIC, INC, (ga1—340l)
dardizQl Carter G. Phillips, Sidley Austin LLP (Washington, DC)
il Il R.J. REYNOLDS TOBACCO COMPANY (3] 311—3u]&}42l)
o3 elel Rlcbard A. Kaplan, Brinks Hofer Gilson & Lione (Chicago
Illinois)
P4l AFHS 2007-1448 ((4RE) (BA YA 2008-08-25)
Axats), B
Fad BARS
REVERSED AND REMANDED
Al AL MICHEL
HAHAAH S 01—cv—1504 ( A2YA} : 2001-05-23 )
911 9] the United States District Court for the District of Maryland (
EEEE MD ) ( DCT )
U.S. Patent No, 6,202,649
B=s
U.S. Patent No, 6,425,401
T 35U.8.C. § 271
ZlsEoFd AE o
YA =34/ EHEA /
2. AbE
ol R.J. Reynolds Tobacco
= AHE FaA|

| Star Scientific, Inc. (©]3}, Star)7} T

HAbAL ¢l
Company (N.C.) ¥ R.J. Reynolds Tobacco Company (N.J.) (¢]3}, RJR)

718 Aol
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Maryland A H LS Star AR 7] 3] 6,202,649% (o3}, ‘649 E3]) W H] E3
6,425,401% (o5}, ‘401 E3])= HFA431¢(inequitable conduct)E ZAHZE dFo] ZAIAAS
Qlste, 649 53| L 401 5L BYHAS TARG 0] 53] LAzt FATAS S,

See Star Scientific, Inc. v. R.J. Reynolds Tobacco Co., No. 8:01—cv—1504, slip op. at
46 (D, Md. June 26, 2007)

("Inequitable Conduct Order”)

Star Scientific, Inc. v. R.J. Reynolds Tobacco Co., No. 8:01—cv—1504, slip op. at
12—14 (D. Md. June 22, 2007) (“Indefiniteness Order”)
A o] ek olo) sgditts B2 QRS Egshs AMdEA | A
h2 WS 7] witoll, ‘649 53] 9 401 53| A Felat S
<k, P74 ¢l ‘anaerobic condition’ o+ EHEsiciil B
S 58] RO SFABAL TSI, olol AW UL AL APEAo R Bt

2 A gl 2T e St XHHHZMW FERE EHel e EY B Ve AlFe R

= [‘_‘3
[
<t
rl
iib3
lo
ﬂ
i
ol
o
2R
=
FH

FEstEE Y ol (Curing)” ol E2]$+= o% Foto] ZxEojof ghrt, o=k FoiF
L Az A3 (curing barn)oA o]FojxH, R.J. REYNOLDS TOBACCO COMPANY (o]},
RJR)®} 22 92 Sfgab= tite A% HaLE st e FolxdS =aggct, vl=of
A 7] 5ol

o, WAL ol A A4 Folw, BEwA FolY 5 PO ol
o]
AN

Folgds vzl FujdE 2 GAjol= EAEHA] 3d @ 5ol4 YE=AI(tobacco
specific nitrosamines, ©] }‘TSNAS)E]'J_ | = dorE2l o]
Tlo] &t} 19984 8¢ Star AFY] Jonnie Williams= TSNA £&5& U=
of et & AXE skt s SU= TSNA 71 Gl ol 2R 5= vl dEollA 7] gttt
1 Azkste] ol & dAst= e %9;@ Ao}, Fols I = FHld F9loll= A
o] ¢Fol s, wAEE F71H o8 g3t oufgh aHA oA A4tlo] AAREH, o]o] 3
SHIHg-Z &5to] TSNA 7} AtEth= Aot aid S92 olagh g4 &7 =
OB AT FASHA] R RO =R TSNA o S AIgth= Ao

- A1

[o

20009 9¢ 25¢ Wllhamse tjAlsle] Rivarde= &¢9HE 09/668 144 (o]3}, 144 &)=
A&stTt. o= 018 &¢9 d&=d FHolqlth. Rivard &= 144 &¢Ho| thsto] A
TE(Petition to Make Special)2 9o, digatel K (IDS)E A&3st9c).

[o

Star A= 20014 59 239 dA| 9] &3-S A|718te, RIR A7 649 53]9] 43, 123 € 20
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B2 Asfiskdetar =8k ado]l M Hol whef, ‘649 530 tiste] RIR Ab= thefset A
Y7e& AEske =, Rivard = olo ti-&-3te] 144 SHolA vehd AE AW AlEsHS
t}, Rivard &= ¢1-8% FE3 o] wA A 55140 gt RIR AF] A9 @ ARFE A&
ST,

Star *H HO IS5 RIR AZF oA o]H3t #A EA4E Wl AEstitt= AHHE &
AE I, ‘144 YL 20024d 74 302 ‘401 EFE SEHQU) Star A= EA] AFE =45

of RIR AL 101 So19] 350 41352 Asisisicha ol
'649 B3] A7 4L ket Pt

A process of substantially preventing the formation of at least one nitrosamine in a

harvested tobacco plant, the process comprising:

drying at least a portion of the plant, while said portion is uncured, yellow, and in
a state susceptible to having the formation of nitrosamines arrested, in a controlled
environment and for a time sufficient to substantially prevent the formation of said

at least one nitrosamine;

wherein said controlled environment comprises air free of combustion exhaust gases
and an airflow sufficient to substantially prevent an anaerobic condition around the
vicinity of said plant portion; and

wherein said controlled environment is provided by controlling at least one of
humidity, temperature, and airflow,

AR Ue B 253 pstel 3749) Gojo] tistel S| stnt 1 gof thawt at

“substantially prevent the formation of at least one nitrosamine,” “controlled

environment,” “anaerobic condition,”

ol->~

AL 20069 19 RJR ARe] Rdagaye] vk wWojo gt AgE At 200749 1
2199 AEAL oF BARRe] obATE Ao fstel AHE Witk AEee 7wl
“anaerobic condition” -&-°17} &It o|FE 501 F 5519 FHEH FAFHAYE 7 2
FagteE oA TAS 28353t [ Indefiniteness Order, slip op. at 12—14.5 ]

Eg, RIR AHz #4E 3THE d8sksd 9@ HHe] ANo] AE( “best mode

requirement’)olet: £ AS FETIA] Rsto] Faet: 7o FATAL 71 2stALt. Star
A7 oleig Aol Tk XA AITAE AEsHedckn Bekshely] oielgic

20079 649 269 AWUAL RIR Ate] R Adas] wolot BIsh 23 Walrk, Ay
AL o agqslel BaAstol Star A9 Bt ARG FIsh, Star Ao TS 7125
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FAHYLE Star A7} u]FES Ao AR Do S AT Fusle] A9r]so] TSNA 4
=2 T8 e ] W= Ae vk AMdE EEskelet Burton letter % Curran data
— =401 2990 TA A 2718t Aol AL WFASIGLE o)A A ow

7tk FE= AR A X}Eﬂ O]—H 7] wj&ol, the Burton letter and the Curran data©ll
Z9E o] Q= FAZQ AHEE 401 S TR AR A R = ef Al ik A -2 gk
S FE Witk %E}aﬁ‘:}

ol Aol 101 Sois} BT ¥ £EAN WAY Weke sl LA ol

A, GRS 649 53] 9 401 £5]9) FA Rl wAS el A 71519
ot
2. =88

o7} mE gl AAA EEetr] wfZol,
Bojshyo] BA|Z sg St Laety Bustch s, FaEde A o
Aol uithstol] sg oA S 71 ztek e,
U.S.C. § 112 oA FA3kE Q= 79 Heao] ade wgom 78 o 2
< W8] AFsof gtk lolk, A P@%& £ 257} gistel BAE 7Y S0l
2% sl dsiglon, oliat s|4el diste] o s
A8 “anaerobic condition” &1 & th2-3} o] 345}
“an oxygen deficient condition (such as is created by an atmosphere of combustion

gases or from the release of carbon dioxide by the plant during cure) which promotes
microbial nitrate reductase activity.”

“anaerobic condition” §oj= AMAAF 1 W Qo] Qlo] AkA Ao Goql7] wjEo) HkE
2 A

2 masls g0]9e o 2= ot} FAHY
condition” &o]= HIL3lo] HOE

At

WA ek A s

o. History Map

(1) Maryland SHAHY (2001-05-23)
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Cargill, Inc. v. Canbra Foods, Ltd., 476 F.3d 1359, 1364—65 (Fed. Cir. 2007)
Impax Labs., Inc. v. Aventis Pharms. Inc., 468 F.3d 1366, 1375 (Fed. Cir. 2006)

Ulead Sys., Inc. v. Lex Computer & Mgmt. Corp., 351 F.3d 1139, 1146 (Fed. Cir,
2003)

Digital Control Inc. v. Charles Mach, Works, 437 F.3d 1309, 1313 (Fed. Cir, 2006)
Datamize, LLC v, Plumtree Software, Inc., 417 F.3d 1342, 1347 (Fed, Cir, 2005)
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No. 53 Sud—Chemie, Inc. v. Multisorb Technologies, Inc.

1. AbA AR

4 1 SUD—CHEMIE, INC. (¥i1—-&4<l)

gl Kevin M, O'Brien, Baker & McKenzie LLP (Washington, DC)
i al MULTISORB TECHNOLOGIES, INC, (3]31—3]g4<l)

T3 gl el Michael R, McGee, McGee and Gelman (Buffalo, New York)

FaH AHdvE 20081247 ( €¥t) (HZE LA} 1 2009-01-30 )

VACATED and REMANDED

A4 AL BRYSON

LA Z 03-CV-0029 (Al2=UA}t 1 —)

the United States District Court for the Western District of
Kentucky (KY ) ( DCT)

HHE ] U.S. Patent No, 5,743,942
HHH 35 U.S.C. § 103
7o W AE  Ax87
HHAAA A8d/
2. A7
Ax 87 BE A% E= 8 249H] 49 AlES AxsE @A f-A]sk=d AM8-Ht
AzxA = 5718 S5te] AA AR AHE Wi 7= 7152 i), uebA, Ax 8712
HE O] A FE2 A7 ojA Ao r 8oy, By SF0) &4 gttt o]
23t o] FolA ARE7|7F =57]0l tistol= TS 7HA| AL A4Sl Eof disiA= RS
7HAA] k= Aol Fasith, AxE7]9 olyst B EAAS fste] AHst 55 WA A(seal)

2 FA
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Siid—Chemie, Inc. & U|=53] 5,743,94235 (0|3}, ‘942 53])9] E3|UARA, HFES
=TT l 4“" %D}%«l JH?‘ =R AxEHE Az %7101] et Aok, w7 %

o o nlm flo rlr

oMW—t— 71% AAAE olge WY T4 MG, 2 g% Ze 88e A 4
PAS Ao RN T4 SRS 2 Aoz Aysin ot Ee AR 492
2053 Qloka AWt glek, A 18 bt gt

A desiccant container comprising a desiccant material surrounded by a laminated,
water vapor permeable desiccant packaging material, wherein said packaging
material comprises an uncoated microporous film having an inner and outer surface
heat sealed to an uncoated laminate film having an inner and outer surface, wherein
the uncoated microporous film comprises a different composition from the uncoated

laminate film, wherein

wherein edges of the inner surface of the uncoated microporous film are sealed
to edges of the inner surface of the uncoated laminate film, and wherein the inner
surface of the uncoated microporous film and the inner surface of the uncoated

laminate film are comprised of compatible polymeric materials,

3. AAEAY Wk

1] 31¢] Multisorb TECHNOLOGIES, INC. (¢]3}, Multisorb) &= TranSorb A% &7]E A

Z sty ol % VoA H71E FE E5& B35k 7S gt 20039 SOd-
Chemie A= Multisorb A& A2 Kentucky AFA|H Yo A& A|7]3t992 ™, TranSorb
Az §717k Aatel ‘942 B Fslstainkn FAwan S AdelA Faol B AL
‘942 E35]9] A of Fof Hgt Ao R A, A3l n|=E35] 4,487,791% (°]3t, Komatsu) 7} &
A=) ek,

Komatsu £3]+= 7|4 FUAAS 2h= 07 S22 2897 Aks S5 32 A= 4F
A S5 1A 7RAIEEL A Komatsu 3519 #7) B4 vAth34 5 4 ghujyo]E
Ao 2 FAE=, 71& € AH 7|AE o|&3ste] AeS FAsth AP Y2 Komatsu &
59 BEL2 ‘942 E35]9 A5 FUsi, FUSH & A vAS o] &3tth= S Flst Tt
ok, & 58l 5 Abolol YA sk SEEE oj Tt ZfolE Holal QQIth ARFH LS o]
e Wi 5549 wAlE g7 7|sRorol A $44e] XAS Ad Ao A Ayt dofetar 3t
Gkt A Y-S HFH 02 Komatsu 53815 AY7|&= dto] ‘942 E35]o) Fa o] oFAl
A& 85kt
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Compatible” means that the materials mix on a molecular scale and will crystallize
homogeneously, Thus, while such layers may not have precisely the same softening
point, they should have softening points which are consistent, so that the materials

will mix on a molecular level,
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5. History Map

(1) Kentucky A]H-2|%+H<
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(2) AHr<=33AM YA (CAFC)(2009—01-30)

Ortho—McNeil Pharm., Inc, v. Mylan Labs., Inc., 520 F.3d 1358, 1365 (Fed. Cir.
2008)

Ruiz v. A.B. Chance Co., 234 F.3d 654, 667 (Fed. Cir. 2000)
In re Soni, 54 F.3d 746, 750 (Fed. Cir. 1995)
Pfizer, Inc. v. Apotex, Inc., 480 F.3d 1348, 1372 (Fed. Cir. 2007)
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No. 54 Line Rothman v. Target

AP AR

A4 oz LINE ROTHMAN and GLAMOURMOM LLC (¥31—34:¢1)
ATdeol John F. Sweeney, Morgan & Finnegan, LLP (New York, New
York)
TARGET CORP.,
KOHL'S DEPARTMENT STORES, INC., J.C. PENNEY
COMPANY, INC.,
REDCATS USA, L.P. (doing business as Lane Bryant Catalog),
1] al
ELIZABETH LANGE LLC (doing business as Liz Lange
Maternity),
and LEADING LADY (3] 11—u]3}49l)
MOTHERSWEAR INTERNATIONAL (3] 31 —3] &} 4
. R. Terrance Rader, Rader, Fishman & Grauer PLLC (Bloomfield
= sej el el

Hills, Michigan)

a4 AAHS 2008-1375 ((YRE) (HEA YA 2009-02-13 )

10l U], BHT

P4 BEAWE  AFFIRMED-IN-PART, REVERSED-IN—PART, VACATED, and
REMANDED.

A
o

2

e

a4l TAL RADER

HAHAPAR S 05—CV—4829 ( A|&YA} 1 2005—-10—07 )

the United States District Court for the District of New Jersey (

A HY

HH NJ) (DCT)

HHEF] U.S. Patent No. 6,855,029
HAH 35 U.S.C. § 103

eRor ' AE tes
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T A8 ) =583/

New Jersey X]‘:’“ﬁ*%% Al BA R w=E3S] 6,855,029% (o]st, ‘029 E3])] A
78 18, 53F 9 123Fo] R ao] sfgtcta selstgon, T3k ujA Y-S Motherwear
International (°]3}, Motherwear) of oJst E3 S FAsIAT AR EFA Lo 7]
Qlsto] 55| HO] Aol FlErhal shqich A vji €] dehg 5 wolso] Ms,
Rothman’s ¥ Glamourmom LLC’s (¢]3}, Glamourmom) A7} A3 JMOL 2 7]ZFs}9i T},
amole By HJHoﬂ et wj Aol FekS A AF AU @ {FE WAL ko], A}

‘029 58 SEE 91t HolX| g 7Hs AAFE U 78 Y7ol B3k Aolth, A
Ae dinee s THAIHA R -8 BYRolE AFe oF e A g YRE AE
gheh, g o] A= oho EHd Zow, ol ®3 E(tank top) E= WOl /-8 B
glo]AE FH|SHE Sxof sttt 78 olFo R A AHA ] RES oF &9
(external nursing flap, 3)°]t}, o]+ Hit] FW(stretch body wrap, 10A)e] AHE = HE A

B2 AEY, AA o4 ] mjineaE Asstr]l kel Wi Z¥(internal nursing
flaps, 8A) 9 o7} (shoulder straps, 5)ol 2=},

YHol= 514 714 Wi=(elastic chest band, 15), &2l # Zd < (soft cup frame, 2), W
2 Z M (internal nursing flaps, 8A) ¥ v (back piece of fabric, 8B) & A%t =9
2014 UEb= viel o] 8= giAr] 1 9 4 & EEkH, Wi 9 o E9(8A, 3)& F
N H O =N 79 F2& Fgth /% 2HEAs ©eshA S92 ohA] F2HEE 4= qlr)

FayollA ZA7F | 7MY =HE T A 173 v Ak

1. A nursing garment comprising:

a shoulder strap having a front end and a back end,

an elastic chest band having a front section and a back section;

a soft cup frame having a base and a top, said soft cup frame attached at said base
thereof to said front section of said elastic chest band and attached at the top thereof
to said front end of said shoulder strap;

a back piece having a base edge thereof attached to said back section of said elastic
band and a top edge thereof attached to said back end of said shoulder strap;

an internal nursing flap having a base and a top, said base thereof attached to said
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base of said soft cup frame;

a first fastener attached to said top of said internal nursing flap, and a second
fastener attached to the front end of said shoulder strap, said first fastener adapted
to fasten said top of said internal nursing flap to said second fastener; and,

an elastic stretch fabric body having a top front edge attached to said top of said
internal nursing flap and a rear top edge attached to said back end of said shoulder

strap.

3. dA¥de #d

e

Ms. Rothman += 20004 10€¥ 6%Y A<tst ofFof thsto] 7t&dS AlEstel e, 20014 10

¥ 39 PCT &9 xﬂ%b“kﬂu} o] 717H5¢F Ms. Rothman 2 7¢] Y, Michael Rothman

+ Glamourmom AHE stgow, s tAle] thet AlE A4t W FAS A&t
029 E3]= 20054 2¢ 15%‘011 Ly =] Qi

20054 104 7¢ Glamourmom Ab= TIE5S AHE 501%‘311% ol f& T 25 A7
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o, 952 FaFAe vitiste], ‘029 £3l9 SdEel 1%, 53 1282 oAV 2
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Johnstone °f gt W2} 7| & s, SR oA e B34 s F45HAT
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Oﬂ oJsto] o Hd7E3t vE Faof sfetthal deskith sl €2 (029 5= 4718 A=
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2009 u=-

oA FA of=rt dohal wEste] 23 HES ST FASk. ShAIRE,
Jacobson 9] T2 o2 Q1 F4ol| sigdietal detsiint. AAke] A4 7ol F49
ti-5-3F%f Jacobson & th&9] F8= AlESHH

Nursing garments are highly specialized garments that are designed produced and
sold by a small segment of the clothing industry. Nursing garments, as distinguished
from maternity garments, are not analogous prior art to women’s garments in
general, A nursing bra has a detachable nursing flap, structural feature not found in
a regular bra, Therefore, it is improper to combine a prior art reference from nursing
garments with a prior art reference from garments generally, with no connection to

nursing garments,

FaULE olefd 2 b 2149 ABUOR S dhak 7w o I
of QAL AT 4 girka WS,

SR PAREE-E

= |= o)

T

o. History Map

(1) New Jersey A (2005-10—-07)

Agrizap, Inc. v. Woodstream Corp., 520 F.3d 1337, 1341 (Fed. Cir. 2008)
Dippin’ Dots, Inc. v. Mosey, 476 F.3d 1337, 1343 (Fed. Cir. 2007)

LNP Eng’g Plastics, Inc. v. Miller Waste Mills, Inc., 275 F.3d 1347, 1353 (Fed. Cir.
2001)

C.R. Bard, Inc. v. M3 Sys., Inc., 157 F.3d 1340, 1351-52 (Fed. Cir. 1998)
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No. 55 Ball Aerosol and Specialty Container, Inc. v. Limited Brands, Inc.

1A AR AR

BALL AEROSOL AND SPECIALTY CONTAINER, INC, (¥31—3]

R

McPherson D, Moore, Polster, Lieder, Woodruff & Lucchesi,
el . . .

L.C. (St. Louis, Missouri)

LIMITED BRANDS, INC.,
1 al BATH & BODY WORKS, INC,, HENRI BENDEL, INC.,

and BATH & BODY WORKS, INC, (3]31—3g+491)
u) arf 2] ¢l Gregory A. Castanias, Jones Day (Washington, DC)

Faql APIHE 2008-1333 ( ¥wl) (WA YA 2009-02-09 )

AR, B

REVERSED, VACATED, AND REMANDED

A4 TAL LOURIE

AAAAHS 05—CV—-3684 ( A|2YUA} : 2005—-06—23)

the United States District Court for the Northern District of
Hlinois (IL ) ( DCT)

HHE S U.S. Patent No, 6,457,969

T 35 U.S.C. § 103
ZlEEorH AE ¥z

HAYH A / A8/

2. AHHlA
Limited Brands, Inc., Bath & Body Works, Inc., Henri Bendel, Inc., % Bath & Body
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Works, Inc, (©]3}, Limited) &= Illinois B-FAHH U] uj=+E3] 6,457,969% (o]3}, ‘96
8)7F frasta s E817F HejE it 2E o] tigto] FaE A7Isdt
A elo] ‘969 E389] A7 13 U 5ol thgt XP%‘* e s ele] e 1l HEA
O ZARA @77} kil wdsGl=nt, s WA whr|sko

Ball Aerosol ¥ Spec1a1ty Container, Inc, (010} BASC) % ‘969 E35]9] E5ERZA A

969 S3{oll M Hst= HPEH

oF
[e] S
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W ... B t—|
a6 |11 T
T
10 12
L\ 16 .
2B ’ y
N
36 - o "4.;.'.‘.‘..‘.".'::?2--'-'.'--'- -'--:-\..'I" - v, ig
e \i'-J.l 20
o J 3|2 24
20034¢l Limited A= A7) ¥ Travel Candle A&S TIARISHA O W, o= AME e 9

7N FHej o FxEA A A 7SS AW W sldEof 479 57] FAET %E]_ 90044 109 95
9 BASC AH= Michigan -2 A4 ol S5 H5HE |42 Limited A& n43HeeF, g AF
72 20059 594 314 Tllinois &HRAHH Y S 2 o]%EQct, BASC A= FE& 02 e
st A4S 969 E5] 9] Ak 13 9 530 87 S5k}

1. A candle tin comprising:

a hollow candle holder closed at one end in which a candle is disposed, the candle

having a wick for the candle to burn when the wick is lit, the lit candle producing
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heat a portion of which is transferred through the holder to a surface upon which the
candle tin is placed;

a cover sized to fit over the holder and removably placed over an open end of the
holder to cover the candle when the candle is not lit, the cover, when removed, being
placed upon the surface with the holder being set upon the cover for the cover to
support the holder above the surface whereby the heat generated by the burning
candle does not damage the surface, the holder and cover being cup shaped with the
cover placed upon the surface open end down so a closed end of the cover supports
the holder above the surface, a closed end of the holder being adjacent the closed end
of the cover; and,

protrusions formed on the closed end of the holder and extending therefrom, the
protrusions resting upon the closed end of the cover to seat the holder on the cover,

5. A candle tin comprising:

a cup shaped holder in which a candle is disposed, the candle having a wick for the
candle to burn when the wick is lit, the lit candle producing heat a portion of which
is transferred through the holder to a surface upon which the candle tin is placed;

a cup shaped cover sized to fit over an open end of the holder and removably placed
over the open end of the holder to cover the candle when the candle is not lit, the
cover, when removed, being placed upon the surface and the holder being set upon
the cover for the cover to support the holder above the surface whereby the heat
generated by the burning candle does not damage the surface, the cover being placed
upon the surface open end down for the closed end of the cover to support the holder
above the surface; and,

protrusions formed on the closed end of the holder and extending therefrom, the
protrusions resting upon the closed end of the cover to seat the holder on the cover,

3. gAddY #
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2006 49 19 AP AL “to seat’ E-oll tsto] FoAA AU A} ghr= H(to either
rest on or fit into the cover) o]2}al S|4}t F GARA= £7] 3R e E&HE AF
she A7 19 9 539 a4lel sloiA] olde] UAE molA) ghstch %, Ave] 47t e
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S ARt Ao 2L o AZNSR LA Mol stk wa
ot AL 12 WYL HAd

Aol 5
Aol Fo] IEle] Limited A= Travel Candle AlZo] Ae) 15 9 53k A AL Q)

LAY Y A7k A4S rons wHshe] wao] el Aok shrka F

5
3= 2 7Isol oA A

35
th. olell st BASC A 549) 7152 @k 44 B %
o] M7 glo] o|ZAF AFRVS 3L S0 A7} o]_rcﬂ;ﬂ.—,};_¢ Falolch - ele o]gal o]
22 A7 wo Al Pale) WA BERau, s AL el S77F sy
olof et F4atgict

Faglo] Ay el Aol Bt B @ AR U

o
i=)
N
QL
¥R
N

= &
Sl
2
oot
B>
i3
rﬂz
02

| A et A T sha) oo, aua W Asle] ool w2 A
7 w3 w)sha,

N

5. History Map

(1) Mlinois HFAHH A (2005-06-23)

AU e

(2) A3 AL (CAFC)(2009—02-09)
A ut7]

6. 1-&AA

In re Seagate Techology, LLC, 497 F.3d 1360 (Fed. Cir. 2007)
Phillips v. AWH Corp., 415 F.3d 1303, 1328 (Fed. Cir. 2005) (en banc)
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Freedman Seating Co. v. Am. Seating Co., 420 F.3d 1350, 1356 (Fed. Cir. 2005)
Crown Operations Int’l, Ltd. v. Solutia Inc., 289 F.3d 1367, 1375 (Fed. Cir. 2002)
Union Carbide Corp. v. Am. Can Co., 724 F.2d 1567, 1573 (Fed. Cir. 1984)
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MaZ H7|HX20F A 24

No. 56 E.l. Du Pont de Nemours v. Macdermid Printing Solutions

1 A MR A

Sl al E.I. DU PONT DE NEMOURS AND COMPANY (31—-34-2l)

Lindley J. Brenza, Bartlit Beck Herman Palenchar & Scott LLP

el Al

AL (Denver, Colorado)

W 1 MACDERMID PRINTING SOLUTIONS, L.L.C. (3] 1—]&49l)
] 3ol 29l John R, Horvack, Jr., Carmody & Torrance LLP (New Haven)

Fad AIHE 2007-1568 ( dyt) (HAYA} 1 2008-05-14 )

ARl s
VACATED AND REMANDED

FanA] ThAL MICHEL

AR S 06—CV—3383 ( Al&YA} : 2006—07-21)

the United States District Court for the District of New Jersey (
= NJ ) ( DCT)

A4

NHE 3] U.S. Patent No. 6,773,859

HANH 35 U.S.C. §102, 35 U.S.C. § 254

e R AE AVISE,

ks At/

H AFAL E I du Pont de Nemours & Company (©]3}, DuPont)o] AP 7}A1E AlA o)
Wl o] 71zbA A of tiste] dAaA|7eE Aot Dupont Al vl=E3] 6,773,859
859 £39])9 Yo RA, A o= “Edady AdHr|He] Az L 3|



F o] AFEE= 434 Q A (Process for Making a Flexographic Printing Plate and a
Photosensitive Element for Use in the Process)” o] &3t A o]t} Dupont Abel] w2 gt
E35]& AFAFY] Cyrel FAST digital thermal technologyo©ll ¥t Zo]2kar g},

FEUAUE Aol A LAY Q0 U SSARAA ot % A K
AAZE ABALE ek o, B4 539 AU B PGS
Asl, olelat BEkE Sistel ARG Tbok Ao R eelslct

o oft

A7 H9E =538 6,773,8595 (0]5), ‘859 E3])= 20019 03¥ 06¥0l 7tEU=E NS
), 20029 029 274l BEH=E ATt AT, EAE 5ol v=53H(USPTO)S| LF&
QIsto] 7H9lo] et Aut AFHA gksrh

“Continuity Data: This application is a non—provisional of provisional 60/273669
2001-03—06 WHICH IS PENDING.”

Depont A= 7F&ol T3t A
A (Certificate of Correction)

AR A|EE7] I5ke] 35 USC $2540] w3k HAZE
= =
(Certificate of Correction)= ways}

JZ&stact, 20059 7Y 260] N]ZEFHL B
now, o5 F7tskeict

3.

e
e

o

e

SEEEE:

2006¢ 49 Dupont A= MacDermid Inc., and MacDermid Printing Solutions, LLC
(0]}, MacDermid) & A2 E8HsE o4& Colorado AP 422 A7etAr),
MacDemid AFY] Magma, MLT, Lava A|$&¢] Dupont A} ‘859 E3]& 233t o2 E5|&E #
st Fgoltt, s A2 2006 7Eol Colorado A YolA]l New Jersey A%
gow ol 4uglr)

Dupont A= MacDemid A7} ‘859 £3]9] A8t 184S Hefslal ¢low, E3F MacDemid
AFe] MLT ¥ Magma Zd|°|E= A 132 alistaL glow, of¢-7] =gt Xﬂ = AxH| A}
7} AR 2 HlE FEotal lttE FEREE F45A. Dupont A= 53] 8 4,
U Sl B, olis Al A S Tt A ngo] Belt GETE 45
Atk oo ti-&3Fo] MacDermid A= s 53819 24 2 7Aool tiste] £A1E Aokt

‘859 £3]7} Section 102(b)¢} ¥t Fa ekl FF8tl=dl, dld EH 71%%‘ ol
W = FF ARl &t *74]51043}— 740]“4 MacDermid Abe] 4ol W=, 7|5
220019 29 274 =AM FEd AELA 19 A== Aol oo tiste Dupont Ab=
MacDermid A7} A&7 S = AMEAT 859 S8]ol4] Ftetal A| ¢k Ad7]sol sfdstch
L skt

MacDermid A= tF29] &4 #H F30] g

-

il

sl
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(1) the non—provisional application names inventors not named in the provisional

application;
(2) DuPont did not use the “proper language” in claiming priority to the provisional;

(3) the filing receipt, published application, and issued patent did not reference the
provisional, showing that the PTO did not recognize priority to the provisional;

(4) DuPont did not alert the PTO that the priority information was missing until the
patent issued; and

(5) the Certificate of Correction that added the priority information was wrongly
issued, MacDermid also argued that it would be unfairly prejudiced by DuPont’s

change of position.

2| H -2 MacDermid AF7} Dupont AFe] AR 7hA 5 A1 o] tf-2-8te] E3] 23
FA gFsre | Dupont A= 53] dfol| sigddtth= 723t 74 Al7Iskelotar
A HHAS MacDermid A7} Section 102(b)e} &S E3] Faojftof] Hsl o] RS #7159
om, o]} IHskeY] Dupont A= 5319 F8 o Fo} I E=
3PS

A2 MacDermid AFe] 58] Fa4 9 A o Fof df =]
tt, Dupont Ab= ARARY] 53519 f-a Aol wast A& Adwol diste] aFabg ol A Bs]A] &
7] wiell, A2 APA 7R AR O] thE axdof tisto] AR ekt

ot
N
o
2
r o)
ol
ol
2
re

4@ 2

of B3t FA ﬂﬁ Oﬂ-roﬂ EHOP"% %}0401: git,

Fax4lel 4l Dupont AF7F Al718E Y% A2 MacDermid AF #1713 EAIZA ZF&¢H
7y R AW AEE 2ibete] o] Al of el 3L, oleet A A
oF ddgstel 5351H9 fa ofF7h A oA AAstA A A=A7E BAEHA

A ARAAYY AHE HA) ¢S AT Yol FFEUC] 1EUY FUAR 2FHYS
WA ste] Aejnl el ol 9e-e Wt
u% EEUA PRl HEUYR 55 BOIA SABLS AW SSAE e 4

(1) the provisional must comply with the requirements of section 112, first

paragraph, and the non—provisional must be for the same invention;
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(2) the non—provisional must be filed within twelve months of the provisional;
(3) there must be an overlap of inventorship: and
(4) the non—provisional must include a specific reference to the provisional,

& AROIA A5 = e 82 HEdY. shARE, MacDermid As ol 714

o et BTG dlofol thsto] BAYS AHSIH O, o AFHLNA wf Sk, 9
M B A thote] AALS AT WA FATE BEEUES AHoHAT, 53] KA
B Py elele] Fgol FENT YL WARAT

Favee B AQtol A AU o)A A ER] ek S AEgt A, 859 S6)7F WEA

o] EAIZA &Y AR AHe] Qg E o] Hert Fojx|ojof gk vrE T webA, P4
U2 At LS AFTT Ao oo ZEABF] MacDermid A7t Al718E E38] a4/
AAge Tt Ak, 7HAR Al tigt Al AElshr] fiste] ¢4 BAS mhr)skal d65%

5. History Map

(1) New Jersey A|HHY (2006—07—-21)

H712¢

(2) AHF2=3)3AHYA(CAFC) (2008—05—06)
Hiatr) 9 e

6. 1-&AA

Tate Access Floors, Inc. v. Interface Architectural Res., Inc., 279 F.3d 1357, 1364
(Fed. Cir. 2002)

Entegris, Inc. v. Pall Corp., 490 F.3d 1340, 1351 (Fed. Cir. 2007)

Broadcast Innovation, L.L.C. v. Charter Commcn, Inc., 420 F.3d 1364, 1366 (Fed.
Cir. 2005)

New Railhead Mfg., L.L.C. v. Vermeer Mfg, Co., 298 F.3d 1290, 1294 (Fed. Cir.
2002)
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No. 57 Cooper Technologies Co. v. Director U.S. Patent and Trademark Office

L AR AAARRE

al

COOPER TECHNOLOGIES COMPANY (¥i1—3gk4

el

o] =7 ?l
] Texas)

R. Ted Cruz, Morgan, Lewis & Bockius L.L.P. (Houston,

Jon W. Dudas, DIRECTOR, UNITED STATES PATENT AND

TRADEMARK OFFICE (3] 21— &4~ ?1)
THOMAS & BETTS CORPORATION (T] 31— g4

Nathan K, Kelley, Associate Solicitor, Office of the Solicitor,
United States Patent and Trademark Office (Arlington, Virginia)

Alan M. Fisch, Kaye Scholer LLP (Washington, DC)

2008—1130 ( ¢yl ) (HZE LA} 1 2008-08-19 )

ol

ZARel8
AFFIRMED

LINN

Virginia ( VA ) ( DCT)

U.S. Patent No, 6,984,791

35U.S8.C. §2
35 U.S.C. § 120

07—-CV—-0853 ( AlAYA} : 2007-08-24 )
the United States District Court for the Eastern District of

R7) A

nRESYe] 74 Ao we / /




B APALS GARA] A AAFE R} (inter partes reexamination)o] 3 Z otk 93] the
American Inventors Protection Act of 1999, Pub. L. No. 106—113, §§ 4001-4808, 113
Stat. 1501, 1501A—552 to —591 (0]3}, AIPA)S] HE 0 @A GARxbA] AAAERES FA5H%
t}. ATPA®] Section 4608°f o7, AIPA AJ3§d<l 19999 114 29¢ o]F ul=ojA ZHE A
SUO R RE IYE= 53] tisto] AAE XS 4= Tk

ATPAE 2sl Sojoll et AAFEoI 4] A 3317F HAfo] Thofat & QLES: shi AR
HAAPEAE F sk

Optional Inter Partes Reexamination Procedure Act of 1999, Pub. L. No. 106—113, §
§ 4601—-08, 113 Stat. at 1501A—567 to —572 (codified as amended at 35 U.S.C. §§ 311—
18): see also 145 Cong. Rec. S13259 (Oct. 27, 1999) (statement of Sen. Hatch)

A AU D, GFARA IR S S319] AATel A TR A
dsto] A 3x47F MW 7L ANTOZA Aol Toldt 4 olek, AIPA WAAER 13
o= ae F4e) AllS WABET otk 20000 4% 6% WIFESHE AU 742 A
Bt BAT AW Ak 42F FASHA AU Aol AH 5 = WA e
RS EFSE gk, 19999 119 209 ©]F u]o] ABEL HEEYU] o) WA
595 goR sha 982 PAskat

to any patent that issues from an original application filed in the United States on
or after November 29, 1999

ol9} THFle] ZgrAte] EAl= “U&U(original application)” 2| d)4] 9] EAjojct, o]%
0] =158 %2 #H (Official Gazette)E §319] original application®] 3j|4] 9] W-8-& 52515

k.

The phrase “original application” is interpreted to encompass utility, plant and
design applications, including first filed applications, continuations, divisionals,
continuations—in—part, continued prosecution applications (CPAs) and the national
stage phase of international applications. This interpretation is consistent with the
use of the phrase in 35 U.S.C. 251 and the federal rules pertaining to reexamination,
In addition, section 201.04(a) of the Manual of Patent Examination and Procedure
(MPEP) defines an original application as “, . . an application which is not a reissue
application.” Section 201,04(a) of the MPEP further states that “[aln original
application may be a first filing or a continuing application,” Therefore, the Optional
Inter Partes Reexamination Procedure is applicable to patents which issue from all

applications (except for reissues) filed on or after November 29, 1999.

o] u|=t AALR A A (Manual of Patent Examination and Procedure, ©|3} MPEP)o|| &
AR AR ke, o g ele ek A,
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3. AAMAY B

)
RSN

u|=+E3]#H-& Section 46082] U= (original application)o] tjste] th23} & |42 5}
I Qe H2EY, A5EY, EEEY, FEIEEY, I459 &Y (continued prosecution
application) ¥ Ao ZUTE A S LS E3sl= ALAJMES], AEES], YAIES

W3 YL xZsicl= Ao|o),

3 AbAo| A Thomas & Betts Corporation (©]3F, T&B)= n|=E3] 6,984,791%5 (o3},
791 B3] gt A RS JHAlGEES 83513t sl £l Cooper Technologies
Company (©]3}, Cooper)2] £&82 4], 20034 4¥ 14Y Al&=% &SHUHSE 10/412,683(0]3},
683 &)oll oJsto] W=t ‘683 U 4= V9] dHY ALH E9UF 7P vk 9o s
Bh= &Yool

(1) 08/038,335 (filed on March 10, 1993)

(2) 08/262,460 (filed June 20, 1994)

(3) 08/821,760 (filed March 20, 1997)

(4) 10/198,963 (filed July 22, 2002)

(5) 10/412,683 (filed April 14, 2003)

ul 53142 T&BE] Aol I3t FHE 88t o, 791 53] 3t A 37} = &

= 2ads Yes Ze Y8-S X519ttt Cooper AF= ‘791 3= 19994 119 294 o=
9% Hx S99 YA HPH 557t ofYehes 4 skl 791 Sl i3t 683 &
¥2 19999 1€ 29Y o|Hof AlEH S¢S A o€ & 3tar glojA], HzE&U FAAL
A AAAERE 174 Aol el AlEE Atk £ skt

] =2E3] %S “original application”®] 44} ‘791 E3]&= 683 Yoz K daE Flo]
o, ‘683 o] “Y=%(original application)”o] sfEstctar wetstoe], Cooper A AGS
7124831, Cooper Ab= Rl 58] 8& A= Virgina FFA Aol siE W&ol st &5
A718k3aL, T&B Ab= i &bl 7iskiinh, HEA oz AYHAL 791 55 AR
AAA AR o] F 4 Qlrke AR, nFES Ho] BT FATAL AgTH

Implement Optional Inter Partes Reexamination Proceedings, 65 Fed. Reg. 76,756,
76,757 (Dec. 7, 2000) Al YA, nl=ESAH D AR Aol Withste], Fa¢le
g HgolA HEYS R A&KH EHolA 2 FUS Yrlste ALz sfj4 Eofof gt

o s,
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4, Farjde B

(e

35 U.8.C. § 2 #42 tae P

wREs A Auold WA ANE T - A FHS BT 5 Ao,

“the Patent Office has authority to establish regulations to “govern the conduct of
proceedings in the Office.”
AR Ao, oljat Wake] 2

AYE ek 2
Rl A3 43

ol HFES|Hol AT 4 Uk A BT AL
E3lo] mSEF U] WX Aol et AL |ES ol
o), GAMYL 35 US.C.§ 2 A A4, 1)

2l A salsiect.

PO

H ALANA nZEFAH S AIPAC “Optional Inter Partes Reexamination Procedure
Act of 1999 Ao et +85 At Fadde vl=55142 "= (original
application)”®] thgl |42 ojwgh Hejel ofFtof JaFal| rom, @3d]e] APt EAIRA
HE Adojo] EaFE disty] g A4 siAolatar ddstaint,

FagHE n=535% 9 Section 4608 A2 #8715, 551 Wi AP} E¥ R
e dAdhe AoRA EFEolof ghrhal skt o] gt iAol oJsjA Y& (original
application)ol&= dA&E o] Z3ETE ‘683 &Y Section 4608 142 FHAA HU&H
(original application)el sli@ggtct, weta], vj=535]% o] Cooper A F+E 712t A2 4
wolo], nlEEel Yol FTT FAMAL Qg AL Auehn WA

9. History Map
(1) Virginia 52 (2007-08—-24)

(2) AYE3FAHY(CAFC) (2008—-08-19)

Pellegrini v. Analog Devices, Inc., 375 F.3d 1113, 1115 (Fed. Cir. 2004)
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Fed. Express Corp. v. Holowecki, 128 S. Ct. 1147, 1156 (2008)
Saxbe v. Bustos, 419 U.S. 65, 74 (1974)

Skidmore v, Swift & Co., 323 U.S. 134 (1944)

Tafas v. Dudas, No. 2008—1352 (Fed. Cir. July 18, 2008)



No. 58 Research Corp. Technologies Inc. v. Microsoft Corp.

1A AR AV

RESEARCH CORPORATION TECHNOLOGIES, INC, (fi—-&4

2 )

2]l Brian E. Ferguson, McDermott Will & Emery LLP (Washington,
DC)

vl al MICROSOFT CORPORATION (3] 37 —31] &}4~ 1)

o2l John D. Vandenberg, Klarquist Sparkman, LLP (Portland,

Oregon)

T AAHS 2006—1275 ( LulF) ( A LA 2008—-08—01)
AFat7), g

REVERSED, VACATED, AND REMANDED

ERiz

A4 TAL RADER

AHAAHSE 01-CV—-0658 ( A&AA} : 2001-12-21)

the United States District Court for the District of Arizona (
A7) (DCT)

U.S. Patent No, 5,111,310
U.S. Patent No, 5,341,228
U.S. Patent No, 5,477,305

r 2
RV
Al
ot

U.S. Patent No, 5,543,941
U.S. Patent No, 5,708,518
U.S. Patent No, 5,726,772

HH g 35 U.S.C. § 254

r

ZleoF L AlE e, ZRIE, ou]A] stEEY

A =588/ /
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2. A

Research Corporation Technologies'(©]3}, RCT)= Microsoft Corporation(©]3},
Microsoft) & A= 53| HaE o|F2 Arizona AL 25 A7|stact, e F
g 2539l (inequitable conduct)E FAE T 551 FAGS Felsks B2 S shglon,
Microsoft AP} A3t E35] 78 9] oFAlid-& Q1853

AR Ao Bk AESQE TAR S AL Bl BHELS 0 F/FE
A olof] TASE M AL Adu|-gof ok Ao E3F 9175k, Y B8] 3l 2 S5 F
gof W3tk WA-& ubr]skqict.

20014 12¢€ 212 RCT A= Microsoft AFS A2 ¢ x]9 stZEY (Digital Halftoning)oll
ek ALY 6709 E51E Hfstdth= olw= &8 Al7|skTh

— 671¢] E3]= o3t 2T

o253 5,111,310 (03}, ‘310 53)),

n=535] 5,341,228% (°]3}, 228 539),

n|=- 53] 5,477,305% (|3}, 305 £31),

n|=r53] 5,5643,941% (o]}, ‘941 £3)),

n|=r53] 5,708,518% (o]st, 518 53),

n|2E3] 5,726,772% (o]3}, ‘772 £3])

APt BAGE E6l= HaH 9 ZRE ARRE= o|n]X] StEZEY 7|3}t P ET) shx
2 olu|z|7} dAEE MRE U EE sk 7[e2A, Ao glof oju|x]= 21ukgh )
L E(dot)E9 wigeltt, stz E ojujz|oA= EEALoo] EAL 1AS FoEM HTleh=
4 mEba] dEEEES oln|RE AlFelitt stZEY 7|& ] E(1-bit BE) e
o]l E(multi-bit EE)&E 7]53gTh

o do nE fm

Stz E o] gF B2 Af|&d (thresholding) & 24, TAY stz EY oju|x] 4] 9 <14
gt ZAE dare]E 7|&oltt, oju|x|of|A 1Eo] #HHe] 2|7} gHA| A (threshold)E 15t
= A% M2 gAS ggsit, AxF g4 ofglol(mtaa)= A HEe] AR E 2=t
AR 2 FA, SFEEY e ohdet FE Y ntAaE ARESEl=T, o7l 94 ¢
A 2] vt = (constant threshold masks), 7FH €A 2] vfA = (varying threshold masks), @1
H A H (random masks), WA o] = wlA I (white noise masks)7F ZaHE T
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., RCT A= Microsoft AFe] EA A|&o] =&
Sfjotar Qlth= ofAlHAE AAsE o™, Microsoft A= A7) Eli= 53171 35
U.S.C. § 102(b)ell A oA7Fs3l, 35 U.S.C. § 112 § 1. 87| oA 718 231
ool S5 aof Bt ofAltd-& A st

ﬁ
oi'i
n:E
rﬂg
rlo
Z
SD
_1
w
B
SD
b
D“
(D
QJ
E.
5
tm
mlo
_\|L
rﬂ
401'

A Ee HeE AA RCT AH AP +E d&stdley, ol%. g ARl ve B9 ¢
Atell A ole= Siek, o]¢ A2 A geiite e oAe AXSHA g2 A RCT AR
-5 7148kl e, Microsoft ARe] Bl A Bl S8|7a A& <&3st= TEe WU
EQ, R aFy el Bt Hels Ayste], Sdle] USPTO At xgdtol qlof S&3 &
AR S HARgA AEstA dotehe o2, 53] ZAl Hlo #AS st of 7)ol
2 2 e

g 2 A o] AMATHA ZpEo it Q7= 7Faket A, USPTOO] tigh 7|9ke] o=
T syl tigt HEE Wilths A AE sielnh e ARHA #
o] gkl A5ty stZEY I #ET 7|eAE (K factor)
o] A&yt Wste], E5HhE 7wl E43t 54 9 Vs JHA1Y] WSS ed of o]k A
ore 4= gle AR AR ddski
USPTPe] thgt 7]9te] SJALE FA3t Aot o|zfgh Wulgh @ 7ol A% 55U FAY F
o

n?h
gi
EH
N
H}
SD
g
O
E/
rr
Jlm
_?L
rﬂ

_ti

r J

rﬂ

_o¢

_9.

\(

z

12

-lu

_L;

’l

n

o ZAYE Rste BEE
< m}7]8 ek, E3E, Microsoft
, s Ajere] 47
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o. History Map

(1) Arizona AHFH (2001-12—21)
712t

(2) A<= FAHY(CAFC) (2008—-08-01)

Kingsdown Med. Consultants, Ltd. v. Hollister, Inc., 863 F.2d 867, 876 (Fed. Cir.
1988) (en banc)

Cargill, Inc. v. Canbra Foods, Ltd., 476 F.3d 1359, 1363 (Fed. Cir. 2007)

Enzo Biochem, Inc. v, Calgene, Inc., 188 F.3d 1362, 1370 (Fed. Cir. 1999)
Johns Hopkins Univ, v. Cellpro, Inc., 152 F.3d 1342, 1353 (Fed. Cir. 1998)
Conroy v. Reebok Int'l, 14 F.3d 1570, 1575 (Fed. Cir. 1994)

290



A3Y 7%

No. 59 Avocent Huntsville Corp. v. Aten International Co., Ltd.

AP AR A

AVOCENT HUNTSVILLE CORP.

A al
and AVOCENT REDMOND CORP, (¢31—38}4-¢1)
o111 ]9l James D. Berquist, Davidson Berquist Jackson & Gowdey, LLP
L 2l
= (Arlington, Virginia)
I al ATEN INTERNATIONAL CO., LTD, (3]31—3]842l)
o3l Steven D, Hemminger, Akin, Gump, Strauss, Hauer & Feld
1y YA 2]

LLP (Palo Alto, California)

Fad AHdRS 2007-1553 ( ¥yt ) (FA LA} 2008-12-16 )

ARG
ol wARE
AFFIRMED
a4 ThAL LINN

HAAPAR S 07-CV—-0625 ( AlA&YA}F 1 2007-04—-06 )

the United States District Court for the Northern District of

LAHA
o Alabama ( AL ) ( DCT)
U.S. Patent No, 6,957,287
U 55
U.S. Patent No, 7,035,112
THHE -

g2 " AE AHaE FH7N7

A Q% patd / /
2. AAul7
B AL Bhol9 BIAE M-St 9lis 2700 nESlo] diste] u]Ys) 9 o] g el
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20094 1| =E 3]

g HLo] B Aolek, ula Aol eolgk Blatel iste] Q18 AUWBAA)L A
o7} Aol Heieh, Bolgt At WA AFAE WHOE WA AN ek A
2 o moFoR o] BFLS fEatect At BAelzkAe] P7et elolsk B)ALe] BEY
o BRAHS 2 T F7] G2, APUAL A YBHL ol F2 Fto] 24 215
shom, gayele o2 sgstart

Avocent Huntsville Corp. ¥ Avocent Redmond Corp. (©]3}, Avocent) &= Avocent
Corporation 2] A}3|Ale|n], Delaware ¢S Alabama, Huntsvilleo] 93t} Avocent
A= AxE e o] AAE AW wufditt. Aten International Co., Ltd. (°]3}, Aten
International) 2 E}o]et Hof ojA A= wHelo|w, Taipei Talwanoﬂ 25 AQARS =
1 t}h, Aten International AFQ] w2 Z}FS|AFE Slif= Aten Technology, Inc. (©]3}, Aten
Technology) 241 California®] Irvineo| §J*gtct, IOGEAR = Aten Technology AR} 4~
7} 545t Aten Technology AR} Al {8kl it

Avocent A} % Aten International Al= 7|EHE—H|t]e—n}eA AQX|(o]5F, KVM A9
A) & Az dujoll o] AATA O Atk KVM AR E o]8ato] AMEAl= T Y7 HE/H|Y

@ AR /GUure-A B ta7|BE/HY AR /thEnte-As 353 5= Ut ohFet Aten
International AFS] AlEE0] Alabama oA T =3l Qo= AL thEo] §la Aol

E3] Avocent A= Aten International AF2] QIE|U1E 53t Alabama 22| A&
v} Alabama 9] A<l Best Buy ¥ CompUSA 29| A&E9 I+, vl A E=
EUAe ajdE 83t 94, Alabama FHEALE 53 IY & FHSIAUTE. Aten
International A= w]=2E3S 6,957,287% (o]}, 287 E3]) U n|=LESF 7,035,11235 (0|3},
12 53))9) SsjdAtolnt. §F 53] KVM 292 of w3t Ao,

r° et

3. YAadde ¥

o

fllo

Aten International A= W5 1-& 5319 Avocent Corporation 9 7114 WHal3ict,
X
127y

2004¢ 5¢ 28¥%} 14+ 4

Pursuant to Section 154(d) of the U.S. Patent Act, please be advised that the
U.S. Patent Office has published a patent application owned by our client Aten
Technology, Inc. A copy of the published patent application is attached. We suggest
that you review the claims as we believe they are relevant to a product your company
is making, using, selling, offering to sell and/or importing.

AEE ZfE 292 0] 112 EFE S=HT}
}

22F AAL 2006E 49 27UAE IOGEAR AFZ HE| Washington Seattle 2] Amazon A}
2 EEon o= "Avocent SVM200” A5 E9ste] ‘112 E3|& st = A5



RS 2 F8= Aol 22F A A A Aten International AF, Aten Technology A}
2 [OGEAR Abo] tiate] “ATEN/IOGEAR’E gsle QIglon], o Z2ASo] ‘112 S6]S 4
frokar dokar A5t

32} ATAL 20079 39 15UAE H@EE =1, Aten International AF ¥ Avocent
Redmond A7} KVM 539 H3|E o]-32 Washington AR ol 425 #7135 A|H o]
t}, AA-L Virginia 5 Arlington ©l 9= Avocent Redmond AFS] HE ¢l o ¥F4E|g] o
), ‘112 53] ¥ 287 53519 MslE k= Aolqlh

2007¢ 49 64 o=t Hargol ti-3-5to] Avocent Ab= 112 53] 9 112 55]of ik H
Aol W Faof #eh IRIHES Alabama SFA Yol FLskeiet, E3E, Avocent A=
Lanham Act, 15 U.S.C. § 1125 of] &A% £ A 4 Alabama Holl A% FA4 129 ¢
A9NE ZAE 25 A7Isklet. olof ti-g-sto] Aten International Ab= HARRIARLEF2]
(the Federal Rules of Civil Procedure) Rule 12(b)(2) ol &7 <91& #sHol &
o} E3SF 28 U.S.C. § 1404(a) +30l 243t Avocent Redmond A7} Aten International
AHE AT 2 A4 Washington A RAH P Z O] AFolES AFsHTE AHH U2 Aten
International AFe] ?12] #eFHo|| LA S ol 452 2853l

i)
o
N
)

o
2

53] Hall 47 HHE Fue| 71x3to] Aten International Atoll tisto] 5 waHS
PApsE = glokar ek, w3k, A Y-S Aten International AF2] Alabama A S oA 2] A|

o

i

& oo &5l Ak ARt vk

o

Astck= Avocent AFS] A w25 c,

%
ofl
N
o
i
oty
2
)
52
)
I
[

A7 =0 A 5h= vlarof Al 14 wehdo] EATH=A] AAt= F 7h
wA T it et (long—arm statute)] 2-87HaetA| of fof /12 At
o] AR HHIAIGE Zt=A] ofFolt), Alabama 9| W42 AL AgHA
Alelstd Zyle WaEs AT, 2 ARoA Y] F el Wt e B3t F
Aap A o2 EAEEA] of foll Hiek deleoo,

)

U
oot o

ol of
- ~
(Moo & Lo

it
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20094 1| ZE 3]

F4Fo] Aten International A7} J19]& 02

?1-8-33ich,
o. History Map

(1)Alabama XA =HY(2007-04—06)
ol

(2)Washington A]5-A]HH <

Zyst

(3) A<33 A Y (CAFC)(2008—12—16)

Red Wing Shoe Co, v. Hockerson—Halberstadt, Inc.,

Cir, 1998)

Viam Corp. v. lowa Export—Import Trading Co.,

Beverly Hills Fan Co. v. Royal Sovereign Corp., 21 F.3d 1558 (Fed. Cir. 1994)

3 BFY BAYS 2 B AFHA 2
&

o]0
tlg'i_":‘

Ay

84 F.3d 424 (Fed. Cir. 1996)

52 EGYTHAL £ ol

29| 7

148 F.3d 1355, 1360—62 (Fed.

Genetic Implant Sys., Inc, v. Core—Vent Corp., 123 F.3d 1455, 1457 (Fed. Cir, 1997)

Breckenridge Pharm., Inc. v. Metabolite Labs.,

2006)

Silent Drive, Inc. v. Strong Indus., Inc

294

Inc.,

, 326 F.3d 1194, 1201 (Fed. Cir, 2003)

444 F.3d 1356, 1362 (Fed. Cir,
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No. 60 Hyatt v. Director, Patent and Trademark Office

1A AR AV

< ar GILBERT P, HYATT (a1—u]g49l)

Kenneth C, Bass, III Sterne, Kessler, Goldstein & Fox P L. L.C,

iz il

LAt (Washington, DC)

. . Jon W. Dudas, DIRECTOR, PATENT AND TRADEMARK
) al

OFFICE (3] 311—384291)

o3l Robert J. McManus, Associate Solicitor Solicitor’'s Office,
| 57 Sl
United States Patent and Trademark Office (Arlington, Virginia)

2007-1050, —1051, —1052, —1053 ( ¥{3g) (HZE LA} @ 2008—12—

[e} ™ 23 )
ZHEolg
FaH HEYE
AFFIRMED
Fhaq] TAL GAJARSA

04—CV—1138, 04—CV—1139, 04—CV—-1802, 05—CV—-0310 ( A&~
Z}F 1 2004—10—15)
the United States District Court for the District of Columbia (

R
EEE DC) (DCT )
LSS -

A 35 U.S.C. § 145

ZIEEoF 9 AlE vhe] AR

g7 [ A8/

r el
R}
o
ju)

T

UFEH S WE Aol tskel Columbia AWWUL] Aol F4A7] sHsieh. ol 35
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20094 1| ZE 3]

U.S.C. § 145 7740l 9|7 Gilbert P. Hyatt 7} #17]8 47}2] WlA4%3) peisic),
n|EE5 4L Gilbert P, Hyatt (o]3}, Hyatt)?] 127} 531299 BE 4792 A Qskge
ua n|RES Y B8] a9 A} Al (elsh, 9193 ol ul 2E840) ARS
g5}90th, 85 U.S.C. § 145 Aol o7 Hyatt &= SE31qch, A9iae 99sle) 23S
471 sl AbA e 9198l shsalsir.

RES e FaMolA 2ol APE Avlsidch. RAAE B4 Y] AN 7%
= slo] AdAAT 4 e Weloh Axol ot EAlols, B4 e dsude 5o
ol 919187} Hyatt 7} WS 91998 AN AEeA Fgomn Ar} mrHcks 74
S TSRS AT 4 QA ofFojr), FaPUe WA AT Belsio] FAH Al 25
7h etk weksiglon], SuA Ada weste] el SewHe 9487} Hyatt o

2 AP 12709] 5519 oF 2,40071¢] AH+33e] 5514 ofFe} gttt sigEH nholA
ZAFE, AFE w2 U gAZgo], GPS(global positioning system)d} #E gt}

Hyatt L 19954 4904 649] 7|7H5eE 12719 Y-S AT}, 12719 9L A
o] A¥fzoln, 19809 E= 1 ojiEdS FAY HolE= 7 AL vk BE 1
7H—4 U2 HAzxEdole =FHA 2 S TS 2t HAEHAY. v=E
g AARES Hyatt 9 99 e AT disto] &0l A& st HF22 7= 35
U.S.C. § 112 4ol oJ3t 7IAf=H fnh, sHAT, n=58AS HFHo= “/\157}% AR
de AR AREAAS A,

Hyatt & 9918] S2ARIAT, 24 373 S wdo sigshonl, SPaoz iy
ofof 3htka FAsteinh. SIUBE Hyatt 7} ofdl 7@ % 2049 Fraure Helstel 53
0] cholo] A8 AT o, ol 2400091 7Y 3 AR 2019 B Hats)
o 218 AYSAs W, I ol 1ol il YR G A 194
$E ABeleln, olele A8 AHe] woAStel TN e T HPREES B A delelct
Hyatt = 2,4OO7H Sl BTYE W LoD Yipeolo) et 2gstelen, ey
oz 127)e) 298 tasis FTozA aUle] FTE AgsltE A7 AT &

Astsict,
Ay AT hEFe] Auel glold FAYS AHsdn, A4s HuE FIFS F

HMOR TpA] T158} Bke] A AE o] FofAof ghttal )4 OWFJr ol2iRt A &AMt Al A
= &I, ol A o] #a o disto] nj=53 Aol FaA7] T Ao

N

4
¢

o

>
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4, P Hd

c

Section 1.192(c)(7)9] “A&AA 2] A (Ground of Rejection)” &]n]
Section 1,192(c)(7) 732 22 &},

Grouping of claims, For each ground of rejection which appellant contests and
which applies to a group of two or more claims, the Board shall select a single claim
from the group and shall decide the appeal as to the ground of rejection on the
basis of that claim alone unless a statement is included that the claims of the group
do not stand or fall together and, in the argument under paragraph (c)(8) of this
section, appellant explains why the claims of the group are believed to be separately
patentable, Merely pointing out differences in what the claims cover is not an

argument as to why the claims are separately patentable,

u]ZE3] A2 “ground of rejection” 2 W3] HLgro] AFE 4= Qe W FA o st

FAsT oledt £4& A-85to] AblofA= 35 U.S.C. § 112 of &Jgt JAIgt A 9] 7]
A =87 A-LAAR Y A7 "ok Aol weba] AR Ao Ao lojA ade 2
Al 3 e A SolA ARl A AU 471 qdrk= Aol

Hyatt = “ground of rejection” = A7 7do A7} He 4= vl ok=of B+
ol s FHS WEdHA| Bl o] g7 E ZFsItt st webs, diE F e 9
£ a5 BE el ZIAEH7E He AR S8l Sle Afeltt 714 &

Hu|o] ALeE g% HLFL MENs) 2 ooha 2ASIATH FAMYL F| o] Fgete
Ef41*4xﬁmml%dmnlmﬂde%ﬂ4714;$ﬂ3ﬂ§%@]aﬂxA]%qi§}
o] ].oﬂﬂr

]m%mwﬂwa§@@&@%ﬂ$i%ﬂﬂﬂ%§%ﬂ% AWiﬂ¥%%*%ﬂﬂ
A e Aot HElth, n=EE A2 1
EE P”lﬂfﬂlﬂ% 1o ek
g ol ofof 7]&Rt A 1E3t ® AR

K

&

@”ﬂwﬁ@4iﬂﬁ
o] Wt A A ARFS SlE AT}

5. History Map

DHu=FEFA EF a4 W A Ao ¥Ys(USPTO Board of Patent Appeals and
Interferences)

AEAA

(3)Columbia A|HMH¥(2004—-10-15)
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20094 1| ZFEF B =

712

(4) A=3)3AM A (CAFC)2008—-12—-23)
Aolg

6. A-&AA

Int’l Rectifier Corp. v. IXYS Corp., 515 F.3d 1353, 1357 (Fed. Cir. 2008)
Thompson v, Microsoft Corp., 471 F.3d 1288, 1291 (Fed. Cir. 2006)
Cabot Corp. v. United States, 788 F.2d 1539, 1542 (Fed. Cir. 1986)
Williams v, Principi, 275 F.3d 1361, 1364 (Fed. Cir. 2002)

Travelstead v. Derwinski, 978 F.2d 1244, 1248 (Fed. Cir. 1992)
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No. 61 Monolithic Power Systems, Inc. v. O2 Micro International Ltd.

1A AR AR

o al

MONOLITHIC POWER SYSTEMS, INC, ($11/8k23] 3 —H oAb
ol
ASUSTEK COMPUTER, INC, (k1] 31 —2ofjg<l)

ADVANCED SEMICONDUCTOR MANUFACTURING
CORPORATION, LTD. (Y4331 —3]g42])

Dan L. Bagatell, Perkins Coie Brown & Bain P.A. (Phoenix,

Arizona)

02 MICRO INTERNATIONAL LIMITED (Z]a1/5cig42l)

Thomas J. Friel, Jr., Cooley Godward Kronish LLP (Palo Alto,

California)

2008-1128, —1136 ( ¥ ) (BHZA LA} 1 2009-03-05 )

ol

H
;1(_‘r‘1_.o

AFFIRMED

RADER

HAHAPAR S 04—-CV—-2000, 06—CV—2929 ( A AL} @ —)
Q14H 9l the United States District Court for the Northern District of
California ( CA ) ( DCT)

BHES] U.S. Patent No. 6,396,722
TayE 35 U.S.C. § 103

7ol M AlE  E=ES HAEH, 49 HEY]
S s A/

2. Aal 7
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v A9 Alg]oA] California BHEAHH AL AHALES Z2W3l7] ¢J8le] Fed. R. Evid.
706(a) Al YA A&7t SAS XAt T 5 2 7IeF SA 7]Zst] #jid €2 02
Micro International Limited (©]3}, O2 Micro) 2] n|=+E3F] 6,396,722% (°]3}, ‘722 £39])
o] B= A A2 35 U.S.C. § 103 Aol oA A siohar shekshel

JMOL Zefl thgt 7]2-d7gol SlolA 77t A=A oberh,
& 9183ttt 02 Micro AHY] 722 E3]= “1 &S 233 DC/AC High—Efficiency
Adaptive DC/AC converter)”& 2ol HAo g st Ao A HE AFZEo AMLEE A
g g 2o gk Aolt, HE s Hig et Zo] AF ARE T4 AEHT. A
vk Wlglo|E HE A dof| AFREE WSt 3T (cold cathode fluorescent lamps, ©]3},
CCFL)2 1489 nFAFE Q2 g},

HAIE B 2= HlE oA CCFLE AEE= dEFSE AUt Aofst= J2E o]-&sto] A
A AF v A 14y nF dg o= |}, 772 §35]9 19 2= ¥Hg] IEE
Sisgnil=

| = rlo

o ol 3

2917 A-D &£ AR BelAE 2902 TAS Hojsith, oz Wao R mEska gl A-D

2 B-C 2$2& AF7E viHE] WY VI(12)& F5 CCFL #38H20)0l =23l7] $18t i §=
AEE AT A BejAs AF77F A-D ¥ B-C A29AE Foto] Hzdol 324 gomy
AR ARE T AR AT, BS o] F= AR AR ddgoRN 2 Fat
2 AgEs A9 g Aottt
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=¥ A 7149 (feedback signal, ©]3}, FB)S E4 A|7to]] CCFLE 3% += AFE @b,
7|5 A1 (reference signal, ©]3}, REF)S Q¥ s} AL Wsttl v]w7](32)= FB ¢}
REF & H]aste], v]aL Al 19 (comparison signal, ©]d}, CMP)& A/4gtt. CMP & &5t
291R] Atolo] @ HFH o] o2 AT O BN Hol AYE 24517 AlAkgitt,

3. AN A Bt

i

02 Micro A= MPS AFE A2 Texas SHEA|YH A n]=2E3F 6,804,129% (°]3}, ‘129
53]) & Asfistdctar 25 A7|skict 02 MICI‘O A= 2% BAsk] 129 &9 A&iE ol
2 ASMC AFE 11489 ow, ‘722 E5] 9 ‘129 E35]2} &4 n|=2EF 6,259,6155 (o5}, ‘615
E£3]) 9 A& o]8-2 ASUSTeK Computer Inc. (©]3}, ASUS) & A2 A5 A7|8k9 Tt
20069 3¢ AW A& California SRAHH PSR o]Fsto], AHAS HEsttt.

MPS AF 2 o2 9340152 722 5319 F73e] 35 U.S.C. § 103 F4f ofsto] Ahgst
SAE AEsHAT Yok MPS A= 722 £3]+= 35 U.S.C. § 102(b) 714l 2]t &

o HELSH:PJ_—’ ZA3TE 20079 5¢Y 15 vjAlYS MPS AF 2 T8l AQlE0] H1LE wols

of FAskrt, i T 24?“5“’ AEA 74 9 on—sale bar 710l oJste] Fio| &)

A BAH = urAalR] SkokA|uk, A LE)

]/‘1 H °H7} Ay 5} E}El Tebskich AR 02 Micro A
o}

i)

31 7|7k,

_E 2
1o
[Ral
EL
O
II.
1
[e]
o
mln

otk
b

i)
2
S~

o == rf

(e

lo

~

>

[

jakad

i)

l

(&)

e

olN

Y

2 4

11>j

_t_

é

° >

ot

~

>

B

\l

()

_\‘,L

Fol &2 Wt
aEste) F94E Faw 2ol 4
| AR A get qlol RS T

2 Batol, AR 44 L AR HE £RAZE F
o i % Hol7] eg%um urE

#Aste], 02 Micro A= v=153] 5,923,1295 (©]8}, Henry £3]) of|A+= 3

T4, &, A7 28 9 939 “flow—through switch”, -3 13}, 23}, 9% ¢ 183}

second state”, F 3 123 2 143+9] “only if” TS 7HA] skal Qlokal AT A

19 749 ek SIoVA, S A&l 2 A A At e

‘33\13}. 02 Micro A= AZZA Q] FA0f &Jsto] 4ol A= o] e, A&& 2

slof 2RA0] EATER FAslelck, FauEE B A1 pe 5
FHE AT HEAS BdY ZAIRA Asital desk A

Moo
N

oo Y i
iz 2 4y 2
o
oft

i
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O
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oY, z
=
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~
>
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b

MUS AR B0l U AR BRIl AR dee] ant 245
H el [ox]

9. History Map

(1) California EX 2=
AL

(2) A3 A(CAFC)(2009-03-05)

TechSearch L.L.C. v. Intel Corp., 286 F.3d 1360, 1376—77 (Fed. Cir. 2002)

LNP Eng'g Plastics, Inc. v. Miller Waste Mills, Inc., 275 F.3d 1347, 1353 (Fed. Cir.
2001)
Dippin’ Dots, Inc. v. Mosey, 476 F.3d 1337, 1343 (Fed. Cir. 2007)

Graham v, John Deere Co., 383 U.S. 1, 17 (1966)
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No. 62 Scanner Tech. Corp. v. Icos Vision Systems Corp. N.V.

1A AR AR

SCANNER TECHNOLOGIES CORPORATION (¥31—34~21)

2 al

A9l Kurt J. Niederluecke, Fredrikson & Byron, P.A. (Minneapolis,
Minnesota)

] Il ICOS VISION SYSTEMS CORPORATION N.V. (& 31—u]3}49l)

u) arof 2] ¢l Robert M. Kunstadt, R. Kunstadt, P.C. (New York)

T AAAHS 2007-1399, —1081 ( ¥§3t) ( WA AR} : 2008—06-19 )

T #HEYE  AFFIRMED IN PART, REVERSED IN PART, AND VACATED IN
PART

Al TAF CLEVENGER

AN AR S 00—CV—-4992 ( A|AYUA} 1 2000—07-07 )

the United States District Court for the Southern District of
- New York (NY ) ( DCT )

A4

U.S. Patent No, 6,064,756

SER
U.S. Patent No, 6,064,757
BT 35 U.S.C. § 254
ZlEwor 2 AlE HEA Ts
Rk AT/ A e A/ A A
2. Aul7

H A}ALE Scanner Technologies Corp. (]38}, Scanner)”} ICOS Vision Systems Corp.
("ICOS™)E A E New York Aol A7|g SR A, AR w2 thgh

Scanner A &aAbz o]t
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20094 1| ZE 3]

2 ARE e A 7], A= & ofdlo] AR (ball array devices), & 12]E A2 (ball
grid arrays), 3 A2AY 317]X](chip scale packages) W ¥o]5 W (bump on wafers) (O]
st, BGA)E Zgst= AR 22 AARHE AXof 3k Aolth, BGAE= tfdsh AAF ] of| A
AR = 2o v ==, oldgt AAoA A7|H JdEAE QI7Fsh=t] AHEEH, o]
gk I oA &1 E(solder ball)o] k= Arg]oll H2s] |A|st= Alo] wj$- Ta3 H47|=
olt,

v zlel Elwin M. Beaty(©]3}, Beaty) W David P. Mork (|3}, Mork)+= 19974d & 0181]
o] A2l (ball array devices)oll thet 324 HAF A4 2 Wil Ha}tgé]’oj‘ 1998 1€ vl=
5]=H(U.S. Appl. No. 09/321,805)= 3l¥th 1998 &Y A ZYo|glon o]o] B3t
o] mFEF 6,064,7563 (o]}, 756 £3]) U 6,064,757% ( ]—s} 757 E3]))E 19999 5
] 28U o] o]Fo] T,

Scanner AF= Ultra Vim Plus (©]8), UV+H)Eal 3= HAF ZES 1998 7¥€of Semicon
West trade showol &&3st912H, o]F 19984 1249 Semicon Japan trade showol &&3}
AT ICOS Ate] thit= 4}7] trade showell 415ko] Scanner AHS| thie} 7k b o] A
=314t ICOS A= Scanner AFe] BGA 7]l tigh gtolAll o] tfst A& =9]of tjjslod
Scanner AR} oF&3}HIT

19999 19 1COS AH= CyberSTEREO 3D BGA ZAF A|ES uHEslglon o] 7|2 z}Abe)
ICOS Projectorg WA|sk= Ao UT}. Projector= 199610 SAIES1S Uﬂl BGA AHAFS Ho}
of 54 Fx9 Fdit 2709 7HvekE ARS8tz Al&"lo] it Projector AlARlT B &

Zk1sF o, AzF=ake] ¥ (triangulation principle)E 28310 3% =4 755t
t}. Projector A|AEE BGAC] T3 & AR ol A ¢x& =43} vhd, CyberSTEREO
Z2AEE glofaL 2719 7 etE &-8-51o] coplanarity (Y BH A eH=4] AH)E
sh= A|2Folt}, CyberSTEREOS] 42 & WH9 IX& SH T

CyberSTEREO2] &A]= Scanner A9 E35]E A&st= Aoz B2y, YA] Scanner Ab
o] 535l= &Y%l 8lo] Scanner A= PTO®| &¥7]&9] JalE o|F& st 7] AAE 9
gt B A E A &5t PTO= B S Whotso] AARE 2183ty 555 Sl

7156 E3]= & ojflo] A (ball array device)ol| o] 3xbd HAF AR EA, & ojFo] A3
(ball array device)w= L% 3} *l*E“lﬂoﬂ AgeE, 2719) FhHjetE ]88t E(ball)ol
it 39 = A S S AR S-S 283 Z2AAS S5te] 3%}
9] o1z = AAJI} 75T EFL & 01 #lo] FA](ball array device)oll o] 32+ AL 542
B2A, 756 5319 AR|A ALAE= 3aH 91X 2A S HAE Ak QT

m{o M{N'

o fr & o

lN
_]lNl I'LI_.

3. YA

o
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Scanner A= ICOS A9 CyberSTEREO & 17|E offo] HARAE EFZAFE o| &=
20004 7¥ 74 2A17] akqleh, ICOS Ak BRIA A& E5to] Scanner AR A& FQls)
Fom, WkAE F3lo] Lanham Act A9 554 B4, AN AA At 52 olF-= T &l
A& ATk B3, 756 53] R 757 S5l tiste] v, FE, aYARtE A ]"C skl
A& A5k

e

73 gof oA EAE HE2 “an illumination apparatus” ¥ “illuminating”2A4],
A E2 “an 111um1nat10n apparatus’& DPO‘_J B e :.E?ﬂ'o]—i—— Aoz 7\1]6%}03

AR, Faoli, AsholRrt Ael= et

_C'l_]l_
BRIl Leone®: Z8E 37181} Hlm Azt A ra% Aol
FAT, AAHOR 100S Ate] HAE BAE ek AU WSk, ole] B 25998
R E T T AN WAL et

2. FEN

ARES o A3t wisto], AP 7R 2 F Aol Higt AR7lETke] diulAL
F& Aol AT, it 7R AlL" oA 2y, 540 A=E FAdsh= 2719 7
e 2|, SR Y, 2709 Tk o83 3Ak HIA 2R, dAl 9 71, A
24 W Fo] TAlolnt. ol2fet Ad)7l& (Projector Al4|))IH] dulof 715ke] Scanner Ab
o] Sof= Agsitta ittt 54 7o F Al2"E AlFstaL, 3ak YA AAe AR
S5 9] 92 Scanner AR B A AEA 2S FABHITHE Aot

3. Mefjoi st

%‘EH‘ o st F FARRE ICOS AR AlFole o 7o #A484F AAT %
A, B, CHf #4848 SRl Glepal o] AAE KoL SHARE D 78 o] Eghel s

D Hd8as SEot W HEA] A4S S AREslof sh=dl, ICOS ARe] AlA"l2 Ad B
ZH (bilinear interpolation)S AME8aL @t A Yo A3 7o Abzk=akw g} A2 7]
ozt Sl g =elst E} T 3/\7} th2rhal 7Hgste et BlulE Al F
M 71ee 71 1 AV 2EACR AR tE2the e Flskh ol d ARl 27
sto] BEA7F H= ICOS AR AlE-2 Scanner AFS] E3]& F3l|stA] &= Ao 2 AEs}

;3
Kd

4. ool B

e
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SHAIRE, P e e 192 A9 wE 200 FA v, Fastar st Ay
o] WaZ A8sen, SUFl digt Aad AFAFE IR st 559 BE FTFS
FAR s AYHd dEe 183, CyberSTEREO Al&o] dWHA o2 ody)
A3t ol 5ol et oFom, 53] 756 5315 alshAl d=rhal wreket A
e lER

FAARL ]| o] o} X Al ool ek s Al ARlel| tiet siHat npR bR R HE
A A-go] BAolh, F G £ AL 756 5519 Hd 13l W AYS Al oF
gotdlet. o= F YARRE thEe] gl ARoldt. S de] Favhal deEyEE $599
FEA o= HxE ddejof 3t

9. History Map

(1) New York FE2HH2] (2000—07-07)
Qi HF 71z

(2) A<=33A- Y (CAFC) (2008—06-19)

Modine Mfg. Co. v, Allen Group, Inc., 917 F.2d 538, 541 (Fed. Cir. 1990)

Nilssen v. Osram Sylvania, Inc., 504 F.3d 1223, 1229 (Fed. Cir. 2007)

Symantec Corp. v. Computer Assoc. Int'l, Inc, 522 F.3d 1279, 1296 (Fed. Cir. 2008)
Flex—Rest, LLC v. Steelcase, Inc., 455 F.3d 1351, 1363 (Fed. Cir. 2006)

General Electro Music Corp. v, Samick Music Corp., 19 F.3d 1405, 1411

Akron Polymer Container Corp. v. Exxel Container, Inc., 148 F.3d 1380 (Fed. Cir.
1998)
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No. 63 Excelstor Tech. Inc. v. PAPST Licensing GMBH & Co. KG

1A AR AV

EXCELSTOR TECHNOLOGY, INC., EXCELSTOR TECHNOLOGY
LIMITED,
! AL EXCELSTOR GROUP LIMITED, EXCELSTOR GREAT
WALL TECHNOLOGY LIMITED, SHENZHEN EXCELSTOR
TECHNOLOGY LIMITED (i—g4<l)

Nhan T, Vu, Willenken Wilson Loh & Lieb, LLP (Los Angeles,

Az Sl

A= California)

1 al PAPST LICENSING GMBH & CO. KG (3] a1—x]3}A2l)
RiEAs =) Leonard Friedman, Welsh & Katz, Ltd. (Chicago, Illinois)

Pl AR E 2008—1140 ( &HF) (HAYLA}F 1 2008—09—-16 )

AL
g HEYE
AFFIRMED
A4 TAL LOURIE

DA S 07—CV—2467 ( Al ALA} : 2007-10—24 )

the United States District Court for the Northern District of
Hlinois (1L ) ( DCT)

SR -

A 28 U.S.C. §§ 1331, 1332, 1338

ZlegZoF R AE AW E AlE. stEESe|H
)

RERE 22 P/ 5ad )/

2. ARl

2 AbALE ExcelStor Technology, Inc., ExcelStor Technology, Ltd., ExcelStor Group
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Ltd., ExcelStor Great Wall Technology Ltd., Shenzhen ExcelStor Technology Ltd. (]
at, Excelstor)ﬂ Ilinois SFAWH el tdof FaA|7eh Abdeltt, o Ay
subject matter jurisdiction 42| Tthol= @ =7} glen), X|HH o] #Ih4d-S <1851t}

20049 1¥ AFEE AZ A ZRF A ExcelStor AF= Papst Licensing GMBH & Co. KG (°]
St, Papst)el 2tolAllA ARS Attt AlekS Edto] Papst Ab= 2EE A &2 72 A
ExcelStor AtoA 3|2 st fA3 Teto|BHE A2 = s 3|stqint, g Papst
Az 271 = ExcelStor Atol|A] k= tjA= AlEof thal & AA|HATE EAs=A] o Fof
diste] A oJFE 7HX I Tt ExcelStor A= 3W Q] 7]7HE9F Papst AFZHEH B2 &
A5 wgkom, o]F F5to] ExcelStor Al o]9lof tf& AA| A= EASHA] Y= AR FAH
kol skl

2006¥ E= 20079 o= AJF o], ExcelStor A= Papst AF} Hitachi Corporation (©]
st, Hitachi) Ako]of gho]AllA Aleko] A A= USS AU, olgsh AHS dAE F,
ExcelStor AMS| <= sl AlF7]7kol| tisto] FaalidiaL, 7I'8ARRFQl AlokA ARE-S FL6kaL
AL 3k, Papst A= Hitachi A= 2QEHE A&kl QA &4ow, Hitachi & #| 23 Aok
ExcelStor Abe] Ak A4 o] 5o A A= thil ExcelStor AbllA] ERIAIZ T, ©] % Papst A=
StE tAd Eefo|Hel AlFa #Este] RHEE AESh= AAHAE EAHA] =t A%
sto] FA|5k3l T

ExcelStor A= o]l Papst Are] o]k &0l 9 FA|7F A7l 9] sfiggtcta =45t
Aot ExcelStor A= Papst AM7F ARAIS3S] Ak A4 o] Ao o]u] Hitachi Ak} AleFS
Ast9 o, Hitachi Atete] Aok REE &0 gt A X3st= A0 4314
ExcelStor AF= AF7|38$] 9 A 2FUES: o] ¢ 2 Illinois H5-AWH Yol 252 A|7|5k T,

3. gAdy ¥

o

Papst A= subject matter jurisdictionol Qtt= ol g2 HA9 V4
ExcelStor Atz B2 i3 2 51018232 A&t o3& HAYstint, E3L, 4% 7]
iy

A vl o) HTARE BASATE o] % Al o) FrApte] B gailt wa

N

1. Papst AP “E3) &%/ H20H2"S gjursteints SIAT / $UW S5ES Ay

4=l
o2 % we| RoE Solg 9 A

2. “53) £7/HZBNAL" S AHS EA 0 ANSA e A7)
3. S5 27/ HZMAAL" S S FX5HA) L Ak Sk W)

A Y ExcelStor Al FG-E &4 &H(subject matter jurisdiction)o] §lth= o]+
2 7174kt (D) Brelsto] 559 27 o] S| sfjol it ®ofd] FF o= ALgs)



olgolnR, 5yd A ¢glel 2 & girkal ghEleh, A42) ¥’ A7) A Sl 2
Agk Aete 3 4= glokal BrEoh webs, ExcelStor AHS] A e A oA HxE 219
= §l= ARdel oHE“SPDPﬂ St

ol N, rlr

4. 3}

[¢]

B

EREE

o

FaollA ExcelStor Ab= ARESIR Aol 2A8HA Al 712 Ftdlo] ehyditkal 4
stk E3HAre] E8]4%lo]2(patent exhaustion doctrine)©] 1710, whehA ExcelStor
Ake] ALE vk o] ATty e dotdAto] Eloka F3F59IT)

ARA, B2 2 AT BAsE YRS v
exhaustion doctrine)ol] &ASH Ha|7} 2A)3tct=
A v)Eet= Aolth, E3jAzlo]&S E5|HAe] dyH el sty A% EdS =I5k

th. ExcelStor AF9] At S8 1140l <A T4 defof] 2ASHA H=

ExcelStor AFe] A= FRH 0 dAHf E5HS A 2T EAI7F obd 7] wiEel =4
T3 (subject matter jurisdiction)S &SR] Sk=t} ExcelStor Aol HAE A4S E5
o, Papst A} 54e 55F 02 HE thE FAR FE HEo 29y £YS AFUT= olF

2 Eaxlo|&E glutetalttal 45ttt §5]azlolE&> @ AlFol ek H4719) 2ol
Al AoF = E4719 29E #US 48k o]&2 ofYth

B2 Papst A AGFAGS guISto] hE FAI9} ehol 4 ACke Below, Mxo] 2a
ol ESIe, oldie WRIL AIe] SIS, SN ANBNE A Pk,
AAE QPR ohd PARAN SRAE B 2l YTk, FAVTV AL A
ARA HTE 712 A Ue] AL sk

okl Aotk Ed]Azlo]Z(patent

A
e AT B3aglo|Bg LY o|sat)

O
ol
rr
r

-

€]

5. History Map

(1) Nlinois EFAYHY (2007-10—14)

(2) A3 PAHY(CAFC) (2008—-09-16)
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Mars, Inc. v. Kabushiki—Kaisha Nippon Conlux, 24 F.3d 1368, 1371 (Fed. Cir. 1994)
Thompson v. Microsoft Corp., 471 F.3d 1288, 1292 (Fed. Cir. 2006)
Monsanto Co. v, Scruggs, 459 F.3d 1328, 1332—36 (Fed. Cir. 2006)
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No. 64 Praxair v. ATMI

AP AR

PRAXAIR, INC,

A al
PRAXAIR TECHNOLOGY, INC, (a—349l)
Christopher J. Harnett, Ropes & Gray LLP (New York, New

o_] =7 ?l
i York)

ATMI, INC.

ADVANCED TECHNOLOGY MATERIALS, INC, (¥|il—-foiga

D

Matthew D. Powers, Weil, Gotshal & Manges LLP (Redwood

1] 77 CL]
o2 Shores, California)

Fa4 AME 2007-1483, —1509 (WE) (HA LA 1 2008-09-29 )
olmelg olHuly] butd (2007-1483)

AFFIRMED—-IN-PART, REVERSED-IN—-PART,

and

REMANDED
712 (2007-1509)

DISMISSED

A} DYK
03—-CV—-1158 ( Al&¥A} : 2003-11-22 )

911 9] the United States District Court for the District of Delaware (
EEEE DE ) ( DCT)

U.S. Patent No, 6,007,609
U.S. Patent No, 6,045,115

B3]
U.S. Patent No, 5,937,895
35 U.S.C. § 271

T
35U.S.C. § 112
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ZlgZor " AlE WA |

A 23S/ By /

2. AaEl7

2 AbAE 9319l Plaintiffs Praxair, Inc. and Praxair Technology, Inc. (°]3}, Praxair)
ol d

efendants ATMI, Inc. and Advanced Technology Materials, Inc. (¢]&}, ATMI)
£ iz SFREE o= &AIZIRE Aol die vAE AR AAF HG9 n5EE
6,007,609 (13}, ‘609 53]), ul=53] 6,045,115% (0|3}, 115 53]), n|=t53] 5,937,895%
(o]st, ‘895 E3))& HallAth= ol f& 252 A7Iskc
MY 609 5319 F7a 23, 63, T3 U 83T} 115 5319] 188 D 203
on Yue] g Mt Pty BAstgct sANE By &
53] 9 115 53| Aol Felevtar wdsiglon, 895 5519 19, 3%,
o Bt o] § 8 R R st At

Praxair, Inc. v. ATMI, Inc., No. 03—1158—SLR (D. Del. July 2, 2007).

115 S5j0] T AN $ WAL AT, S, 609 F3lo] B A
sprlsheleh, GAMAL 609 S5l9] BPRe Fage] YFEA ekrhe A
AGSISITt. 609 S3io} BT Aa) Wk HFus 4ol 257 sleke o
3ot FaUPL 895 S319k U

SH3heleh, ATMI AL A|718 e
Praxair AH= ‘609 53], ‘115 53] 2 ‘895 5319 S5lnAeltt, PAeNA ZA7t 9l )
Bkl Ha R ES YA 5 9 42 A §710) B Soleh, SA(‘fluids”) et BT
AFsH Qi AP AL WMEA] Aol A HFHOR sha FeE gt ST AA
kAo $AA 7119 AR SE FelE AEC

‘609 S3le 7t Ee A EHE A7} olEshe o9 E*ﬂ T=3ke IF AvlE
skl o, AAjd2A BAlE 55 A7 b= AR =gl iRl

v 11

N
-

~

)
oz

(e

b3
o
_O‘_I',
E&

rel

rlorr
Y
ofr
=
2

o~
ot
o
ot
|
A2 o3
Q
o

ot
[Py
rE
e
10

rO
my,
rlo

-
L

4z

rﬁi’ Jlm

iy

|
O i

LK e

e o rE ox
My KU
J‘J

Floﬂﬁ
£ N
XN
o

Zt= AAE
28k= AL AL Tt ‘115 E3] E3F ¢Fg AR 7)o w3t 74 2 BAR 55 A7)
£ AL Qlom, A5 = Bl S5 Alo1717F e |2 R F4loll("near the axial—

radial midpoint of the tank”) $9X|3l= A2 A|AISFAL QT ‘895 E3]=
A& HEol7] gt HEE AAsto], A9 WES AsAlo] & 4= Q= AR A AL Q).
1997E1 0]5 ATMI A= E5] A&l e A% 93 9 “Vacuum—Actuated Cylinder” (0]
AC) AlE-S A4St VAC Al og Adg Yy oy 248 ZAE Fv)sk=d, ]
53 o] By 7tAE 23tek=s WHE =4 z4@skt}, VAC A&

HJ

rr gL

off 4
ofr
ol
2
3
w
m{o

312



R34 714 Hopd el 428

Praxair Al= ATMI AFe] VAC A|3Fo] ‘609 £3], 115 53] ¥ ‘895 £3]

st AefadS A7|skgct 20049 39 8 ATMI A= gHA Al&S
= FAstelen, Bejnd 9@ 5578 E 5 PL AAA-S AHsHTH E
HA HAGS Foto] 25a B E 3719 S50 tiste] Fa Addgelo] v A Fl

20054 119 8 A AE Awle] s Aol Het W& WAtk 895 53519 B4e 13 4
ojof F&8t= AT EHEIS ol R Fahe WES sHGlth 20054 11¢ 7 vl HS
609 53] 9 115 55]¢} #Esto] ATMI AFS] A|E9] sid = 5515 alistiletal Hdskait),

2006\ 59 9Y Praxair A= G4 BETES AASHI T AHAS ATMI AFS] 5
sl AP IS 4= Qlou, i HEEES fgh a2 SE5HA] Lskelvkal wd
stect. 20059 129 129 AHAL 609 53] 9 115 53] B9t B £5AE olf=
S A F-91 B Hhasof] tfstod ”ﬂa Zlegsto], n=5351% WA} AP oA v|=535]
5,409,5263% (0]3}, Zheng £3]) Y restricted flow orifice(¢|d}, RFO)= 74414 Fola} &
et F Q% AR R S AT

AYAUS A B3] 55 ofne} BaAsto] RFO AR FRAL A4sLT, ofefF ARE
u]SFES Rol LG AOR sjee] GAE AT 4 grka BEshect

e

A 5l
w4 G2 15 S5 U 609 S5/9 BRIste] RFO 427} 83 2542w Bash
gtk oeah FRAHLS Festel, RFO A2 ZUIFNA v]FES Fol L33 02 7]ure]
At FEskeha Testath EAe] AR7IE A4l oie] MFES £ olct ol Tt
o 271510l AL 115 S35} ALAT FF 24A9) A AN Wkl 957 4

& sIstgic, 514

rfl

609 E5] et A Hel WAL w7|skgict,
PEAGRA BT

FAHAL 895 53 AHY EE BA(‘port body”)ol T Aol RsHA Hel A &
dete, AL e BAL 194 024 Al E79 WA AP, o2 B3t
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Wl a4 Aeke Wwoksalct, EHshyal Beie A ee] BAE sk, Ao o
S3tsict.

ATMI ARe] Foljgha

AFACIA] ATMI AR HlEAEl T gl 115 53] 9 609 E517h faek wtol
AP\, BAMAE Hea AV AAZ RAEE o, Y AR
oh FejaaEA FoHe AT AR Aol Belof iste] oz s R AP, ¥
9] AR AR HAS AT B v, fauee Rogas sk

o 9 b
ogL' R mlm r
r}uzar

5. History Map

(1) Delaware AJHFHY (2003—11-22)

Honeywell Int'l Inc, v. Universal Avionics Sys. Corp., 488 F.3d 982, 999 (Fed. Cir.
2007)

Cargill, Inc. v. Canbra Foods, Ltd., 476 F.3d 1359, 1363 (Fed. Cir. 2007)
Kingsdown Med. Consultants, Ltd, v, Hollister, Inc., 863 F.2d 867 (Fed. Cir. 1988)

M. Eagles Tool Warehouse, Inc. v. Fisher Tooling Co., Inc., 439 F.3d 1335, 1341 (Fed.
Cir. 2006)

Ferring B.V. v. Barr Labs., Inc., 437 F.3d 1181, 1191 (Fed. Cir. 2006)
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No. 65 Asyst Technologies v. Emtrak

1A AR AR

el al ASYST TECHNOLOGIES, INC. (¢a1—3}4~2l)
A9l D.arry.l M. Woo, Fenwick & West, LLP (San Francisco,
California)
EMTRAK, INC,, JENOPTIK AG,
1] Il JENOPTIK INFAB, INC.,
MEISSNER + WURST GmbH (3] a1—1] &4 Q1)
] gl el Daniel T, Shvodian, Howrey LLP (East Palo Alto, California)
g AAAHS 2007—1554 ( 4¥F) (HA LA} : 2008—10-10 )
AEelE
G HAYE
AFFIRMED
P A BRYSON

B 98—CV—20451 ( A|22UA} : 1996-10—-28 )

the United States District Court for the Northern District of

o] A1 H] €]
CEEE California ( CA ) ( DCT)
U.S. Patent No, 5,097,421
U E 5
U.S. Patent No. 4,974,166
35U.S.C. §271
T
35U.S.C. §102

Zle2oF R AE A Al A

2.

A A8d )/

ARzl 7
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Asyst Technologies(©]3}, Asyst)= n|=E3] 5,097,4215.(0]5}, ‘421 £5])2] &0 Z A,
421 53= Aled folH Aol gt WA Wo|t, 421 5= B Az dAE A
08 AX ZEAYE= BHEA A Ao Lo A HEEA]| o]HE o] FA 7= Al
of 3k Ao|tt,

EE(‘pods”) 2 sH o b5 o1 AASH, o17]o] thE A% A Aol 2 of
5% 4 QS Yoln7t olA Hrk. Yolmt olefdt Ado|US Folo] B AH%NA
RAEA Gk, ZEL GAY dolwe] Aol Bk doleE AT Fue Egshe, Ax
He 7 HUTHOR RE HYE HolEE TER AT Js: SHS Fulgit oo
Lt 59 o8 g S415H Svto] LA HL,

TG Aol FAr AEEH= 4 DAY oS Foto] AIARS 7 2Ty flo]u o] FEHE
FAstaL, olof whel 2 A3t A 1543—@ o] MY == Aojgttt. Asyst Ak= Jenoptik AG %t}
FAAE(0]5), Jenoptik)E AIZ California BHAH Yo 425 7|5k}, 421 &
13l % Asyst A7} 73 ohE Ul%ECA 4,974,166%.(°]3}, 166 531)9] MM YdS ==

o] At

N

fu d

3]
A

nN'

ALl A7) S AR BTl Gk 212, 48 Bel Al doto
MY oRAlEA S gtk AMPEAL e 2AE BYY B3 BAVL Hh X o
SlolAl QIFEHIL Gl AT e B3t ol glrks ol g Wi LSt

2 573}

il L 1__7:]E
ek Bl AL 421 SoHol G MR PR Ao, T T

2
1o ;
)
ol
o
(o))
(e))

Al
_CL
1o
i
%
—Ll
il
N
N
QL
xR
o

oA, FaM U 421 5319 A5 139 vldaol gt oFA Lé A1 Q8=
wAE ] flokar ebskeict, skt Bk 23 W AR 11143 Bet Ak gpr|shar g
sFeict.

A2 Al A AEH YIS J1ak 23k 9 H1L3 11-143-2 ‘166 E5] 0] H113} 8atate] 1
A4 ©]FE3S](double patenting)?] o2 F&o| sttty kAlaAs T Asyst AFF
1553812 BAIE sf4dstr] §Isto] 2F deE27 A (terminal disclaimer)E A&3 5, vj
HES A9 27 % AT 11-14%2 fashy, Fsjrh BAskdokal sttt Jenoptik
A= IMOL 9 A A7NE AR ste], 4L Qe F7-go] A ol A skl Faol sidgt
= TSkl

.

of

O

AP RS IMOL S Wotso] Aels AW vh, n]FE3| 4,588,8805 (13}, 880 5
S AgUPOR sol APy afelH Fhol drkn WSkt FLUUL 880 S5}
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o] Aol AEFHS AXE Bk AR
Al A 7%l 3
Hol i 287k gleirka Wk

v

FANAL o F7Hset Aol 2 AR Aole] Hole AEL I3t B4 SHL A
[e]

=
‘880 Edl= YAE AET} A%, T, HUlolE 2 4= 9= “information carrier’& AHES

-

t g AAska gk B A e AN A PHA R 2 AR Py
BAT 4 UE HHE FASTOR o|RoAth WY thol 095 U FEMNALHE Foto] 7}

A3t o2 Babe] dleol= Fhsat foluo] et AR E Eitic Bk BA ALY E
L SERAT 2L 7 ATAC ZEAolo] ARE WA 4 9l Su, FF Ao] AX|oh 2

Asyst A= ALY EAIZA Jenoptik AZF @3 2577 FF Awol /lE 539
ek A2 A o] jolgo] At A2 Aude] J-8ol 5

o4t Ao A Jenoptik AFS] ‘880 E3|o] TAT FARFAAS | | 2
Q5] sfgttte Folth, Fade] AA ol uEh Mz AFHE sjAe] FrHEeR

f
S
I
0,
o H

)
e
<,
N
o
filo
st
TS
X0
2
un)
pasy
o
u
2
ut)
ol
o
4%
=
B
o
rE
(o
Mo
i)
B
2
o
=2
o)
2
>,
=2
5]
)
1o
ar
ofo
o
Q.

5. History Map

(1) California X AHH< (1996—10—28)
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(2) AY<=3gAHA(CAFC) (2008-10-10)

Muniauction, Inc. v. Thompson Corp., 532 F.3d 1318, 1325—27 (Fed. Cir. 2008)
Agrizap, Inc. v. Woodstream Corp., 520 F.3d 1337, 1343—44 (Fed. Cir. 2008)
In re Translogic Tech., Inc., 504 F.3d 1249, 1261-62 (Fed. Cir. 2007)

In re Grasselli, 713 F.2d 731, 743 (Fed. Cir, 1983)

Ormco Corp. v. Align Tech., Inc., 463 F.3d 1299, 1312 (Fed. Cir. 2006)
Richdel, Inc. v. Sunspool Corp., 714 F.2d 1573, 1580 (Fed. Cir. 1983)
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No. 66 Metro. Life Ins. Co. v. Bancorp Services

1 A AR AR

2l al METROPOLITAN LIFE INSURANCE COMPANY (¢31—3]&FA¢l)
HAargzlel Joseph R. Guerra, Sidley Austin LLP (Washington, DC)
BANCORP SERVICES, L.L.C,
¥y 3
BENEFIT FINANCE PARTNERS, L.L.C. (¥31—38}42l)
o 3gelel Charles K. Verhoeveé, Quinl‘q E@anuel Urquhart Oliver &
Hedges, LLP (San Francisco, California)
SHAAl AFAME 2007-1312 (( ¥uh) (HA YA} 1 2008—-06—02 )
AFa7), g
FAA TAY &
REVERSED AND REMANDED
A TAL DYK

00-CV—-1927 ( Al&YA} 1 2000-12—-05)

e
jubad
2=
A
rE
Lo

the United States District Court for the Eastern District of

O] A1 2]
cEeE Missouri ( MO ) ( DCT )
HHES] U.S. Patent No. 5,926,792
TS 35 U.S.C. § 271

ZIEEoF 2 AlE vy s nd 2y

wAH AN S/

2. AHdui A

H AbAL Bancorp Services, L.L.C., and Benefit Finance Partners, L.L.C.(°]3},
Bancorp)7} &4A| 7] AFH 2 2 A4, Metropolitan Life Insurance Company(©]3}, MetLife)
7} u=538] 5,926,792% (o]s}, 7192 E3))F HallotA] ghokrhal wekgt Missouri &5-AHH
9] grao] B53 Aot
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PP Aol Wi viRe|e] oFAlsmAo tiste], “calculating surrender value
protected investment credits” (©]3}, SVPICs) AH Y &9 o= 2571 ¢l &l
sl SHR|RE, 27t SAMNAAAE Z8YsHA] &S A, e AT WA Eke] Bancorp A= Al
718 AT Aol Boke] eI reat Aol el Aupaele] o 28 AAskh. wet
A, g e BaS uhrlsha sgstsint

792 B3l AWRY FAY S 24, 23 2 Pelshe
792 Bolt mngele] mae alA 7190l Folshs S Yeje] AR S Bt
ojth, 7|2 PAPGel tiet R EA Hdg Ago] a¥He A F7F Zeu|dS AlEsfof
shoi, 27k AR A4ke) 7h) AEg Aok witt,

Atz or 7|9ge oargel EA o it golE T flsto] 24| d=e

S8 BooT vE S HEAE AKol ue B MESHS uY 3
= WA Haxp gte}, 719 9] Aol AFAlEdel olefet RS AEAQ da
7137 T,

792 B3l AFEES BE] RS

7} 3

o]

Jof gt g% R AT ] AL, YR XS
s, @A) 724 ZRE AU Bostel F

pas >}i
o

T

Bancorp A= EEEE 719t B Y= 792 E3] HGE o] &2 MetLife AFS 11481}
20009 2¢ MetLife A= New York @A o] 7792 E5of tigt vs] @ FaE 5t
= R HAS AASATE, MetLife] 4142 20009 129 Missouri FFA9H o] o]55 ¢
on, o] YAl Missouri FH-A I Holl= 792 E5]2F TAHE 3719 &do] ALFol AL

2002¢ 2¢ 13Y A Pe e A% okl Bancorp Services, LLC v, Hartford Life
Insurance Co. (No. 4:00—CV—=70)c]| ts}e] = EPO]-thtﬂ ‘792 E3]= “surrender value

protected investment credits” =72 EYTA S o] GFE Fagl= 740]11} g AdollA &
A7k = A2 (Hartford Life Insurance Compan 2L 3FAE A7]5H , Yl %

Wyele] 53 w5 BAS Bojshalrt,

g A] Bancorp A= MetLife AFS A2 A4S A7]8t9 o, AHHYL o]4 MetLife
A7} A7\ skl WA 2% Belaba AR B AR AV 459 dEt Aol
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2 AP Aol A A A ] sl Aol Aol itk Bancorp A= A o] H]
Asje] FATAL Y AL AT} “SVPIC AAHSVIPC calculation)” F82] 4] @ Fofl A
H 25 Zoletal 455t o]2fgt 4} wedsto] 3far] ¥ Hartford ARAOlAl W=l A+
N S| AS st s ZstGltt. Hartford AR A|HH Q] S| 58 dthe] tfsto] ay
do] T71gt Abd o2 A FAMYL sl TEo|A “SVPIC AAHSVIPC calculation)” §-01&=
“EAR QoA Al 7R 9F AE 7R 9] ApolE AT AT ® dfA E|ofof ghth= Aol

= g EA7F E fojx= A8k “administering” & “managing” 9] R ot}
“administering” ¥+ “managing” -8-°] o] gt 2 G2 Ql AF-2> AT, AR SVP

S¥E& #est=t SVPIC calculations AHEZHHH MetLife AHs 5315 Fsiohs Aoz #
sttt AYH YL SVPIC calculation®] Vantage system2 o] 83024 o] FojXth=
= SH8oF HalE S9Y o+ Attal 223t Vantage system©] 9|7 ¥4 Hlo]gE &
ZHEAER AFshs HS ke 77 flenR, dedt AZHEAES] 2R

MetLife AFe] SVPIC calculationS £3+ A& 24T 4= gltt= Ao},

[kl o er

FAaYUZ F 7HA] o]foflA ARl B
o]-%+=, Bancorp AFS] SAMNAEZ} A% 7] 2t =
(the Federal Rules of Civil Procedure)& GARA= eFAlabdof| tigl Al o] THo| Q LE]|7]
Aol dut SAMNAARE 9 S&Ee oAf7F FolAoF grhal 4%t Bancorp A= X3l
AolA SANA AR =3k qlo] AATE 7]13]7F oA 2] ka2 Eelstelnh

Bancorp AF2] Heljad-2 MetLife AFS] &FAX7F S H AdeolA AHE R om, GAA=
olefgh Aatel FA| Aef7t Hellid Aaet gl Hje] nFE AL E= Ao R Y75t
MetLife AFS] oFAlHA AIA2 AFAZ} 35 oF 270 Ao AEE T, HsjidolA 5
ARA AR et o] MR ZFs|A] gFgrow, oRAlgbdo] AR E S TAl 7HAIEo] |
57'15 %313 % Q’?lﬁ}?‘iﬂr. AL o] 2|3t Aol thgk ojw gt s = SR F2A, SN
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{ Fed. R. Civ. P. 56(f). >
Rule 56(f) provides:

If a party opposing the motion shows by affidavit that, for specified reasons, it

cannot present facts essential to justify its opposition, the court may:

(1) deny the motion; (2) order a continuance to enable affidavits to be obtained,
depositions to be taken, or other discovery to be undertaken; or (3) issue any other

just order,

A 2} =
2= 9 AT AZF SR EA PoﬂAM SVPIC calculatlonoﬂ 1?‘& et Feo] AR 4
= AMEAE A
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o. History Map

(1) Missouri =HZ]HHY (2000-12—-05)

AquaTex Indus., Inc. v, Techniche Solutions, 479 F.3d 1320, 1328 (Fed. Cir. 2007)
Cybor Corp. v. FAS Tech., Inc., 138 F.3d 1448, 1456 (Fed. Cir. 1998) (en banc)

322



No. 67 Muniauction, Inc. v. Thomson Corp.

1 A AR AR

A4 MUNIAUCTION, INC, (¥i1—w]g49l)
ATdeol Ray.mond P. Niro, Niro, Scavone, Haller & Niro (Chicago,
Ilinois)
THOMSON CORPORATION
1] al
I-DEAL, LLC (3 a1—3}42l)
] gl el Richard L. Rainey, Covington & Burling LLP (Washington, DC)
FAA AARHS 2007-1485 ( &yl ) (HZALAA} : 2008—-07-14 )
7]
Fay BAWE
REVERSE—-IN-PART AND VACATE—-IN—-PART
Fraal AL GAJARSA
LA E 01-CV-1003 ( A&} : —)
the United States District Court for the Western District of
LA .
Pennsylvania ( PA ) ( DCT )
THESF U.S. Patent No. 6,161,099
T 35 U.S.C. § 254

7l&2oF 9 AlF  BM 53

SRR FHAN / A5/

2. AHdui A

2 AbAL EF RS AFA2E Thomson Corporation and I-Deal, LLC (©]3}, Thomson)7}
oA 7|8k AbAo|th, A HPH L n|ZFES] 6,161,099 (0]3), ‘099 E3])2] EAH A1 G

fo]1, Thomson A= ‘099 £35S A6l 24 Muniauction, Inc.(©]dF, Muniauction)S
A= 7R e Aol &S ujAtslioF ghokar ISkt o] Thomson AF7F &4
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7] @ Ao,

FAHAL 099 E3]19] 1, 9, 14, 31, 36 Y 56F2 HEZ G2 EAZA At uf, v]zxg A
o] B3t HAS 175kt uE7FA 2, Thomson A= U R] 73 ol thaiA = szt A
812 ofF=vl, S| o et BA-E wr|gk Aol

‘099 S5l asdEel et 27] Waar Aol ¥t Aot ‘099 S35 AEul} &
2 AR Y EQ oA Z7] YA A WA (municipal bond) Zdufell gt Aolct, o]2igh Fe) 2
Zdufjoll Al A WA JHAE o R HHES Wash, ofgt AR Ab= AA AHH vzt
oA Jzk AQtstar Ftufgtet, o]F Z7Fo] S FFoll thAl Hok AEe wizkE o E ol
4 wt7|do] HEE = BAR A7 d ok vk, 2 AR 242 v U2 iR EE A
HE FEo QoA FHE= 7H ¢ I o] &S A&

‘099 Edl= YAlANA A7 e2A w2 AR Ao W 2 A AAES A7)k,
‘099 &3¢t H]nj}‘i‘ll} E3|, ‘099 E38]+= 21st Century Municipals, Inc. (0|3}, 21st)7} 7l
9Hgk PARITY™ A&} 42 AIQF Al Awlof] tfsto] =o]dte}, AbA J4=E|of A% PARITY 4£Z
Efo] AARSE Foto] YRR ASTE UEZdOlA A dzke 4= A F& AEsielct
‘099 538f= @ Aw 9 T3 ALRE Algsh=dl, & §5}] :
A= B A HepeA S Fote] S Fnlskal AlEstA Hot

099 5 A28 Eolof 4 Pabge BUEYsy, JHAE A AHe

Y= A EAD ”Oﬂ/ﬂ oF AW 24 JE AN 4 glow], g <)
S BT oS WayRte] W Sl BAT 5 A Tt

1995¢ 21st A= Thomson AFe] AZE oo} o Q2 AAl AZEofe} HFsles
PARITYE 434392 ™, 19979 Thomson AF= 21st AF2EE] PARITY A|AEHS Q4alo] &
gt BidComp/Parity™ A|28S Ao Wiegtth ol EAO YEYAY} o ¢ HeloAES
FoF AP A JF S Ads= Aol it

3. AAMAY B

o

MuniauctionAH= Thomson A& A= 099 £35]9 1, 2, 9, 14, 18, 20, 24, 31, 32, 36,
40, 42, 46 ¥ 569 st ok A5 A|7]skTE A3 ujA LS Ak Heke zb
g5k ¢ro ™, Muniauction A= £ H o] Qo] thdle] $38,482,0085 vl/dsljof ghrtar -4
Sttt Thomson A= JMOLE AISHAAIRE, A e A4 Thomson AFe] %
S WolEo|x] okt @58 $7. 7Y g Eold F $76.99 9 o] v WS Wi
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Uz I Y BepeA] o]Qo] mE M-S EFFetal Qlrkal F7g5klt,

24 2w Aueln Uit FAUYS PARITY A2so] 9 Hetexe] 7154e 2otel
b gL Y 7l ok HEO V)& £ES A A T AW 2749 Tl 84S B

31goll F7hsto], 54 T4 48471 PARITY Al&ES o83 Ax &
A"l Ak 9 14, 36 W 562] FHYALE)
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F4NLE Thomson A= 7Y Wge] BE GAS AAAE Yorov], o Papi

s = 42
Thomson AFE HAlshA s SAE AARE A= ofyztal deste] HeiE FAsAh £
2 Q)L T4l Aok sl WEH ol

Muniauction AF= Thomson A}7} ] 4l
= At Eokelhal wdsto], HFA4 % Thomson AR S F74 53T,

5. History Map
(1) Pennsylvania A]5-29H

(2) AL gAY (CAFC) (2008—-07-14)

In re Seagate Technology, LLC 497, F.3d 1360, 1371 (Fed. Cir. 2007)

BMC Resources, Inc. v. Paymentech, L.P, 498 F.3d 1373, 1380 - 81 (Fed. Cir. 2007)
Riverwood Int’l Corp. v. R.A, Jones & Co., 324 F.3d 1346, 1352 (Fed. Cir. 2003)
Lightning Lube, Inc, v. Witco Corp., 4 F.3d 1153, 1166 (3d Cir, 1993)

Juicy Whip v. Orange Bang, 292 F.3d 728, 736 (Fed. Cir. 2002)
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No. 68 Net MoneyIN Inc. v. Verisign, Inc.

1 A AR AR

o

<] I NET MONEYIN, INC. (¢a1—34¢l)

William A. Birdwell, Davis Wright Tremaine LLP (Portland,
Oregon)

NET MONEYIN, INC. (¥21—3A90)
VERISIGN, INC. (3] a1—1]3}4¢l)
EPROCESSING NETWORK (3] 12— 8} 4 21)

rq 51
. BANKCARD CENTER, INC.,, WEBTRANZ, VALIDPAY,
COM, INC., ORDERBUTTON,NET, INC,, SECUREPAY COM,
INC., GLOBILL,COM LLC, IB HOLDING COMPANY, LTD.,

E-COMMERCE EXCHANGE LLC, ITRAN

S Tdje]o J. Michael Jakes, Finnegan, Henderson, Farabow, Garrett &
) 57 7]

Dunner, LLP (Washington, DC)
A LA 2008—-10—-20 )

—~

g4l AbdWs 2007-1565 (duh)

e
Arole, ARy FHu
P4 WEHE AFFIRMED-IN-PART, VACATED-AND-REMANDED-IN-—
PART
FAA AL LINN

AR 01-CD—441 ( AlA&YA: —)
the United States District Court for the District of Arizona (
AZ ) (DCT)

U.S. Patents No, 5,822,737

LHES
U.S. Patents No. 5,963,917
e 35 U.S.C. §102(a)

ZlsEoF U AE  AEY A= A
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A =8 /A7 /
2. A7
2 A2 Net MoneyIN, Inc. (o]st, NMI)o] aA|7] g A2 A, Arizona A H-S
ZaE n|2E3| 5.822.737% (0]5), 737 £3]) U u]HES| 5.963.9175 (o]3}, ‘917 E3])7}
Taeta 2F BAskdeh, B3 NMI AR GE6 7o 24y #9dt 372 7145 Aol
EHﬁ]'O:] 655\_ 7] st AP ele 737 E35]0] 18}, 138, 143 9 ‘917 3]0 F e} 13}o]
35 U.S.C. § 1129] &Ast Faefal st

e ATEe BE 754 , Sk
T2 AN Geke Aotk g H;%% oleldt A A Warol Folstelnt. ApE ol
NMI Abo] S35 7o) A st 72k Aol glolA] Awa da-e lgl] meel, 3
AU 0|5 ATt

aha e A o] 137 5319 74 239k0] 35 U.S.C. § 102() 4o 2Aste] o7l
MsetE R Pavkn BErelel datel WE gl sl ok Bt tebd, gan
AL o A7bs T A oA IAS v|sheck

= APAL QlESl AolAle] ALG 7he Adhet Tlshe, oleigt WAool ek gt
NE YL o g3 AGTIE ALl ol BT BaAste] MAo)A FAL HojFi Aol

FAEG Fa5HA A =AY, o= A8TIEE o]t a8 AHE sHAY, w6 A== N
Ao, AR A% S el BE B3 Belshs Aot

olg|gt 2o F-gsto] QIEUl Ao 53} 7ol HEEU e, Helo] Q&= HlolH
9] o}7|ElX 7} 25|tk o]y3t =28 “Internet Keyed Payments Protocol (©]3}, iKP
reference) 2= FA o) HFYE QT ©]= the Internet Engineering Task Force ¥ IBM A}
of &Jste WFE ek, iKP reference = UEHUE St A& Al2go] ofgA aad, A=A,
QLA Shu e 2 qliAo] thske] A SISIE), IKP reference = EEEF0] BAL ol
o] 7k oPARE MR} A& AARE AdSh= A O0REA, o= A&Eof it s ¥ A4 &
gl Bt /129 B8 AzeE o2 BEIE Aol

71E9] S5 wET ¢zt ‘?"iﬁ* Fasel=d 248& £ A8l ol8e 4 vk
3to] iKP protocol & F 7l¢] & nd Yx= 2 EZS AT},

[o

[l

:l:‘

L ELTES
L AL QY A AolER e Polstust she AHES Skt o)At Alejsi,

2. TAL SoAel ] AgThse] ek YT AETt
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3. SRS ABTIE W Pl Sl W HRE LA At Lol gt
4. 2R AN LA J1E LA Y ENDT Foto] FULA) AFS 2 WAt

5. A% Ad e LARNA A 52 oS FAGE

(5 oA ZRED)

L AL Qe 47 Aol ER Re Tulstad s AES sht o)Ak Addic
2. WAL AGINE Au Ul PO et i) SRR A LW AF AR st
3. 29 A LA 71E LA YEYAS Folo] FULA AFS A}

4. AR A LB DAGA A 52 o2 FATTH

5. 1AL SGRlA 521 AR e BA HES LGRelA ATk

olafat REZNL, DAL A4lo] YA E ot LR ALYS Foto] wURRE
W7 AAFA EFA A AE8HE doRsitt= &8& 7}

A1 QgiTh, o]of Whgrto| R} Wg|akel Mark Ogram & 17, &4z}, &gz Az &8, &4
sjolgl= 4709 A2 Ao payment processing WA+ financial processin 3|

i
filo
H
N
o
¥ o

L AE7IE AR AH R AE FEFS A
2. 7129] 2 YESAE Bolo] 7h= SR FH AFS AR5
3. QlFoliel et AvkE w7 W A Frih

Mark Ogram 2 9|
Aatole}, Eab, o|zfal
Ogram o] 53] &%
S QeI g
slo]c},

737 B5)9) B9k 13 ke 2t

3t financial processing entity & ©]-&3t ¢lEYl A& A|AHE =
AEAE A 2B AAEe] AldsiE flate] NMI AE Adsksr),
A2 737 53 9917 552 S5Hglen, o= NMI 2 FEHI%. F 5
BArE AFE dEYIAClA TS sHoul AR Ak A% A

A financial transaction system comprising:

a) a first bank computer containing financial data therein, said financial data
including customer account numbers and available credit data, said first bank
computer including means for generating an authorization indicia in response to

queries containing a customer account number and amount,

b) a merchant computer containing promotional data;
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c) a customer computer being linked with said merchant computer and receiving
said promotional data; and,

d) a financial processing computer remote from said merchant computer and having
means for:

1) receiving customer account data and amount data from said customer computer,

2) querying said first bank computer with said customer account data and said
amount data,

3) receiving an authorization indicia from said first bank computer,

4) communicating a self—generated transaction indicia to said customer computer,
and

’

5) communicating the self—generated transaction indicia to said merchant computer.

3. dAW U Wk

o

20018 NMI AH= 737 3] 2 ‘917 £35S AsFt= o|f& Yl A& 7t= Hokojx] 7
Astel il AZEE]= VeriSign, Inc. ¥ eProcessing Network (]38}, VeriSign)&W< QAAE
S AR AE A7kt AR ol ek AElE Haste] A AR thEol
?J\% golof tigt siAE sttt 1 4o mA AHAS 737 5519 13}, 133, 143 ¥

917 Bale] A7 13o] Raet wASALh

85 U.S.C. § 1120] 27A3te] @ H7ake 7154 37 7124 1o Agshs 722 7]
ASL 91 ks ol FelAolck, ol % APRHAS Gzt Belo] Qi 2 e Shajnz A%

— A AL VeriSign AF] A1 vholEo] S 23| allgslx] Ski=tta sk},
2. VeriSign A= A7} H= 53571 F&
iKP references= ‘737 53¢ 233 d|dgitt= Aol

AHPH AL 737 £3]9] 13}, 133}, 148 W ‘917 £35]9] Ag 182 35 U.S.C. § 112 9 29
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o

“a first bank computer containing financial data therein, said financial data
including customer account numbers and available credit data, said first bank
computer including means for generating an authorization indicia in response to

queries containing a customer account number and amount”

SEAIRE, AR S ol2fgt F4ge] 7lsol teshe 25 WAIA A AAISHAL LA

I ese], 35 U.S.C. § 112 9 20f oA Faetar w2Eskect

NMI A= EAe 7]ZH (means for generating)®] +A Q4= F7F AAZA G 7S
sgaley) 283 L2 7H/\] 0}1 7] W&ol 35 U.S.C. § 112 1 604 18 3h= 7164 &
7 71Ajo] el eReok Fastlch, ARMAoR, sl Al 37 714l e
AlA ol B-ohe AFd= Egﬂo}ﬂ] o AR 25 AAlsL vkl =i

VeriSign A= o] 2|gt NMI AS] 7of tfse] vhchshm, 2w o] kS x| A]kqlet,

B 7149 “means” ©of AR Y 7|5 Q& ’5]' \oh= AME2 35 U.S.C. § 112
1 6ollA #83t= 7154 ol siedtths weke] AA7E ok, shAuk, o] 93t AA| =
M Aol A=A Sttt 25 QEstal ]1, 7‘3—?0}1 UE 7eE Y U=
2 5l= S vErE 4= Qlt}. ( Sage Prods., Inc, v, Devon Indus., Inc., 126 F.3d 1420,
1427-28 (Fed. Cir, 1997) )

NMI A 817191 71418 $81o] 7154 A7) A Mhere & e 245, o7

5
o

;o

“first bank computer containing financial data therein, said financial data including
customer account numbers and available credit data, said first bank computer . .
. generating an authorization indicia in response to queries containing a customer

account number and amount,”

NMI A= “bank computer” 7140 tsto] allg 7|eBole] Gadals BAbd o g obgfrl L
22 Hojsht] ol o] glrka FABIAT, SHAE, VeriSign ARs ThaFst @eje} £570] 4
zEo 2, th2 yrlog gz g © 4 9 A Al st = 75| AL
she FaREA BESjha Fgstart

AN UL VeriSign AF] A4S Wobgo] Q831a gl 7% A-gshe 7271 9 4 gt

2 st

‘917 £3]
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917 B319] ATY 1L 319 THS T T A A2HS gt ek

“a financial processing computer . . . having automatic means responsive to [the]
order for . . . receiving customer account data and amount data from [the] customer
computer and [the] merchant computer.”

& AR S AR 717 7154 e 71 el sttt Aol thEel fislth
chok, 2AQl el ZAIBHAL Qi 7)o Wak slAlel it NMI Abs Xy o] aj4of v}
of, B7FE 71e] B shAlo] oeu) AR B WelW S TPk TP

A2 Aol | 752 ZolF sl oJsto] FZF dlolE e} A% HolH= i 3
Blof G2 e olA frfisor fhvta ARWE . ol s AR A 1A =
A oIl 7] sidel o Bt e ee Y s GAA AIE
o TR EASHA ghom, mebA FE 35 ULS.C. § 112 1 29 oA Fa

3

2

737 5319 AT 2392 AU A& ALWORA thAl AL link'E 185k ek,

a) a first link between a customer computer and a vending computer for
communicating promotional information from said vending computer to said customer
computer,

b) a second link, initiated by said customer computer, between said customer
computer and a payment processing computer, remote from said vending computer,
for communicating credit card information and amount from said customer computer
to said payment processing computer,

c) a third link, initiated by said payment processing computer with a credit card
server computer for communicating said credit card information and said amount
from said payment processing computer to said credit card server computer, and for
communicating, in response, an authorization indicia from said credit card server

computer to said payment processing computer; []

d) a fourth link between said payment processing computer and said customer

computer for communicating a transactional indicial[;]

® ok ok

[e)] a fifth link between the payment processing computer and said vending

computer for communicating said transactional indicia,

A HPH A8 A5 712 9] oAl 79 “lmk”A —TLH O] E—,— iKP reference ©f 3Z3tEo] ¢l
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5. History Map

(1) Arizona A|*H

771253 R 0)

Markman v. Westview Instruments, Inc., 52 F.3d 967, 970—71 (Fed. Cir. 1995) (en
banc)

Cybor Corp. v. FAS Techs., Inc., 138 F.3d 1448, 1456 (Fed. Cir. 1998) (en banc)
SmithKline Beecham Corp. v. Apotex Corp., 403 F.3d 1331, 1338 (Fed. Cir. 2005)
Rodime PLC v, Seagate Tech., Inc., 174 F.3d 1294, 1301 (Fed. Cir. 1999)

Kalman v, Berlyn Corp., 914 F.2d 1473, 1480 (Fed. Cir. 1990)

Envirco Corp. v. Clestra Cleanroom, Inc., 209 F.3d 1360, 1364 (Fed. Cir. 2000)
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No. 69 In Re Bilski

o o

Bernard L. Bilski and Rand A, Warsaw

dadiz| el

David C. Hanson, The Webb Law Firm (Pittsburgh,

Pennsylvania)

E
R

the United States Patent and Trademark Office

Raymond T. Chen, Associate Solicitor, Office of the Solicitor,

United States Patent and Trademark Office (Arlington, Virginia)

2007-1130 ( gxt) (FHA LA} 1 2008-10-30 )

AL

MICHEL

Ex parte Bilski, No. 2002-2257, 2006 WL 5738364 (B.P.A.I.

Sept. 26, 2006) ( Al2=YA} @ 2006—09-26 )

the United States Patent and Trademark Office

Board of Patent Appeals and Interferences ( USPTO ) ( PTO )

Serial No, 08/833,892

35 U.S.C. § 101

SESSPNL

I

nRES Y 59 g

U 7 A2} A9 93] (Board of Patent Appeals and Interferences,

olst YY) = FARA AT AHdoA b= E5&Y 08/833,8923% (o]s}, ‘892 &)
o] that A-EAAE ¢Q1835}9}. Bilski and Rand A, Warsaw (0]3F, &9¢1)o] o]0 27

3 Aot
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Q18] o] oy 4= gle ol sigeitha dekst=nl, $1
CESH FAHYLS 35 U.S.C. § 101 oA FA48H= “process” ojHE A
o]

212 19979 44 109 535 shalen, of7]ol= 11719 F-ao] x3tE o] I3le,
7 13 e 2,
A method for managing the consumption risk costs of a commodity sold by a
commodity provider at a fixed price comprising the steps of:

(a) initiating a series of transactions between said commodity provider and
consumers of said commodity wherein said consumers purchase said commodity at
a fixed rate based upon historical averages, said fixed rate corresponding to a risk

position of said consumer;

(b) identifying market participants for said commodity having a counter—risk

position to said consumers; and

(c) initiating a series of transactions between said commodity provider and said
market participants at a second fixed rate such that said series of market participant

transactions

pAdos A7 BE Aol qlol WS AP BASH: otk Hatme %A
o2 1g-118 BE H32 35 U.S.C. § 101 74 A A-DAAsA}. H¢3+= =¥
Qo] BT e 53] A9 thaol 54 ehorty Westgich ol FolyarHel AP 9

3 o WEAe] Aele] tig HRHe Sstiare] oheks Aot
&

Whoever invents or discovers any new and useful process, machine, manufacture,

or composition of matter, or any new and useful improvement thereof, may obtain a
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TS 9%F machine—or—transformation test 2] Alol tis|A HA s, whA] 287}
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9. History Map

(1) nZESH E3F] da 9 7Hddx AU (USPTO Board of Patent Appeals and
Interferences)(2006—09—26)

AEAA

(2) AF<=3FAHY(CAFC)(2008—-10—-30)

ARG (AL EEIA)

6. U-E&AH

In re Comiskey, 499 F.3d 1365, 1371 (Fed. Cir. 2007)
AT&T Corp. v. Excel Commcns, Inc., 172 F.3d 1352, 1355 (Fed. Cir, 1998)

State St. Bank & Trust Co. v. Signature Fin. Group, 149 F.3d 1368, 1370 (Fed. Cir,
1998)

In re Alappat, 33 F.3d 1526, 1543—44 (Fed. Cir. 1994) (en banc)
In re Grams, 888 F.2d 835, 838—39 (Fed. Cir. 1989)
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No. 70 Netcraft Corp. v. Ebay, Inc.

NETCRAFT CORPORATION (¢11—38}491)

Frank E. Scherkenbach, Fish & Richardson P.C. (Boston,

Massachusetts)

=

o

EBAY, INC. and PAYPAL, INC, (331 —x]g+4:9])

ic)

e
A

H

Morgan Chu, Irell & Manella LLP (Los Angeles, California)

B>
jubad
S
oy
fof

0:

2008-1263 ( ¢Hh) (WAL=} © 2008—12—09 )
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jutad
o

ps)
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Aol
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T I_—g_

AFFIRMED

(

O

PROST

e

07-CV—-0254 ( Al&YA}: —)

the United States District Court for the Western District of
Wisconsin ( WI) ( DCT )

U.S. Patent No, 6,351,739
U.S. Patent No, 6,976,008

35 U.S.C. § 271

SEFEEPPS

BN /

Es|del Abde=Z A, AU dia A dAsth, ¢3¢l Neteraft
Corporation(©]3s}, Netcraft)Al= ZpAFS] u]=+E53] 6,351,739% (o3}, ‘739 £3]) W v]=573]
6,976,008%. (|3}, ‘008 £3])7} 3= = o] GF eBay, Inc. ¥ PayPal, Inc, & A=

rh

4% A7I3heck



A3 714 Eobd T4 ZH A

AHPH YL oF EFjoA 7|5t U= “providing a communications link through
equipment of the third party” ¥ “providing customers with internet access” &< 3

Hsioit,

%F FARRE AHBA A B 350] MASA A WA AE AFsHA ghelehe Hol B
stich, AEAL wAsel B WS FARA LS WolEdeh, FAUAL YUY
(¢}

of Brus) sl Felsht, BaL

B RS QubHoz QEyl g 3TN Bk 02, PayPal A 2ol 24 A
HIAE Al Fgtth, eBay A= PayPal AFS| HIAMRA] 22jQl Ao AH|AS Alggich, ¢
o] Netcraft Al= eBay AP 2 PayPal AMS Wisconsin A F-ZHH o A|451e], ‘739 E3] 4
008 5319 WS TS, T4 Sl i E da A (Internet Billing
Method)" 9] 27y d2 7HAAL glglen, S HlolE e oA w=53] 5,794,221%
(o]3}, 221 53])2A Yttt 535 HA= Neteraft Atolw, W= Netcraft Ate] T3t
¢l Andrew Egendorf& 7|#j}ar Q1 lch,

oE—{
T>

9

3. dA¥de #d

739 5519 = 192 vk Aok

1. An Internet billing method for a plurality of customers and a plurality of vendors
of products or services for transactions over the Internet between a purchasing
customer of the plurality of customers and a selling vendor of the plurality of
vendors, wherein, for each purchase transaction, a transaction amount is charged to
the purchasing customer, and an amount is remitted to the selling vendor, comprising

the steps by a third party of:

a) establishing a billing agreement with the purchasing customer, and a remitting
agreement with the selling vendor, to bill the purchasing customer, and to remit
to the selling vendor, for products and services purchased over the Internet by the

purchasing customer from the selling vendor;

b) providing a communications link through equipment of the third party between
the purchasing customer and the selling vendor through which the purchasing
customer obtains information from the selling vendor with respect to a purchase of a

product or service by the purchasing customer from the selling vendor;
c) obtaining at least one billing authorization for the purchase;

d) charging the transaction amount to the purchasing customer in accordance with
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the billing agreement; and

e) remitting an amount related to the purchase to the selling vendor in accordance
with the remitting agreement,

Ao A AP H = “providing a communications link through equipment of
the third party” o|ct, & F519] sfj4lof ¢lo] A2 “communication link™ -§-0¢} ¥
sto] g0l 9] ®l9|7} FH fisto] WAlA AAE Fote] &9 ®SIE Asfof shebar wetshin,

BAA = siF EEo] Al 3A7F LA QIEUl ANAE AlSdt= A& Ba= ok &
Takleh. “providing a communications link” =75 “providing customer access to the
internet” = SjASFGATE 1 AWpmA], oF GARAZE BaiEo] LA A AUl ANAE AlSSt
A gtk Aol Y37 witol A vl oAl FAE Q1-8-5kqlnt

<

4, Fayde] #d

AHYLE AYHAo] “providing a communications link through equipment of the
third party” &7 alldsk=d] 3l

A
AL HALHO = I Fojo] BEoIFQl ou] A2 “providing a communications link
through equipment of the third p rty” EA7F Al 3% o1 E Ul O“/\ﬂ A5 AlFet=A ofF
7} YEhY QIR rhar 3Relskth E3F “communications link” += “internet access” ®E7}
TR B2 A F9] ojn] ZpA|9S Thofste] TEo R mHE A5 2= oty wobslgic
HAA AAE ardste] 1 oulE 8T vb, oA AEY AN A Algo] Aokl i
@skith, HFH o R A A v e oAl d S Q18T

5. History Map

(1) Wisconsin A]5-A)H} <1

B712}
(2) k33 AHA(CAFC)(2008—12—-09)
LK
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6. A-&AH

Ortho—McNeil Pharm., Inc. v. Caraco Pharm. Labs., Ltd., 476 F.3d 1321, 1326 (Fed.
Cir. 2007)

Rambus Inc. v. Infineon Techs. AG, 318 F.3d 1081, 1094 (Fed. Cir. 2003)
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No. 71 llor, LLC v. Google, Inc.

L AR AAARRE

2] il ILOR, LLC (Ya1—3F429l)
izl David E. Schmit, Frost Brown Todd LLC (Cincinnati, Ohio)
b T GOOGLE, INC. (¥]31—3]g4:21)

Frank E. Scherkenbach, Fish & Richardson P.C. (Boston,

Massachusetts)

FAaA AAHSE 2008-1178 ( «h) (HAYUA} : 2008—12—11)

AFFIRMED—-IN—-PART and DISMISSED—IN—PART

g4 A LINN

AT AR S 07—-CV—0109 ( A|AYUA} : 2007—04—17 )

the United States District Court for the Eastern District of

A

Hd Kentucky (KY ) ( DCT )

HAHES] U.S. Patent No. 7,206,839

HHHE Federal Rule of Civil Procedure 54(b)
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2. AHaeis
2 APAS 93191 iLOR, LLC (°]8}, iLOR) ©] Kentucky S5 3H19] sz o 27 7]35t
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¢
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A& 717r8k3le 1, Google, Inc. (]38}, Google)oll A Z=L3t v sl oFAl A& <185ttt 3
Ao Ao YL Fat A AL s g BAY 54 AR (finality of judgement)
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AR AL s

AL BT 2699 s o=A, “stolm el HWHAste] AL 2o what FA|H
L EH}(the toolbar being displayable based on a location of a cursor in relation to a
hyperlink)"e] T3t 4 024, A AL Bubz AHEALS] T2 Falo] glo|w ol g &
Sloll SIXshel AF O sfolPe] g2 EASHE 20T AT Google ] Euh
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Y, 348 ARTIAAE12] Federal Rule o
Z~(immediate appeal)2] Al ZA 9] oJu|& ZF
o] 25 34T 4 AUth= Aol

A Ye B T Q18 2 A] Walter Kidde AFA ( Walter Kidde Portable Equipment,
Inc. v, Universal Security Instruments, Inc., 479 F.3d 1330 (Fed. Cir. 2007) )2 g3}
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E Fadeld g BaL 6% Bl ol Fandels Bho] Yrkn FYct oA
gk Ak WYE oleld 3ol wistel, action ol goli AWHUlA HaEE AXE
TRHOR AYY 4 onR, yue i T YAE FRY & Ak 714YYS ujart

“action” §ol= W7k ARG E= 2ol AdFgle] e 24 A Wk B AT E E
BTl ohdet, SRR, “action” -o7F ARSE S alEfEofok et He) 269e] WA
sile] efAlghd <18 3 LOR Ate] thE A5 712k Agg o] 242 B3] iLOR A) A
ol Heli ARt dget Aot Google Are] Aol disAl= AFshal 9] g2 Aoltt. of
= WA F7HILOR AR 7FAE A1 B Google AH9] oFAlibd 417 o] Bhd & skt &
A& 7= Ao] ofy7] wiof Bus] Eejuts e obyt,

g wEE Ao AT FAlol WA, 3 WEO] Google Aol WA TS A

SHAL A 7] el oYL & ARdoIA “action™& siAsk=dl 9lof iLOR
Rl e S L P A

>
1o
o
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e
rO O
rlﬂ
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re
il

iLOR A= I RIARREA12] g1 ol 27t SA 4 (immediate appeal) 9] 7Hsd2 F431%

o}, AHMNIALAS 2] Federal Rule of Civil Procedure 54(b) = t}-&2 F4 3t}

the court may direct entry of a final judgment as to one or more, but fewer than all,
claims or parties only if the court expressly determines that there is no just reason

for delay.

Fayde APHae] Bl AYYALETE 540)E AgsR UAE govl, Aol o
A ZAGLE PYARES A FBS AP QA% ek BARG, HF] 25 A
AAZ k2 o7t §ltkaL ofopr] shal ik, of2|gh o] foflA] A 2] 54(b)oll LAE
A 2R etk W, 2%E Bl slFsiHE ehon] 11 54(b)o] 2T i
7hest HAo % sstA] ghenl, Fade AuEY MAE AWHAY 7HAR A% 7144
Aofat g skl

24P el o Y gl 96810 “displayable” 3FAS AFEA19] T} 2 E o] Qlo| % lojm YT F=
ol §AIsHH Aps o & stolH g A] YES FAShHE AR sttt A HS oyt
Ao ZABEA ILOR APF £9F 54 7He S S kA Zotalctal A&kt whebA] 7HA

iLOR AH= @AM 9 £¢olelS Fate], “displayable’®] T4 A7} shold @ ziote] 2
Aol B4 ] 91x]o] Qi A9 Bub} ehbs o2 ) Eojof dhtk ARSI o17]A
k2 A A5 $l5te] F7hAel ALEARY W9l Ak Taksithn St

839 E319] R0k thet gt

“when the cursor has remained near the hyperlink for a predetermined time period,
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a toolbar is displayed containing one or more link enhancements that the user may

select

FoHYL 839 5519] RoF U WA HES Fotod AL AXE stolwH A F9lo) 9]
Ashe AuteR BulE EAT 5 Qon, Agate] 29 So) B9t Bashd rkn AEs)
Sch, AU 719 HTE9l HHS DA sfo] AU AR A A4EHS oS
ahoiet,

5. History Map

(1) Kentucky EHX]HH4(2007—04—17)

37712

(2) A<=3]gkaHY(CAFC)(2008—12—11)

AR H7UG 272

6. 21447

Markman v, Westview Instruments, Inc.,

banc)

52 F.3d 967, 970—71 (Fed. Cir, 1995) (en

Cybor Corp. v. FAS Techs., Inc., 138 F.3d 1448, 1456 (Fed. Cir. 1998) (en banc)

Lab. Corp. of Am. Holdings v. Chiron Corp., 384 F.3d 1326, 1331 (Fed. Cir. 2004)

Walter Kidde Portable Equipment, Inc. v. Universal Security Instruments, Inc., 479

F.3d 1330 (Fed. Cir. 2007)

Storage Tech. Corp. v. Cisco Sys., Inc., 329 F.3d 823, 830 (Fed. Cir. 2003)
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No. 72 In Re Comiskey

1, AV AR
el al Stephen W, Comiskey
o meelel Thomas J. Scott, Jr., Hunton & Williams LLP (Washington,
DC)
1] al the United States Patent and Trademark Office
. Raymond T, Chen, Associate Solicitor, United States Patent
T 2] ‘ . .
and Trademark Office (Arlington, Virginia)
A APHE 2006—1286 ( L4t ) (HA LA} 2009—-01-13 )
ARelg, Avuy], 57
P wANS
AFFIRMED—IN—-PART, VACATED—IN-PART, AND REMANDED
Faql AL DYK

LAAARS 499 F.3d 1365 (Fed. Cir. 2007) ( Al&Y=} @ —)

the United States Patent and Trademark Office

SREE
Board of Patent Appeals and Interferences ( USPTO ) ( PTO )

WHE 3] Serial No, 09/461,742

T 35 U.S.C. § 103

A HY 49 Al Jaste] FAHYL 2007 9Y 20UAE B AR et HEAS
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t},



5} 42 ¢1¢1 Stephen W, Comiskey (©]3}, Comiskey) = v|=E35]H E35] 34 9 7HA AR} A
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=598 AdZA s AR Y2 Comiskey &€ A+ 13, 328 ¥ F-29] S5
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e

Comiskey o 53124 09/461,7425 WA 4 B4 R 26| B 2 O2A, 1999
¥ 129 169 FUAHA AATS 0FE 6,185,6835 (o]}, 683 53) 5% AgARE
she] Aol 98X ston, HE AYAYHUL}. Comiskey £ 20059 119 302 9123l
FaAZIsaom, A AATe AAYE gt ol Haslad] g 494 9
HhS A ASHs g0l 9ie. Comiskey & F4M Ul F2A7I5to] A9AR 24l Hhatof

=9},

= 1] £
Hes g = 28] AT A B o] e § 101 Al oA Es|F Aol F
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9 ofolt]oje] tste] Se|AANE Beloks AL 2 /1A FWUE Zhet), AR, FA4H gL
7S AEAH R 8 5 7] WEol SeldtE = flvkes Ao, sA4, 444 Jid ®
© dudge] ¥HLR FHEE 45 35 US.C. § 101 +F70f 2Jsto] Algtal o s 537153}
th= ol

AR, g Izte] Al o) 3L AAH BEIISE 2t shrake 5o
Aol FR Tk Bk F2MUe Comiskey o 9] ¥l A2 AEsSHL, 5344
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o. History Map

(1) =538y 53] g4 2 AR 499U 3](USPTO Board of Patent Appeals and
Interferences)

AHAA

(2) A<=319AA(CAFC)(2009-01-13)

ARG, Av7|%, B

6. A&A

State St. Bank & Trust Co. v. Signature Fin, Group, Inc., 149 F.3d 1368, 1372 n.2
(Fed. Cir. 1998)

Killip v. Office of Pers. Mgmt., 991 F.2d 1564, 1568—69 (Fed. Cir. 1993)
Newhouse v. Nicholson, 497 F.3d 1298, 1301 (Fed. Cir. 2007)

Spears v. Merit Sys. Prot. Bd., 766 F.2d 520, 523 (Fed. Cir. 1985)

In re Margolis, 785 F.2d 1029, 1032 (Fed. Cir. 1986)
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No. 73 In Re Ferguson

Lewis Ferguson, Darryl Costin and Scott C. Harris

Scott C. Harris (Rancho Santa Fe, California)

the United States Patent and Trademark Office

Raymond T. Chen, Solicitor, Office of the Solicitor, United
States Patent and Trademark Office (Alexandria, Virginia)

2007-1232 ( 4Hlh) (HZA LA 2009-03—-06 )

EERE

AFFIRMED

GAJARSA

Ex parte Ferguson, No. 2003—1044 (B.P.A.I. Dec. 18, 2006) (
A4QGA} : 2006—-12-18 )

e
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rE
e

the United States Patent and Trademark Office

Board of Patent Appeals and Interferences ( USPTO ) ( PTO )
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Serial No. 09/387,823
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A2} 2191914 3](Board of Patent Appeals and Interferences, ¢35} 9
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Lewis Ferguson,
off &FaxA|7]s At

09/387,823% (o]}, ‘823 &¢)9] 6871 & H e gt ALERES
Darryl Costin ¥ Scott C. Harris (©]3}, 34¢l) = o3t
Ea] g9 9957} g Y7aS0] 35 U.S.C. § 101 F
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ol o7 B34 7 o] ATk Toe Ao 057t Atk T, Fande F9
o) F7gol WA AAL FEskA Lok glom, EG, S HAN 0] BAZ} vk A& o]

9819 A4S q1gstaet.

‘823 &Y 19994 9% A ELA7E AEEHAU =L AFY] HE e vHAY
aff 2ithel (paradigm) ol gt Aolth, A3k 1-233F 9 36—683-2> W Ao, A3}
24-35%2 92 thd (paradigm) g--aFolct,

AP 19 B A7) SYFoRA e P

A method of marketing a product, comprising:

developing a shared marketing force, said shared marketing force including at least
marketing channels, which enable marketing a number of related products;

using said shared marketing force to market a plurality of different products that
are made by a plurality of different autonomous producing company, so that different
autonomous companies, having different ownerships, respectively produce said
related products;

obtaining a share of total profits from each of said plurality of different autonomous
producing companies in return for said using; and

obtaining an exclusive right to market each of said plurality of products in return
for said using,

ALY UGS ke 37T FAFoRA th} 2t
A paradigm for marketing software, comprising:

a marketing company that markets software from a plurality of different
independent and autonomous software companies, and carries out and pays for
operations associated with marketing of software for all of said different independent
and autonomous software companies, in return for a contingent share of a total
income stream from marketing of the software from all of said software companies,
while allowing all of said software companies to retain their autonomy,

3. 4AWAL Bt

AR AT 1-68% 242k
AR o] Aol
A4ARE 51t

&S 35 U.S.C. § 102, §103 4 H/E+= §112 4=
= E—E— AAfke]l AXHAA 2AS AR EHA] U FG
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Pl o Aol fg BX5%
ZE|o} e 7)Ao F2bo] o

Wy YTl 3T 1-238 2 36-683kel tistel, $lsl S Fyare WAHow
2 4 thAE shbel B (process)ol SIEEICk SErstch ST, MG EATES A
A%, 9198l FU20) Y BT Bt otoltof Aol gl B3AAA0] LA
b ) TeEohel el e 24-3530] thatel, $191s) “mEtiel (paradigm) o]
eh tofls WulshA M 14 thA 470F stubel sldeha) ek v

35 U.8.C. § 101 7482 o2 #o},

Whoever invents or discovers any new and useful process, machine, manufacture,
or composition of matter, or any new and useful improvement thereof, may obtain a
patent therefore, subject to the conditions and requirements of this title,

7] FAS S o A 4l A AFsa ek - B4, A4, Az, 24 37
o2 st ol4ke) Wiael e nelo] SR, 5ol 20| A 4

FAHYL HA PHYPS machine—or—transformation test & AF3dFH T machine—
or—transformation test &= &4 Hgo] LEZQl Yelo] E431 A8-S Hslo] HHsA A
A QPR B2 AHSI= AR A W olata AFeldh, Edt gAMYL 22 Bilski A

1< Fato] thg3) 2ol gt
A claimed process is surely patent—eligible under § 101 if: (1) it is tied to a particular

machine or apparatus, or (2) it transforms a particular article into a different state or

webA, EYelol AgHS machine—or—transformation test oAl o] Q@ A%E WHES}A]

r=thal BastAnh FAMYS § 101 FAol A% He 1-238 2 36—-683to] tigh AA
AARS Q15 Th
2. W&k (paradigm) F1-%

Fayee FUdel Aeicd B3Rl A B4 B9l B Uve) #9E a7k 4
o] oh]m F4(process)S Owa Zo] ohueti siet, el ubE FAL Weirtele
7o) §50) BE Bl AES 237 AASHE Zo] ohlnz A zolw sjgEA ehow,
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$o0] 5219] 2ol sl Shes Shelslkale, S, S A company)o] 714
o1 e A B Ak sty awu} sheleel 47

2 7Rl ol HEold £ A

A oreo A AAlo|gt, A2

2l ofolelo] ApA ol sjshiznt, Ealcharel Sdsia] ormch Westy

2 ﬁ
o
_?|_[
B>
rE
flo
B=)
)
w4

o. History Map

(1) E3 g2 9 782 499 ¥s](Board of Patent Appeals and Interferences)
(2006—12—18)

7Ea%

A<= 3] g AaH Y (CAFC)(2009-03-06)

In re Bilski, 545 F.3d 943 (Fed. Cir. 2008) (en banc)

In re Nuijten, 500 F.3d 1346 (Fed. Cir. 2007)

In re Ferguson, No. 2007—1232 (Fed. Cir. Dec. 5, 2007)
In re Warmerdam, 33 F.3d 1354, 1360 (Fed. Cir. 1994)
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No. 74 E—Pass Technologies, Inc. v. 3Com Corp.

AP AR A

A a E—-PASS TECHNOLOGIES, INC, (ga1—g4ql)
o mdeel D.anie.l M. Cislo, Cislo & Thomas, LLP (Santa Monica,
California)
3COM CORPORATION
PALM, INC., PALMONE, INC. and HANDSPRING, INC. (&]a1—
583 4-2)
g @
VISA INTERNATIONAL SERVICE ASSOCIATION and VISA
U.S.A., INC, (7]22—1]g42l)
ACCESS SYSTEMS AMERICAS, INC, (3] a1—1]3}4~2l)
gl el Edward H. Sikorski, DLA Piper US LLP (San Diego, California)
_ _ _ _ _ _ wWak ) ( wlA o)
Sl A S 2008—1144, —1145, —1146, —1470, —1471, —1472 ( g ) (HZ2A
ZF 1 2009-03-20 )
AEAE
FAA BAYE
AFFIRMED
Al TA} LINN

00—CV—2255, 03—CV—4747, 04—CV—-0528 ( AL} : 2004~
02-09 )

s
jubad
2=
Y
rE
fo

the United States District Court for the Northern District of

LaHY

California ( CA ) ( DCT)
L ES U.S. Patent No, 5,276,311
T 35 U.S.C. § 285

seof R AE vy s mA(AEEE AR 9 U)

R AefHAd [/
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N

H APASL E—Pass Technologies, Inc. (©|3F, E—Pass) 7} California B3 X% o] Wi
wAe| gFaA7IF Abdolth, A A2 E—Pass A7F A&t B E 3709 Abzdo] 35 U.S.C.
5 7ol oJgt ‘oje]d AR of sidetrtal IAsk e, ool HEstY] WS AF H]-8-9] A
stolct,

2 ojHg Al AL gt Eo, B BHORE 5359 Access
Systems Americas, Inc. (©]3}, PalmSource) 7} A=er Tell& AA Atol tisiA = AF3)
At FAHAL oG TS ALSHAAT, T Yol oA oE ZAE =4

E—Pass AH= W|=53] 5,276,311% (¢]s}, ‘311 §3])9] He|zt2A, g E8l& "B A&
71E 59 AFES weslkel= v W AR (method and device for simplifying the use of a
plurality of credit cards, or the like)”o]] T3l A o]t}

RN
o &

ol
°-~

AE2 20004d 2¥9) MMAIEQ o, o]= E—Pass A7} 3Com Corporation ¥ Palm, Inc.
|3k, Palm #11) & A= 311 E3]&E &0l & A7t Aot A e H4E]
Zd A} th7]s 7F=(electronic multi—function card)” o T3t 3142 Ao, o]2i3t 349
of H]eof oAl I AL Q1853 em, E—Pass A= 4A 7|55

Hojo HWol AL thA|sle] kAT AL ulr| 345}t E—Pass A= o]&
California EHAHH o] HEZ 9719 A2 A7|8kFtt 20039 109 Visa International
4 Visa U.S.A. & AHIZ 22 A|7|5lg0o0, 200451 2% PalmSource *}f: A2 A5 A7

H

(o
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g
Mele FaAIE Felstrka Bekske 49, WHozel § W ol e 4 9t

Mol Beke 274 kel 25t Qieh, AWA|, E-Pass Abs Aol #

tet ofmst AWE s grokow, WA WIS e ASYT Pue FHE U
7 QRleh WA, E-Pass AHs AR 715 9 el Bk ARGl glolA] M) 519104
:

s}

A e oFATHAS W A 2P o it ojust SAE AESE A kS W[
om RYHTIE PalmSource AFo] Haf|et #sto] g4 F4S HAsHE R ASYPHE o
A, HelFga s B3 AYS A-S A, SAMAEAE 2dshA] k2 A& o2 oF4
Ao wdgt d 52 LA, A HY2 o]#3 E-Pass A &4539E AFA|AY o

A AAS) A E-Pass A FAFES o) 258 SR, A 25 =
el 258248 ekl AYElol A A9l4 A (exceptional case) o 3
SRR BAT, MEA 1] ARL ST, FLUUS ollF A AL BEL g3}
ok
A

pxjefo 2 FAHYS PalmSource AFS] HEjE AA FFE ogstqdct FHo
PalmSource AP} 38 Sl of| G5lx]= &g, PalmSource AP} &Fac4lof| Al Ho]s}
A9 % w8 Agst= Foo AAHAS st

5. History Map

(1)California EXX]HH 4 (2004—02-09)
exceptional case T4, A1¢lv]g ujAl T2

s

(2) g3 Y(CAFC)(2009—-03-20)

Abbs v. Principi, 237 F.3d 1342, 1345 (Fed. Cir, 2001)
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Refac Int’l, Ltd. v. Hitachi, Ltd., 921 F.2d 1247, 1256 (Fed. Cir. 1990)
Romala Corp. v. United States, 927 F.2d 1219, 1224 (Fed. Cir. 1991)

Serio—US Indus., Inc. v. Plastic Recovery Techs., Corp., 459 F.3d 1311, 1322 (Fed.
Cir. 2006)
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No. 75 Every Penny Counts, Inc. v. American Express, Co.

1 A AR AR

D

al EVERY PENNY COUNTS, INC. (¢11—3}4
Harvey S. Kauget, Phelps Dunbar LLP (Tampa, Florida)

AMERICAN EXPRESS COMPANY, VISA U.S.A., INC
GREEN DOT CORPORATION, MASTERCARD INTERNATIONAL

izl

INCORPORATED (] 11—3] 84 21) (2008—1434)
FIRST DATA CORPORATION, VALUTEC CARD SOLUTIONS,

6 3
LLC, INCOMM HOLDINGS, INC., COMDATA STORED VALUE

SOLUTIONS, INC, (¥]31-3]g4¢l) (20
Peter J. Armenio, Kirkland & Ellis, LLP (New York, New York)

=) 2] 9l
FaA AAHS 2008—1434 ( 4ut) (FHZA YA : 2009—-04-30 )
GERIE
Fay Bade
AFFIRMED
gl WA CUDAHY
AR S 07-CV—-1254, 07-CV—1255 ( A=Y=} 1 2007-07-17 )
249l the United States District Court for the Middle District of
Florida ( FL) ( DCT)
U.S. Patent No, 5,621,640
U.S. Patent No. 6,088,682
HHEF]
U.S. Patent No, 6,876,976
U.S. Patent No, 7,171,370
A 35 U.S.C. § 112
NeRok R AF  HzYimd
A ArRes /o /
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La1o)A} 4l ¢ Every Penny Counts, Inc. (0]3}, EPC) = Florida &3 2|4 Y
o] &l 272 4 oA disto] Fag A7Iskdet AHYS American Express Co.,
Visa U.S.A., Inc., Green Dot Corp ¥ Mastercard International, Inc. (|3}, Open Glft
Card) & %VHE ?_P ESA) A5 71259 e, ®3, First Data Corp., Valutec Card
Solutions, LLC, Incomm Holdings, Inc. ¥ Comdata Stored Value Solutions, Inc. (©]3},
Closed Gift Card) & JH=E gt E318| FE 71Zstoct, AR FHE] afAdol 9l
o] Open Gift Card ¥ 11E0] Aokl Y& st on, ol 7]uket Markman hearing <
AA 2709] 2F B4 5ot

3. QA U] wr

EPC Atz AHdEA] B 233 2 dF(excess cash)E 7]17-5k= Wil B3t 53& HAs)
3 Qleh, 2 AgA}el Dr, Bertram Burke & AAIEAS A olth 1 B8 AbaL WA E= &
< FY ALEEY A gl TZHO}O:I ARISHASL, ol2Rt AR =2 o AdHA| Fof 7]Hst
= S Aetste] 555 St & *}74 & AHE 715 A" 571 B3

20079 EPC Ab= 2 709 =] 55443 AgPsielnt, ol= 2 7] 259 HiE A= 3t A
on WnEe A A Yool HE oA AR 4
=o|tt.
Open Gift Card 5L B0 AujAoA AL 7153 7|ZE 722 Hufsiglon,
Closed Gift Card 3| 152 S5 AU AT A 73t 7] TE =g sojalsict. EPC A
= 2 7HA FE 9] 7|ZE M= AlE s oA B E = 7S Alftel S35k ot
Aok Aoz T Sa5S Yalshs Holekn s,

ARRLE BUL el BT g ARSsLon, ¥ AL A ol Ay
“excess cash” £-o] dj|4o] xolat= Aol Flstct. AH
A Open Gift Card 31159] “excess cash” s4& ®olEinh, A o 7a150 1’41
=5)20%) 478 2% 71281945, EPC ARz o]0

T
=
ok ©
e
rlo
=
©
=
X
=
)
B
=
®
&)
=
=]
0
filo
Moo

—

4. FauUel By

WAL EPC AFe] E5]o)l A AAGIAL Q1= “excess cash payment” 8] thah
HE 2 ARl € BolE S3HA A4 = BAIANA ofd on



2 AbgataEAel Hotol Alistalnt, gauae BAAY 7147 AgEde] A HAS 5
sk vk A wEskt BAAE S35 AATA 2 54 ARl 7Rk A
3t Wl (a method for conveniently and frequently donating to qualified charities and
savings or other accounts)” &2 A|A|sFaL Q)

Ho} Al BAIA M= thaa Zol drgstal v

In current shopping situations a clerk inputs the price of all items in a cash register
and the latter totals the price. The consumer offers either the exact amount of cash
or a sum exceeding the price, and the clerk enters that amount. The cash register
then subtracts the price from the cash.

The excess cash offers the customers an opportunity to save small amounts of
money painlessly. It also affords the consumer to donate [sic] small amounts of
money to charity.

A7) HAIA Qg HES “excess cash” & 1170] AAsH= AFolA Fuf 3]sl E29)
7HAE FABEAL Wi AR Argstal Sl webk], o] dAgsEr]o] AAE HA aHS
AABEA] k= Aol 1 A7 SASHA| =t EPC A= AHH A A9 84449
Lol it =4S oFx] eFskem, At E3tof w3k wdo A ApALS] d A AQto] Bl%: Bl St

= = SHA| Skt ShAIRE, AH A HERl 9] 8-of s bAoA ] APl eF AL

% 9k “sale price” §olol tE JulE wefsted] Yelge
oha Fgehelt, e sale’ 7 eIste] oF GAE 4L Selsta 9]

o), 9028 i (sale)S BFES/NA Aol meHE v WAL SHEOm, EPC A= A
o

2 W& 7] SIS Aele] o] AN A FEstel AR S0 &
3l A golojof drku stgirk, mAo] V| LE AES TYSH 9, HAL o2 A WEE
A Qe AT, YLEE OIS H 4] dokd 24 HEE Sane g0l Ao

EPC APE 45 Ealite] Aape] o, ezt £A7F B AlBe] wiel 74l o
M AAFORM, Hol4k EPC AVE A UET 4 gl HckT Aelch WA gavY
© A7 010 Sk Ao Bk AT T AL W) A Aok, & A
Aol #ol A4 IPAA F GAe] o)L F83] AEHThL st HEHow gy
AL AMPAAY EPC 559 Bl 314 APsidntn wHon, A 1A 218k
o,

5. History Map
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Storage Tech, Corp. v. Cisco Sys., Inc., 329 F.3d 823, 830 (Fed. Cir. 2003)

02 Micro Int'l Ltd. v. Beyond Innovation Tech, Co., 521 F.3d 1351, 1360 (Fed. Cir.
2008)

Phillips v. AWH Corp., 415 F.3d 1303, 1316 (Fed. Cir. 2005) (en banc)
Standard Oil Co. v. Am. Cyanamid Co., 774 F.2d 448, 452 (Fed. Cir. 1985)

Metabolite Labs., Inc. v, Lab. Corp. of Am. Holdings, 370 F.3d 1354, 1360 (Fed. Cir.
2004)

Liquid Dynamics Corp. v. Vaughn Co., 355 F.3d 1361, 1367 (Fed. Cir. 2004)
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No. 76 Decisioning.com v. Federated Dept. Stores

1 A4 ARIARE
el al DECISIONING,COM, INC, (¥11/9]1—g4x9l)
Aol Steven N, Terranova, Withrow & Terranova, PLLC, of Cary
(North Carolina)
FEDERATED DEPARTMENT STORES, INC,

MACYS.COM, INC., BLOOMINGDALE'S, INC.
THE BON, INC. BURDINES, INC., RICH'S DEPARTMENT

STORES, INC,
1 al
FDS BANK, DEPARTMENT STORES NATIONAL BANK, FACS
GROUP, INC,
FEDERATED SYSTEMS GROUP, INC, (Z]31—1]g}42l)
TD AMERITRADE HOLDING
Ira E. Silfin, Amster Rothstein & Ebenstein LLP (New York)
Kenneth C. Bass, III, Sterne, Kessler, Goldstein & Fox P.L.L.C,
3ol el (Washington, DC)
Wayne L. Stoner, Wilmer Cutler Pickering Hale and Dorr LLP

(Boston, Massachusetts)
2007-1277, =127, —1308 ( ¥H3l) ( HZA AR} : 2008—05-07 )

P
ARQlg, AR, 5T
Fay HEUS
AFFIRMED-IN-PART, VACATED—IN—PART, and REMANDED
oA A TAL LINN
04—CV—-1200, 03—CV—-1924, 03—CV-2837 ( A&YA}F : 2003—

AR S
06-15)
the United States District Court for the District of South

A
Carolina ( SC) (DCT )
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THES] U.S. Patent No. 6,105,007
R 35 U.S.C. § 271

)
i
o
ol
EY
off
il
~
oX
-
oE
1o
o

%
~

2. AaElA

H AbAo A= Decisioning.com, Inc. (©]8}, Decisioning)®©] South Carolina A% 2] 3

Mo} 252 el
o G AYIeE oItk TR A e

AL R

Nl

o

i)

cheat 2,
— HSBC Fin. Corp. v. Decisioning,.com, Inc., No. 3:04—CV—-1200 (D.S.C. Apr. 24,

flo

— Decisioning.com, Inc. v. Federated Dep’t Stores, Inc., No. 3:03—CV—-1924 (D.S.C.
Mar, 28, 2007)

— Decisioning.com, Inc. v. TD Ameritrade Holding Corp., No. 3:03—CV—-2837 (D.S.C.
Mar, 28, 2007)

B A AAAT dAste], AHH A 3]g42lo] DecisioningAle] v]=E3] 6,105,007% (0]
3}, ‘007 ESDE
Ao A st ofpo] T ghagle] FARS vrolso] g el
S, 9t} TD Ameritrade W HSBC A7} E351& 511 &9ict
UHENE W UHu7] Hof A HhH o= SHEE| Q)

e b

§
fr rlo

Decisioning AF2] A}F3]AFQl Affinity Technology Group. Inc. = A53} & T2 AA oA
FNe 555 =dstalen,
o= EYHSE 08/113,205 (o3}, 205 &¢) 8 AlZ= A, #HE Es= th23) At

T T

u|2E38 5,.870,721% (0|3}, ‘721 £3]) “system and method for real time loan
approval”

u]=+E3| 5,940,811% (o]}, ‘811 £3]) “closed loop financial transaction method and
apparatus”

u|2E3] 6,105,00735 (]38}, ‘007 £3]) “automated financial account processing
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A3 7\t

”
system

('007 E3iuto] & AP A o2 BHE 5o}, )

007 B3k ABOR F§ Azt AFS TRAAGHE A2HS F5ta ek, QurEel o
oA AE T8 Al 41 ZEAA AAFE Fote] AR A A glolk dAoA &
=] %3}

o]
AZE AR 5= Jdon, Rl 23S ok & St YAIA
s A

(closed loop processor)’& AWstal qith, o= ad AxHe] 4l 2 A7 vlxst
of ARe] B eles TeawE AFEo|A ol Lol AL wAS Agsla ok, 7%
A Z9E 205 YL ‘A 3 8 A YH L &X|(closed loop financial transaction
method and apparatus”)™} #2 st ot

YA E 22 FGRtol A= 205 29 AFlRE fEYRE
205 el QsiA HEE aqtshes A AEstal ot ol=
2 oju|gtt}, 205 &Y WAIAA ‘automatically’ 2= &ol= 4] Al
=, 58 o RE A4, &2 Aol A M=o

A o] A E AR

A BAE % LR
oItk 205 S AHAL BhE A2go] Algsolaski B shx o] AAE Ayt 9)

o
M
)
ol r
_]O
fto
2
i)

ol

Ir

0|5 Decisioning Al= &5 © 23E ‘007 5315 Sdst=l, ol= €A I ol A A9
ol degle a8 AF ZE2AY AlAFH] #eE Aolth, AapF o g ‘007 5389 HAlA =
‘205 &9 PAIA A Q7] AR E= FES AHAISE AAGE AYetes A=A (“all
done without human intervention” ) &% 23 Aol A Decisioning AH= Aol A 7]
e Akiosk, F2& Ei= 7ro] AE PO AAH]D) S AHA BASG o, 7] eAFof
el HIrE HEEY BE2 RSt 234 0 & Decisioning A= H1E AEEH 2=
|5 AFFNA AR e, BFF H 1o UERR ol 9 QJEH oA (remote
interface) & 1A 3} ch.

1. An automatic account processing system for establishing a financial account
without human intervention for applicants located at a remote interface, said system
comprising:

a. a remote interface adapted to:
i, allow an applicant to remotely request an account; and
ii, receive data from an applicant;

b. a data processing system with associated memory having establishment criteria
bearing on the ability and willingness of the applicant to comply with account
requirements for establishing and holding an account at a financial institution based

on prescribed data obtained from the applicant and information about the applicant
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obtained from at least one database containing information about the applicant
relevant to the ability and willingness of the applicant to comply with the account

requirements,

c. a communication network electronically coupling said data processing system to
said applicant interface;

d. without human assistance, said data processing system adapted to:
i. receive the data from the applicant received at the remote interface;

ii. access the at least one database for information relevant to the applicant’s
identity and for the information relevant to the applicant’s ability and willingness to
comply with the account requirements;

iii, verify the applicant’s identity by comparing certain of the information received
from the applicant with certain of the information received from said at least one
database relevant to the applicant’s identity;

iv. compare certain of the information received from the applicant and certain of
the information received from said at least one database relevant to the applicant’s
ability and willingness to comply with the account requirements to determine in real
time and without human assistance if the applicant’s requested account is approved;
and

v. send a result to the remote applicant interface informing the applicant whether
or not establishment of the requested account was approved,

3. gAaddy #

¢

Decisioning Al= Halz0] A8 AZE 7HAsH7] fiste] ARESh= thekdt A|Ajlo] 007 &
s1E Asfistal ok= 42 st AR o)l &% South Carolina A% ol Al&skoitt.
0]} FAlof 4I5S Decisioning AFS AHE ‘007 E3], 721 £35], ‘811 E39 &+
ol ool ok AU AS Fohs £E& Delaware Aol Al&stAirt. (
0]& South Carolina A|HHYC 2 o]2E| 9t} )

AP Yo A AEHQ] A EAEAE AL, (1) remote interface, (2) verify the
applicant’s identity, (3) compare . . . and . . . 37§¢] 13} ot 47 £49 d4S
Foto] AU Harso] Yo E5E Halistar QA okl 4 Wi

A Algj el A Decisioning AH= ‘T 152 M| §oi9] ajaAt Ex o= xmsq E3]
S Aot A FANE, AHAE AR HAd HFEE 38 AS B= ARAE AlSATE

rE

Fl
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Fop50] A g3k,
N

=]
=
A5 9L Aol

]‘

ELEE

St HarE Au|et s7hEel sfdEttal =5,
dsdgolAel Hsfistar ot ol FAselct. kAN, AHEH Y ol
Z9Y A HGo A “remote interface” HA ol gt #5dY HHHAUS
=3

“verify the applicant’s identity” &¢] 341} T sE FaluAoA] R HIH AL x| A,
T4, AR RGNS S o] &3 S-S on|sh= A SR s4stqit. olLoE A|3A}F A&
ZIERS, Y, M3HE 59 JRE AFIY Q== AR Aistar AN, o=
ol FaFS A A] Y= Ao R HestgiT
1. oy v
g4 Ao A Decisioning AF= A Qo] Ht3to] 7|A1E (1) remote interface, (2) verify
the applicant’s identity, = 71¢] &°1& 5H*46‘}—T:ﬂ LF7F qlem, ojof wet B sle] A&
MU A sfjAollA EAAE= 8ol sjoA st
dsHA S5AHE HslA

of =uasiqicta skt A
|2~ (remote interface)®] AFE AA+=

At
— remote interface
FAaHUS dA Qg o
AHEE DL, 7)ol 9JsfiA
FTEEES 9 EHT A g X of| ZHo] Q1SS A AsHH A, X o
S ST vk A E HAIA HAof| A ZrotE 4= §itkal 14T, ‘remote interface’ 2=
o= HEEA] ] e A F (kiosk, 24 E= 7ho] HE FH Y A|A”) of AR = FSA2E ¥
oA HI7Hee YR o AR E= HarE FulE dethar e Akl
SHAEE, ‘remote interface’ = S 8AIFE 7Ndst= av|A 7 ZHQIA 02 AF8t= HFEH &
272 WE WA= Y= Ao R ekt sld7]e 2oF B4 A4S 713 A= A
Al Adto]l 714 JHAIE B0 & W, ‘remote interface’ 2= o1& JT W &v|A7} ARSH
HAY HFEHZHA] A5 W AAsHA = &t Aol
— ‘verify the applicant’s identity’
AR Y-S Rl g o A 41519 AT, 4, AR EAHS
Ao 2 A5ttt SHA| R,
HIE O] s A4S Qokx] ¢hs, & ol
Ao =2 A 7

u golo] o4z Bishol,
AI7HA] A H.of e
|23t QlF o]
Decisioning Al= verify the applicant’s identity £¢]=
o] ApdA oJmute &2 s 7bgsitial Ak, A1 Q1 Al L] AA| Felsk=
Sheh Fgelglen, G ol wolEct,

ool A, 279 HEIL § Bag A



A7 AE3t vkel o], ‘remote interface’ &0l ©A| T3 oA HIL7HsE HFEH F
AWk ZAA O = A E

wE Ao $17)5)

=
HE weste 7es w3 webs, daglo) AJLE)
B S

a 2

FEE o] gsto] dMAE=rE EAF2 R (007 535 HdlekA] &=t Yol Decisioning
Abes TRl 9] AlAdlo] 520l FAT] ApALe] E51E R sfskelrtal =4l

oFAlE oA TRl Ee S5 HE FES WolEel Fayde a5ud AHE0]
T FAQlE9] Aol Eo| M| ASk= A2 MR A9 BAY FHFEo|H, o= Al HFTL
Qo] Alegt FAE SstAY 718 AHASFE ZHE 0|85k Zo] ofdA e g HFTh a4l
A Decisioning Ab= 3| 3FaQ159] 242F0] A& S/l thsho] AAwshA] dateh, 1A 4
Y-S Tl S5 v 6] 42 wolEdl AH Y HAS 185k

A]
Qlo] g4ale] B8 E HallshA] & 9] HSBC 2 TD Ameritade 9
FARNS o2 3 )] ofAlubAd e dHelg AdRuTy|siY B APH2 HAo|Fof A
e =g

o. History Map

(1) South Carolina A®HY (2003—06—09)

Markman v. Westview Instruments, Inc., 52 F.3d 967, 970—71 (Fed. Cir. 1995) (en

banc)
Cybor Corp. v. FAS Techs., Inc., 138 F.3d 1448, 1456 (Fed. Cir. 1998) (en banc)
SanDisk Corp. v. Memorex Prods., Inc., 415 F.3d 1278, 1283 (Fed. Cir. 2005)
Celotex Corp. v. Catrett, 477 U.S. 317, 322 (1986)
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No. 77 Lucent Tech. v. Gateway

AP AR A

LUCENT TECHNOLOGIES, INC, (ga1/5k2Au] 31 —3F491)
4 LUCENT TECHNOLOGIES GUARDIAN I LLC (9F43] 1)
MULTIMEDIA PATENT TRUST ($12/8k4-3) 11)
Az el John M, Desmarais, Kirkland & Ellis LLP (New York)

GATEWAY, INC., GATEWAY COUNTRY STORES LLC,
GATEWAY COMPANIES, INC., COWABUNGA ENTERPRISES,
INC.,
=] =
and GATEWAY MANUFACTURING LLC (3] 31/8F4 9 37)
DELL INC, (3 a1/8kA 31 —1] k4 2l)
MICROSOFT CORPORATION (3] 37/8F 49 77 — B of| g} 4 ©1)

Joel M. Freed, McDermott Will & Emery LLP (Washington, DC)
v} a2 el John W. Thornburgh, Fish & Richardson, P.C. (San Diego,

California)

T4 AR S 2007-1334, —1337, —1376 ( ¥ ) ( A LA} : 2008—-05-08 )

ARG, Y|, FHE

AFFIRMED—IN-PART, VACATED—-IN—-PART, and REMANDED

FAA TAL PROST
_ _ _ _ — _ AN 0] . _
A 1002020)\/ 2060, 03—CV-0699, 03—CV—-1108 ( AALAA}F : 2002

the United States District Court for the Southern District of

AAHA

E California ( CA) ( DCT )
U.S. Patent No, 5,649,131

HHES]

U.S. Patent No, 4,701,954
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35 U.S.C. § 271

ZIEZoF 2 AlE HlolE S Al AEA

A FEE [ ATEANA /

E AFAL Microsoft Corp. (0]3F, Microsoft) @ Dell Inc, (0|3}, Dell)o] 23t E3| 3] Al
Aotk A7l §iL ¢+ E3]+ Lucent Technologies Inc. (|3}, Lucent)”} &3 E3]=
A, Bl=53] 5,649,131% (o]st, 131 53]) B w|=53] 4,701,954% (|3}, ‘954 E3])o|c},
California FHAHH A2 131 53] 9 ‘954 53] tfste] v e 9] ofAlmAS sttt

Lucent A= ‘131 E3]oA] 7]ASFL A= “terminal device” 8019 3[4 4l ‘954 E3] o)A
718} Q1= “each successive iteration including the steps of” F-3-9] a4 Uj-g-of tjjs}o]
A7 sttt FAaH U2 “terminal device” 9F HAsto] A YHAL] Ao 277 EAgH
ool feksto] 131 S8 it v Ha-& wr] eEstolt, shAuE, A (954 55
<} T 7141 9] sl iA=Lt ‘954 E3]of Tk vl HA-S <185kt

AL El= = HY S5 wie Aol e 28Tt 131 E5]of JHAlE
zRAALE Buld A7 AH wehS 93t T4l ZEEZ| 3t 5ot TAE ZEA|
=opQl W7 Au|Aael o A ZrA|A AHAE AFt7] 915t thE Y] AREAReL FA4ls)
Arelolth, i Au|2of HESh= AFHEARE 8 HIFE, YA sH oA, AnfEEN
Euld A5 Foto] TAE ZRA| AL} FAIRIT 131 §5]9] A2 SAE ZREA|A L}

=
u]d AR AR S 3 e S sk gl
Y7o 19He et 2ot

A method of operating a host processor communicating with a terminal device, said

I

it

3

of,

flo

kol

2 |-

e oor jm

T rlo

method comprising the steps of
assigning an identifier to a respective one of a plurality of input object types, and

transmitting said identifier and its respective input object type to said device,
wherein said plurality of object types includes at least two of the object types choice,

entry, text, and image.

954 E3loll Y WS &4 YRE PSS (digitizing) Lol B HolTk, 954
819 RS BEe 9 (pitch) FHES AAFORN SHYRE oot WES FFotn



A3 714 2opd W38

H7e) 632 theat 2t

A method for producing a speech message comprising:

receiving a sequence of speech message time frame[4] signals . . .
and

generating a speech pattern . . . the first coded excitation signal for said frame

being formed by the steps of:
partitioning a speech pattern . . .
generating a set of predictive parameters . . .
producing a signal , . . and

generating a multipulse excitation code having a sequence of n=1, 2, . . . , N pulses
for each successive time frame to provide prescribed coded speech pattern quality
where N is substantially independent of the pitch of the speech pattern

by iteratively forming a sequence of pulses for said time frame, each pulse having
a magnitude B and a location m within the frame in successive iterations and each

successive iteration including the steps of:

[ o5t A2 — 7 HAE B 7T US ]

3. gAddY #

i

(181 &3] )

‘131 S3]of digt Haf gekel 9lo], AHARE-2 “terminal device” ¥ $] §-oof T3
ojty, AHHUL HAIA 2 AT TASHA, FAlsHAlE EHEY 8o U Sk ]l
7141 Bushroom 53|92} H|wdh= ol A Eujd BAARR o] LAt FHH | &ol&
BFA T,

terminal device 9] £9¢] AT} THSIO] Lucent A= AFEA7E SAE T EA| A2} glo]g
AT 4= Q= diojE "Huld, faaH old, g AT, AvtEES 22 A E FA| gl
AGskATE & A2 d 131 E5]9] W] At A& 2HaEE W&ol

ﬂd
2o &
oo

SHAIRE, 8iE terminal device 7} 35k HaEd o] 7ol glol, AR LS terminal

devicels AHA YA 0|2 B|AW, TAE Z2AA7} EHuld FH o] o aZao]ie] A
ARE 917 AHS Aofst Aolet a4 2 diston, Lucent AR ole] wefeisict, ol 5
DEE wyo] of RES A Huld FAE ©x Axe] PaBeo] elatule salgich
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20094 1| ZE 3]

AYHAL TAE Z2AA (Y AH)E terminal device®] SF o] A 7“1%1«] A5 275t
= Holstn], Ao A ZAZs ol ol vZso] HEE ot s Al
PRl e TS Ao ‘2101/‘15 T ETE S

(‘954 £3] )

‘954 E3)0] E3]o] Hrwol A AAL “ThAZ ZiFel A& ol ¥R (each
successive iteration including the steps of)” 8o] gt s olct, XA oA A E3tof 7]
e 2= TA= 2o AAE PSR | ofof ghrhal sfAstelnt, o] gt s Ao A
sto] AP BAA o g uso] s 558 Haletar Fokriar destqict.

of

HET i —
e =oll 2Rt M wd wo A AU S ol yAHoA HAY7|se) SuE ¢t
o W WAL kel APUSIE FHE v, oleg ALE Telslel W] BeHE ol
ct.

(131 &9 )

3} Ao A Lucent AF= ‘131 £35]9] QoFH HojlA = “terminal device” = YA A o], &
U}E{‘—, T8 HFEE 2ot = ALE Hostal 9o, Yolrta= TAE ZEA| A7}

o1 0o A S A AT P A0 BT AR sl

g
o olE et % l 5t J4 =< 250 g Euld FAe 224 A faEH ot

T2 ARl “terminal device” 8019 sf42 TP o] AT gyt A2 St
ohal gkskoich, W] AR drelAe shadelA BAIWES eI g EAE=
A o] ARl AAE 2-sk=H o] EAE ZRAA 9 Adg PAISHL S-S gelskA
o}, whebAl, “terminal device” = AAIA Q] tjAaE o] Alojpths Do R st SHHAFY] A
o] 125 2HE& Alolsts TAE ZRAIKE AQfstaL vkl siAgh A o] A A

off oJafA HRH A Ah=rkar Atsigict,

(‘954 E3] )

Lucent A= BAof A% 2943} o] FWkel 714 dhdtsl=t] Aujstql 7] wj&of ‘9
53] oo Het H5E HE FEAN= FAE A7|SHYT. Lucent Ab= 2 AT} t]fﬁﬂi =2
A2 oA Al Wl flFstA] Y=t 4 3 th. 3], Lucent A= %% 289
TAE 1-4 ©A7F 2 A o H e th= FollA AtE Wyt Adolsirtal £ASES T o]
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A37% 71=gord H

Lucent Al W2, 520 Pt F4o] ‘954 Ealof A A7k ool sjgatehs A4
o uje A5 Holehs Ae IS Wi 47he] WA Bole] 1-5 WA A 27
ol et dlofi Malaukel Ay THIE Slste] BAHYom, FEE Aol ofwst Y
= st ottt W Fshact,

FzHo7 FFAHYAL ‘131 359 ‘terminal device’ &ofof W3t H1LHE S 175}
o, 53] vl3sfof sigdttt= oFAl A& a7]skoitt. (954 5519] “each successive iteration
including the steps of -0l g XM 9] a4 1-&sh, Aol st P

=g, RERe] 2AT Yool P eheths BAE gkt ol skl AL A
whgl el BHpstalc

5. History Map
(1) California F5-AHYA (2002—-10—-17, 2003—04—-08, 2003—06—02)

(2) <=3 FAHA(CAFC) (2008—05-08)

ARG, AR, B

Innogenetics, N.V. v. Abbott Labs., 512 F.3d 1363, 1378 (Fed. Cir. 2008)
Cybor Corp. v. FAS Techs., Inc., 138 F.3d 1448, 1456 (Fed. Cir. 1998) (en banc)
Phillips v. AWH Corp., 415 F.3d 1303, 1312—17 (Fed. Cir. 2005) (en banc)
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No. 78 Mangosoft v. Oracle

A AR A
MANGOSOFT, INC,
& al
MANGOSOFT CORPORATION (11—38}4-2l)
Donald R. Dunner, Finnegan, Henderson, Farabow, Garrett &
HardiEl .
Dunner, L.L.P. (Washington, DC)
1] o ORACLE CORPORATION (3] 11—3]&-4-21)
ool Matthew D P.owers, Weil Gotshal & Manges, LLP (Redwood
Shores, California)
FAA AAHS 2007—1250 ( 48F) ( FA A} . 2008—05-14 )
EERE
Fad wARE
AFFIRMED
oA Al TRAL LINN

YA S 02—CV—-545 ( AAAA} 1 2006—03—14 )

the United States District Court for the District of New
Hampshire (NH ) ( DCT )

THET] U.S. Patent No, 6,148,377

HHHH 35 U.S.C. § 254

Mangosoft, Inc. and Mangosoft Corporation (¢}, Mangosoft)«= AA7} H8-51 n|2E
3] 6,148,377 (0]3}, ‘337 E3])E 3|5l vt Oracle Corporation (©]38}F, Oracle)2 Attf
2 & A7|skdsnt, vRel ] ekl of st s A7|E AR o)t
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Mangosoft At GAAolA AWuae] SHTA Aol thatol LA Agke. G
AL Ael A A8 Aol s e ttel ojWe e RE WA & God H,
Fae Aguae #aS g,

337 B3 T8 vlme) A48 D Aulas AFehs AR YEN AAd @ gl 7
3k Zolct, ‘337 Sl EAT oA Zzte] AFE] A BH s M e B2
& AT Bl 5 Qs AZHE AT Ytk BG5S Bl YEYaR 98
Zzte] vjme] g0 AAFLS 2M(span)@ 4 Gk

dme] §Fe 2 Auzk EY dolElel FY ARARA QTS sH: HEH Fepol
olE-Mu A2ws gxsted, 377 S /M WRe B2 B4 stel vE

AN ArE Y AR 33 Rt Alade AAISHL Qi

3. gAddY #

2002¢¥ Mangosoft AF= Oracle AFS A2 &2 A7|5t9 2, Oracle A}2] Real
Applications Clusters software(]3}, RAC) A& tfsle] EJHNE FA3FATt,
Mangosoft Ate] 44 A7]e]l tate] Oracle AH= 5|88, A4 9 us)]e] 1L
8= HEAE A 7|8kt

Mangosoft A Bsjet el 337 Soie) 47 19, 5% o 9% sAsde) Ao
2] aorcha AEset

& MEAGAY BARA Oracle A7} F4E S8 31 S Hafst
RAC clusterdol Al 3¢ mlie] 332 Gve] ZAE 23
Ate] kg wrolEQl Aojth,

4, Favjde Ad

Lo
4

FAAE S 42 AR (storage device)o] 2uE W] shi= Aot HAIAAY
“local” B B4 AFEE AFd st=rAa U Y EYT HFE A =E(node)$ 22 g0
o] oJujolt}, Mangosoft AR= “local” £01& all4st=dl o], Aol Yaal4gol dgst
3 Q& ‘direct’ ¥ ‘unique’®] I S FH S HEote] AT ol & ks Fo]
o}, E3E Oracle A} A58 71&-8 oAb Fhxste] o1& Hojgh

Aol o|2ERth= Folth, Mangosoft A= “local” HlE e A= “5

T TIPSR me] B2 7]eid 5 Gl vlme] FAT2 shAshor sty Fgskelet,

olof Oracle A= 2 §o19 si42 A+ &, GAIA, 94 o8, T715 &3 = 1
e dehE AAshs A2 F5IAT. o9 T tlo2 o] A wrotsoi i

e}
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AFHOR FAUAL AFALL “local” 7 G0l Aol BAL grka Hed o, g
¥ 19] Oracle Abell T3t vl H 3 CFABAL Qg5HgTh, BAZ B gole] 4o
[ A4 e APAS) A @ oule] Sl Tste] £A Aol glrt o]t

o. History Map

(1) New Hampshire A|®H¥ (2006—03—-14)
A AT 717} (130

A vk 3] A A (CAFC) (2008—05—14)

Phillips v. AWH Corp., 415 F.3d 1303 (Fed. Cir. 2005) (en banc)
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A3 71E2ord e

No. 79 Golden Bridge Tech. v. Nokia

1 A AR AR

el al GOLDEN BRIDGE TECHNOLOQGY, INC. (¢a1—3}4~2l)
Aol Dun.can C. Turner, Badgley—Mullins Law Group, PLLC (Seattle,
Washington)
NOKIA, INC, (3a1)
i Il
LUCENT TECHNOLOGIES, INC. (3]a1—u]3g}4~2l)
] gl el David A, Nelson, Latham & Watkins LLP (Chicago, Illinois)
T AAHS 2007-1215 ( ¥¥F) (THA LA} 2008—05-21)
AL
g AL
AFFIRMED
] TA MOORE

05—CV—151 ( A|&YA} © 2005-04-15 )

e
jubad
2=
Y
rE
Lo

the United States District Court for the Eastern District of

9141 <]

CEEE Texas ( TX ) ( DCT )

HHES] U.S. Patent No, 6,574,267
35 U.S.C. § 271

T

35 U.S.C. § 102(b)

ZIeeoF 2 AlE AERFA, Hukd §A Ve

wAAH Ad7+s4d / /

2. AHdul A

2 AFAL Golden Bridge Technology, Inc. (©]3}, Golden Bridge)o] &3t uj=E
5] 6,574,267% (°]st, ‘267 £3])9] 138 W 2304 HF st = AFdo] PCT 7H&Ed
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20094 1| ZE 3]

W09746041(0)3}, A Z/HES) 2 CDMA E2 199549 59 vjA(0)8), 1S—95A)7} T 5}ko]
oA 4758tk Texas H-AWH AL HA ol FaA|7]g Aot

FaUAe 37F 139 L 23Fel A BFo Y 714 FAFARH WO974604101 4 7
ABHIL Gl 714l A VSR Ao R AE BAL gt

267 104 Asta gl mukel A A2ES CDMA WAS Aesta gt ot o
of mukel Fo| 1 AFWA glolH FHHOR HYH IES ol §3to] FAL Fuks ey

oA U Z1 XA U Alzehedol] BAISH: Aol We mutel Eo| IAY HUE
A EA) o8 S Adsts B9 AR Aol MASH Hid, oleldt BAR 7|5 a4

b Ao Ar|=ut HlolE MEe 2ok 2tk 267 53]« o]t Aol A CDMA Al
/\Eﬂoﬂ/\—] X-]Eﬂ A]_‘_—/_L-l o x%x] 4

3. AWMU B

Golden Bridge A7} Lucent AFE A= i% A71et & AH AL A Q] 8o 4o
I AYE e, F FAE EAIVE E HHS] 8of sfAof sto] o] UAE Hk
=3

Lucent AF2} Nokia AF= 267 €3]0 245 AW 9] IS-95A 2! PCT H7&E3 o 23t o
A 7S BAR A HAES A5 oM, Golden Bridge A= A Z/NEAATS] 7oz
= 29 ZEY dadrts S AR ¢ vkl oAS 298] ol A 7Sl tie |
et HE B4 Ayt XYHALS Magistrated] A 2 HIAREHS wrol=0] Golden Bridge
AFSl EAIZF HAL Q= 55171 FR e o4 BES Wl

AHAe 2A7F © 5519 13% 9 23%2 o] dEd AdreA= ‘3! ZX*Oﬂ «WEH

A7bs7d F2olA "=

A AR s

Golden Bridge A7} %4FeF f-4st W82
= % 7]8H(synchronization)

oA
2] 4llE(preamble)&] AF F-& o] 9 TS JHAIBHA] AL %D}—E
Aoleh, SHAW, FRIE ARG olejFt AFFo] T Fgo] AP el BEEA st
= Zolt}, Golden Bridge Ab= 0|9} 22 43 Faqlol| A Al&sktt.
Golden Bridge AF= H38 9 Adi7)& Alo]o] L2 olu] BA| 130 Qo] 3|4 B

WO /i3] duiulolA 7 yepuglnkal 243kt ti4lell Golden Bridge A= 2
A FAES ol A YA E YERA] otE M2 AR S Al]lekT

4, FaHYY #d
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SS9 siAS oFA w4l o] TAI
%7|3H(synchronization)’ 3t 4L Edlo] &
oA Lucent Al= Al S 7HZRANA A3 133 H 2389
T on, olo] 3t HE7F FHE AES

|5 (preamble) 2] A4 HE o]F
oF, AR ol A o] ofAliA Al
FA AL mE AJASAL gl

~
koot 1o

R

Golden Bridge Ab= 267 E3]of 7AIE L Hatal Q= WY AANA AxP7F SR F7HEA
of A Axje} mutd 7| x|=o] Ze|lE(preamble)2] HAE ARE AAsH= WA 9lof
A 2= oA AEFE A vidistgic, o] gt AL “the preamble interruption” gt
o] sfj e 3t Aolct,

Golden Bridge AM= ZA|-Z7)E310] “synchronizaton prior to transmission”2 7|A|5FaL

A e e tHRol AR Gt HS AR, H97], Golden Bridge A= ©fH
Ao 2 AR SA A O STl oA A Histe] 2 e A7)

o
+ A Y ZAE A7TSHA] ket

A4 Golden Bridge A= =t AlS7iEd o] A9 oA A7k
2] et 24T 4= s 713 BWol AUSih oAl
oA7]0= FAFNER A et AAIEE Al o] 2FFE] o] QI
© =7]3k(synchronizaton) 4 HEL
W3k Magistrate HLAFR} ol Hitiol= ode 7HXI8HATE Golden Bridge A= A5 o] X3iE
f “preamble interruption $H-g7of ATt =205 Y5}t

Fa Y= = Golden Bridge A7 AR TAOA AZISHAAY A7 4= ANE A
Aol disto] WA A2lE 2APsHA] advh, Fa Ao 2 A= AHHY dA A A7 = A
2 BHES AESHA &2 Aoltt. 2FAox ool MEA A71E ARl et A7t

S AYHYo R ot 2L A g AMEIA = 2 E TOE AR
= | =oJgfjof $tttal Golden Bridge Al 48 oy, FaA o2 A=
TS WolzolA HH, £E2 AMHIAGY A=l MEA EAgsHA d Aolzt
o}

FaHde FadeA N MEA dEd BHA A371s 227 Qs e Aol 7ol
Alofl T AHS AASH] Aokl ARdS Ao R SYEWA| Rt HEFH R IAlE
N te] ool ot darksd 239 FE2A 24 5319 A7 137 % 23%] o
] Hhs Qg o]2lgh o] oA thE Ad7]e<l IS-95A%F T 53] F A HE
£ A I

5. History Map
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(1) Texas SHFAHHA (2005-04-15)

Az HT 712 ()8, 5855

(2) AY2=3]3FAHY(CAFC) (2008—05-21)
Ax g
6. A&ALA

Liebel—Flarsheim Co. v. Medrad, Inc., 481 F.3d 1371, 1377 (Fed. Cir. 2007)
Gen. Elec. Co. v. Nintendo Co., 179 F.3d 1350, 1353 (Fed. Cir. 1999)

Mfg., Inc. v. SGS Imps. Intl, Inc., 73 F.3d 1085, 1088 (Fed. Cir. 1995)

Sage Prods., Inc. v. Devon Indus., Inc., 126 F.3d 1420, 1426 (Fed. Cir. 1997)
Forshey v. Principi, 284 F.3d 1335, 1353—54 (Fed. Cir. 2002)
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A3 71

No. 80 TIP Systems v. Phillips & Brooks/Gladwin

AR R ARV

TIP SYSTEMS, LLC

TIP SYSTEMS HOLDING COMPANY, INC, (¢a1—3}42l)
Gary M. Samms, Obermayer Rebmann Maxwell & Hippel LLP

(Philadelphia, Pennsylvania)
PHILLIPS & BROOKS/GLADWIN, INC

ACOUSTICS DEVELOPMENT CORPORATION

PBG, INC, (9]11)

INDEPENDENT TECHNOLOGIES, INC, (3] —3]&4~2l)
T7Z HOLDINGS, INC,

T-NETIX TELECOMMUNICATIONS SERVICES, INC,
T-NETIX, INC.

EVERCOM HOLDINGS, INC,.

EVERCOM SYSTEMS, INC.

EVERCOM, IN
John E. Schneider, Fulbright & Jaworski L.L.P. (Houston,

Texas)
Aubrey ‘Nick” Pittman, The Pittman Law Firm, P.C. (Dallas,

Texas)
2007—1241 ( 4&F) (HA LA} 2008—06-18 )

REDE

1O

AFFIRMED
o] FA PROST
HS 04—CV-3718 ( A AYA} : 2004—09-24 )
the United States District Court for the Southern District of
Texas (TX ) ( DCT)
U.S. Patent No, 6,009,169

U.S. Patent No. 6,512,828
Ty 35 U.S.C. § 112

379



20094 1| ZE 3]

7150 2 A& | Z3}7](code—free telephone, wall-mounted telephone)

LAY A8/
2. AHA8A
2 AP nEA EAME0] AREShs Hof ntRy Rl H3lbr|er B E AlFe| g 535
8] 44|t TIP Systems, LLC (0]3}, TIP)= Texas @HA|WH Y| w152 A2 2

Are] 2719] 515 AsRithe olf=E %S AZIskoh AHHES S+ A &
3} (“Claim Constr, Order”), Phillips & Brooks/Gladwin, Inc., Acoustics Development
Corporation, and PBG, Inc.; Independent Technologies, Inc. (|3}, Independent
Technologies) 9] HIZ 89| FAHA AAS Wrol5 3Tt TIP A7} o] A 715k Aoltt,

Fauge APuae FTus s L BAY Jult BAHOoR L FEUNA 5518
Helsha gkehe A Ue) Bee] 0 F7h ges A Hs APuAs] BAL At

3. ¥

Lo
o

TIP A= v|=E3] 6,009,169% (o5}, 169 £3]) W n|=+E3S 6,512,828% (0]5}, ‘828 &
3))o] S5 UARA, 828 B3l E7]H E 02 E51240] A52U9] ol F S i
7)ol A ALREE LET} gl Aslyo] etk Aol

A7 © T 79 A= MODEL 7090 CFSS(o]3}, CFSS)2F MODEL 7090 SPSS(©]
3}, SPSS)olth, o5 Ztzte] BA4e] A3ty ZE Al o]ojm] A(earpiece) W mpATA
(mouthpiece)®] A4S zH=t} CFSSE o]oju] A(earpiece) ¥ A1 A (mouthpiece)”} ¥
S-S Foto] EEE0l s FAE =T Histo], SPSSolA«= B k94 Wi f]x|gt
oh, &F AR AE A9A = B S| 2] AZEH

2007 3¢ AHH Y2 Independent Technologies A ¥ Evercom AR2] B3| 2] oFAlyhd
Aol Histo] 91-8-5k= HAS sk
4, G dd

Ao A TIP A= ‘169 5319 AT 1389 ‘handset’ §0]19] oA 2 FE HIATH
3 FAsAn, AYHYES fFEolE o & Zo= o]ojuA(earpiece) S, THE 3 & Lo
= upe-2A ¥ A (mouthpiece)E LH|SF= 3lE(a handle with an earpiece at one end and a
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mouthpiece at the opposite end)’ ¢l Ao 2 3435} c},

olo]] TIP AF= ‘handset’ 8olo|= o]oju] A (earpiece), HFE-23] A (mouthpiece) ¥ S7HE
o] xZgtE|ojof ghrfal Al o, 2 §ol9f sfA e Qlo] o] ZFEA] ofof ghrh= A
oltt, ‘handset’ o|2h= &ol= 53|H A=z HIpr|E 24} wdsto] wAE off, ojojuA
(earpiece), TF-A3] A(mouthpiece)o] Qo] ThE ojd AT 2§49 4= grts Aot} AEL
ojoju] X (earpiece), W22 (mouthpiece)E SHE-AU 1A Th= o]l E3sitt= Zo]

AW L2 ‘handset’ 20]2] 4o Qo] 7| Aoz HA
ol AlEE WAIA % x*-"rl?"L 717l W Zlolth, i
A AAE &3] A A2 4= qokar ddstt

TIP AH: ‘handset’ §of= AAOZ ‘3949 Awufo] 4202 A3} handsetS v}
g3l ~th(means for permanently mounting the telephone handset vertically within
the front wall of the housing) F&2] dj4lo] oJ&sl= ol o= 7|&4] AFd 74
(means—plus—function claim)ol] thgt a4 o) wetof ghok= Ao}, o]8jgt 7|54 A+ 7]
ANE AR shes 2w BAAY o2 7IAe Aok Tkl on, of7]ol= ol Bek =
=9 e gloke Aol

A2 siAel 7]zt 3o,
e

o £l
o A e olest 4

“la]t least one bracket assembly 40 [which] is secured within the front wall 20 of
the housing 12, for permanently retaining the earpiece 28 and the mouthpiece 30 of
the telephone handset 24.”

7], ‘1169 £359 =W 1, 2 ¥ 50| ‘handset’d] 7]%o] B3 AFolA ojoju]x
(earpiece), WA A (mouthpiece) S AFstal Qi Zlolth HAA =
%= oloj¥| 2 (earpiece), U223 A (mouthpiece) o] MRS 2=kl k= Zlold,

ML ol TIP AH 7154 B7% 71 (means—plus—function claim)o] thgt a4
“means for permanently mounting the telephone handset” 7]|A|&= TIP A7} A4kl Q)
= TR} AEA R b AL2E st ol7] wfzel

eHFea A Astt, ‘handset'S P02 npedg 317] Yol A A MAE 2= 3
of JH e Q7T Hojzl opeiehs Zolch, webd, BES handset ol 014
da o sfigetetar ISl

E3F TIP AF= ‘828 E3]9] 2 U404 AAI-S A8 o] A ‘handset' 2 A LJsE= 2715}
AL, o]of th-53t4 ‘handset S ‘earpiece and mouthpiece’® X A3 th= AM-& 4319
CF AARES] o] 2Rt HA 25= '828 53]} 169 5317t SEES Y] o#]|7F 27| wimol ATk

HETH oz Esl3sfol wlste], Ay Ye SPSS & 3 CFSS #o] ‘828 53|et #s}
of EARoR HafotA] pokom, s Hel 0101*13 Hai7F ey shA] ehkthal A2
TIP A}= SPSS Zof tal x|u¥ o] gitke] tiafjAs Solakg o), CFSS Eof it v A s
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o] "siMe FaE A7IskH. TIP Als CFSS Eo] wtsd oA e T
A

CFSS &2 gute] dspr|2A4 7]sshr] miZel, dehr] 2el, sz 9 2Hs A92|7F A7)
Ao ddEofof gtk FA oIt} 828 53w F Mo dde FHel 71AskaL AL,
CFSS &2 3o 12 4= , il = 24

Folth, CFSS oA A7|aats - S 28402 SdT WA o= 2adtths o]

E}.

TIP Ate] CFSS 3t #ast #5343
ATt AZAE R ko, TIP AR= AHbAQl o
deas HHEstA A A5 Zshihal skl
& 2 F5AHE A YdsiME A7 He J Joll 91l Z42he] ghgo] E‘l‘
o] glojo} Bhth, HEH oA ZHE A9 2|9t ABA Alolo| Aol AAL @FElal QA
gt CFSS Zolle oldt Aoy #5847t EASHA =t TIP Ab= 2A17F | Aol A]
TEAOE FUT BAL giote] FUT PR V)5 W82 £ S Lake

%1

5. History Map

(1) Texas FHAHY (2004-09-24)

(2) AHr<=33AHA(CAFC) (2008—06—18)
Al ol-g

AFFIRMED

6. A&ALA

Innogenetics, N.V. v. Abbott Labs., 512 F.3d 1363, 1378 (Fed. Cir. 2008)
Cybor Corp. v. FAS Techs., Inc., 138 F.3d 1448, 1456 (Fed. Cir. 1998) (en banc)
Phillips v. AWH Corp., 415 F.3d 1303, 1314 (Fed. Cir. 2005) (en banc)
Hockerson—Halberstadt, Inc. v. Converse, Inc., 183 F.3d 1369 (Fed. Cir. 1999)
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Rexnord Corp. v. Laitram Corp., 274 F.3d 1336 (Fed. Cir. 2001)
on Rowe v, Dror, 112 F.3d 473 (Fed. Cir. 1997)
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No. 81 Board of Regents of the Univ. of Texas System v
BENQ America Corp.

A A A

. BOARD OF REGENTS OF THE UNIVERSITY OF TEXAS
T ’]— -
SYSTEM (¥a1—3F4¢l)

Jeffrey R. Bragalone, Shore Chan Bragalone LLP (Dallas,
Texas)
BEN@ AMERICA CORP,, MOTOROLA, INC,, HON

HAI PRECISION INDUSTRY CO. LTD., and CHI MEI
COMMUNICATION SYSTEMS, INC. (Z]a1—3]g}4<21)

KYOCERA WIRELESS CORP. (¥]a1—3]34¢])

INNOSTREAM, INC., TOSHIBA CORPORATION, WISTRON
CORPORATION (T]11)

HTC CORP., HIGH TECH COMPUTER COR

Charles K, Verhoeven, Quinn Emanuel Urquhart Oliver &

Hedges, LLP(San Francisco, California)

Sharon A, Israel, Mayer Brown Rowe & Maw, LLP (Houston,

Texas)

A AAHSE 2007-1388 ( Qwlt) ( HZ2 AR} : 2008—-07-24 )

SEXIES
iy B2
AFFIRMED
S AL PROST
— — — — . _ p.e) . — —
AN S | 05—CV—181, 05—CV—198, 05—CV— 333 ( AlAYA} : 2005—03-11
24 9l the United States District Court for the Western District of
Texas (TX ) ( DCT )
59 U.S. Patent No, 4,674,112




dH s 35 U.S.C. § 254

r

NsRok R AFE A A A2H

R s /o
2. AHdul A

B APALS 310} §44:¢1¢] the Board of Regents of the University of Texas System (©]
5}, Regents $1¥92])= Texas AJFAH YL 25 w0 thsto] A7t Abdoltt, 7jil
oz} m&4QlQl BENQ America, Corp., 9] (o]}, BENQ)7} Regents §1¥3|7} 453k vl=t
53] 4,674,1125 (o3}, 112 53])E HalotA] dth= Holl GARE 3hojo maglon, o]
of A 2E Hde Hlth

112 53519 g o] WA A " 14 d
SRR 7‘*93]—— /\Plﬂ 1 o] ASS

sfed 27 firk, E2 A3} 7| EAel A 22ke] 7]
£ T o) e enE e BARE Qs Ao BAS Aok wh. o
efok BAHY 22 9iste] YHH AAAeh BolB Hlmtth AL o2 ol Ei
S QLR Tt 059 APl Ystel HolB FYAES AT k. 279 Ak} )
WS B3to] Hol MYSuE vme] 278 Haske 5 9ot

FAAELS A U] “syllabic element” ] &o] sj4lof LAl Folof =t A
o], gk, u|a1o|x} 1] gA212l Motorola Corp. (©]3}, Motorola)ol| thet TA A= E 8o
o] A FEelgste] v HEE 51Tt Regents YY2= A+ a4 2 v)s) oF
A S 183 ZAlof| thsto] A 7] g Aoltt,

‘112 E3]9] &Aoo A AAFHS Lawrence B. Rabiner and Ronald W. Schafer (©]
3}, Rabiner)7} ZHAJ3%E 7|4} & “Dlgltal Techniques for Computer Voice Response:
Implementations and Applications,” Proceedings of the IEEES ¢35} A7 874
o TS 50 AHolE FAISHAT. AARES Rabiner®] 7|Atol A= 2H2Eo] 7)o A& thE
TFAZE D Eo] o=, skt 7] mEoll ofsiA AHEeE ©ol7t AEEE A LS AlASkL
ATk A3k, oo th-gate] FUQUL = U2 588 A (syllabic elements) 2 A E+=
diolE Ho|AE A8t dolE TS SHCE At gAdS RSk, FFRE A
sholct.

3. AAMAY T

e
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%%% IR T Q= 379 "ol A4S A7]5tHT) Texas AR AU A7]% 37]9]
S Wglslo] AeElE APsttt, Markman hearingS 535+ gAML thEo] Q= A4
%OH s Aol ¥Rt HE7t oS P s

200549 3¢ 9 5490l Regents ¢ld9]= 1125352 F77 10 HsiE olF= it 1
S

A7 ®© ESAGE S &ol= “syllabic element’o]th, AHWHAL “ZFH 2 A 3 o] S
JstAY EME FAdst7] flste] oh2 gk H o] EAke AEvbset & o FA} AFT0RE

]
=
aj4sksict. 20064 119 79 Motorola AF= Hgslo] okamae Fyaigise], ol= Ex17}

B A7 7 1092) BAS BalsA) eokeh wastec

EA 7} H+= HYAFE2 “matching said binary code with one or more pre—programmed
codes, each pre—programmed code being representative of a syllabic element.” ¢]t},
A8 Y2 Motorola AFe] S Qlgslgich WY H1e 7|2 Adoje] bz ol
SUB IS FAeto], A9 1039 “syllabic element™&o]o] thslof, Hio|He] Z=71
o v wheh, g 2o gate] vjx Hlofol Tt of ojul= s Alstant,

g

Regents ¥ 3= Rabiner A2 43 tho]&2 LA T flo]E o] AS 0] 83} 7|&S
AlSkaL Ql=dl, olegh diojefHo] At US| TRl A, 1Ao7 s E5|E s
Hokar skt A olee Y AL wolso], HFH R FA7L E
2 A1 1039 FHaAe R FYE = glolEuo]AE A8gstal QA o2 vl ?01%13H7P
HAYSEA] ekl A2 WR . “syllabic element™8-o] thet AYH9] 84 9 Motorola A
of thgt oFAlHA 1o A, i thE Tal GARRET v al] AR e Fejsaitt,

20074 549 29 AHH UL HEFWEL WHOn, Regents AHe FAsHAT),

“syllabic element”ol t3at aj4

Regents A= A|HHA 9 dlit 8-0]9] 342 “syllabic element’o] sl dSH2l Aoz
S At Qiokar sk, o= B To] T Tolo] YREEOEA, HAA| TolE FA5H]
ote] thE do] Ei= wolo] dREI AFE = Q= A'C R A E ofof gtk =4Sk
P g o= s B 1 o] SE8ARE AT HAISEL, HolAoA] T
2 A9 trolo} HEa SA o] tholE v Wl 9SS Blslal, “syllabic element™= T 24
< Yujst= A= AT

Regents A= dutdho] 5, AFo] 5, Avlo] I&°| “syllabic element’ 2 749 4
7] wizefl, “syllabic element”“ olg|3t mE 18 x3ejof atn, HFolo dhu} oAt
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SAE e Jlo] wol EARt= S sk
AR “syllabic element™7} 549 7o 9 Hujoj7t d = 9»13"} < A% ¥
w17} “syllabic element™7} EA]= GF=thil WOt Regents A2 5782 Wohso]] &gltt,
E AW Y-S 112 55 dfA A RS AESY], YAIA = “syllabic
element”?} “word” §ol& Hdysto] FESIIL S-S Ittt 4 108 2 &9
Oﬂ ‘”‘ﬂ’ﬂh sl A /\Ea‘ﬂ Aok Ao 7AetaL, FEFolM= olgtt 2E
& o2 pAEE Ao FEA°l Hesked Regents Ab=
syllablc elementol] dx ;}51 TEFES AAlskE ol HRol A “syllabic
element”7} ®E “word"E 3
o Fhofl whgh Ak
a7t wA" A= GA A7t dojz A E= ofF] HojEH|o]AE ﬂ%ﬂ
o}, AW YS A #A2]7) syllabic elements T ©]3] dlo]E|H|o| AR A 2
th= o) 7| z3to] vlHa| ] oFAlTA S WL syllabic elements = T —%@94 A 15
O 2 e olE FASHAY thE T S8 A A AP 5 e AR A Eo
of sttty A2t HE BAoAN HARAES EA7} © ojmst Au|E 95 syllabic
elements WH& 9] glo|gHo]| Az &gol= A= EASHA] Stk 525k

5. History Map
(1) Texas AF-AHY (2005-3—-11)

(2) QL3P L(CAFC) (2008-07-21)

Vitronics Corp. v. Conceptronic, Inc., 90 F.3d 1576, 1582 (Fed. Cir. 1996)
Phillips v. AWH Corp., 415 F.3d 1303, 1317 (Fed. Cir. 2005) (en banc)
Jansen v, Rexall Sundown, Inc., 342 F.3d 1329, 1333 (Fed. Cir. 2003)
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No. 82 In Re Cygnus Telecommuincations Tech., LLC.

L AR AAARRE

CYGNUS TELECOMMUNICATIONS TECHNOLOGY, LLC (¢431—

T e
|l John P. Sutton (San Francisco, California)
TELESYS COMMUNICATIONS, LLC (3]31—1]3}4:9l)
UNITED WORLD TELECOM, L.C, (311—1]g42l)
D

WORLD LINK COMPANIES (3] 32—3]

53 A.M.S. VOICECOM, INC. (v]31—1]
INTERACTIVE MEDIA TECHNOLOGIES, INC, (3]31—3]

VOICEWARE SYSTEMS CORPORATION, DIAL-THRU

Q)

INTERNATIONAL, INTERNATIONAL
John C, Carey, Carey Rodriquez Greenberg & Paul, LLP (Miami,

1] 77 ?_]
o Florida)
2007-1328, —1329, —1330, —1331, —1332, —1333, —1354, —1361

("3h) (FHAAA} : 2008—08—19 )

FaA A S
SEK]
Fay B2
AFFIRMED
Fai oA BRYSON
AP & 02—-CV—1423, 04—CV—-4247 ( AlALA} @ —)
the United States District Court for the Northern District of

California ( CA ) ( DCT )

A9
U.S. Patent No, 5,883,964
HHES
U.S. Patent No, 6,035,027
35 U.S.C. § 254
T
35 U.S.C. § 102(b)
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A|3% 71&2ob By

ek R AE  S4l A

A At/ =Rkl /

2. AaElA

Cygnus Telecommunications Technology, LLC(¢]|3}, Cygnus)= AHE o] 2|& 24
tisto] = 7Ho] Fas A7IskAt. A WA=, Telesys Communications, LLC ¥ th& 91l
(o]3}, Telesys HIL5)S AR A7t 2FoAY HF74REE o R FaA7] g Aol

, 5 WA=, AT&T Corp(o]dl, AT&T)E A= A|7|3h hdolAe] 377 HEa-S thite
2 3faA|7] gt Aol

5 ARFellA] Cygnus A= BI=53] 5,883,964 (¢]st, ‘964 £3]) 9 u]=53] 6,035,027(°]
3f, ‘027 531)7}F 35 U.S.C. § 102(b) 74l 2AF #vfjide] T4 (on—sale bar)oll oJste]
Aok Aoty EFH AT&T oFe] AbolA = diE S35 elistA| ottt astdlom,
CygnusAte] Ju|d 8-8(trade secret misappropriation)o] @3t ALE 477 ¢¥kS
OlfF-& 7|75ttt FaH LS & ol oA HE oA AAdTES -85kt

1980t FHboll= YRt o2 ujmofix thE A7IE HASE h= 7497F L Hitfe] He-H
o} A5}k 19883 James Alleman(©]3}, Alleman)S Paragon Services International,
Inc. (o]3}, Paragon)E A#ste] H]-8A4F #okat 2p5o] WAst= AIARE 7hdshr] Al
o= “E¥ulA(black box)” A|AEE Eoto] THeRl=Hl, =] AR EEMA AJAR Y
e epelE Aufste] Fakeith, 27] A|AHlo = fAESo] EAEE 7HA AL AU o] %
James Alleman> FFEE Foto] EHEA 7|52 5o E S sto, A4 A3 HEE 55}
AHEALE AHES ST AFEARE 3ot B A A HEE YJEstal, AlA"S oY

& vl=uie] ARk sl 2] o] ARgARS FekE dAsHAl "t

Alleman: HFEE ©]&3 M (callback) Ao Wsto], 19929 44¥ 24 5359S
sklen, o= 964 53] 9 ‘027 532 50| Hr}. Paragon A= ©]F Cygnus A2 7HE
=, & Sl tisto] o] HaE A2 JallFAS A "ot ol F oA oA 9] &

£ (California BE2HH Y] Ad0 2 yslec)

Ol

ofl 2

20049 119 249 AT&T Ab= JHIY F-8(trade secret misappropriation)ol ¥k &+
of diste] 712443 & ek AR HE AT&T AR 71404 & okl 20064 1049
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L ooRAAS AT EG BHo| T2 BnEe uAsE Toke okluae AR X
MY S8R E 9 0 AeE Tl A5 wobseln, 20079 39 209 HAEWA Soizt
.

FaollM HilE2 Cygnus APZF HHE A9 A B diste] FaA|7]sh= A
2 Eo|Sgrt, 964 53 9 027 S3lo) GaAo] B AL Fukele] ARA wolEelz
o g st g 4 sk 1= Heritage Communications Corp, (08
Heritage)o|™, AR 9] oFA14d Q1§02 Ao] F=E i,

Fage B sl Ao WEE el u,

2 }Txﬁal o (2 J&%@Ml P Hg%% I ueE adEe EHJ B dges

Sl SR A, SAUA} S99l s0E e Y
3of ool

L [e]

R =
718 ekaL 6}04, T E}E FAAE Pﬂ%i B‘L*Xﬂﬂ o} Af—; e A2 oflzhe Ae ¥R
o}, wgb FAHYL Cygnus AFE iAo 2 F4FlS 28514 oot

el < F3oto] 964 53] 9 027 53]+ 35 U.S.C. § 102(b) 78l <A
HujAre]l FA](on—sale bar)oll ¢ste] Faetal BFFth Allemans F 539 AAY o]
S Al A" Hul5kgl oW, Paragon Abi= Call InteractiveAbel Aok Al Akt A<
2 Allemane] AZH o2 g WS AARE ALY ARSAE o2 93-S Filsta7] of
=oll, Section 102(b)ollAl #A3k= 870 siFstA = ot Tdsiact, A ot
A el BA-g 1-8skich

)
19
L

rE

e

rlo
(]
T
>
i<l

i)

Cygnus A= AR Ao] FGAn|d S-8(trade secret misappropriation)ol] 3t A3t =
27|17F JHES o] &7 7]Zb3E Ao EHO]—OI] 3r4A7] 3t} Cygnus A= 1990 Y] SWE AT&T
Aoke) BATANN AHEES o g3 B9l (callback) 71%el WS 318TAL, ATET AW7h
HEHon BUPA Bolhis AS ARl AR 199660) AA1e] [FE 2] A
2 Aelskstenta Fsk,

Minnesota 5H-2 9 ¢u|Y 8 (trade secret misappropriation)Z ©]-G% A|Adl=
399 47|17 FASH Ut FAM UL AT&T7} Cygnus AFY] =9 7]<&of H2d
U= AR S ¢F AR 2 AT&TARS] Z8 A8 FHAJAIR Atolofl A Cygnus A= FAHIE -8
o

.
o st R AL 2T & UASS S

[e]

T,
o
A

‘1> oM,



A3 7] % Hopd a4l

5. History Map

(1) California E-H-AHH<
A+712%

(2) A3 FAHY(CAFC) (2008-08-19)

Miss. Chem. Corp. v. Swift Agric. Chems. Corp., 717 F.2d 1374, 1379 (Fed. Cir.
1983)

Blonder—Tongue Labs., Inc. v. Univ. of Ill. Found., 402 U.S. 313, 333 (1971)
Odetics, Inc. v. Storage Tech. Corp., 185 F.3d 1259, 1275 (Fed. Cir. 1999)

In re Freeman, 30 F.3d 1459, 1465 (Fed. Cir. 1994)

Innovad Inc. v. Microsoft Corp., 260 F.3d 1326 (Fed. Cir. 2001)
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No. 83 800 Adept, Inc. v. Murex Securities, Ltd.

AP AR

800 ADEPT, INC. (Yi1—mg40l)

Stephen D, Milbrath, Allen, Dyer, Doppelt, Milbrath &
Gilchrist, P.A. (Orlando, Florida)

ki

MUREX SECURITIES, LTD.,
MUREX LICENSING CORPORATION,

TARGUS INFORMATION CORPORATION, and WEST
CORPORATION (3] 21—3}4~21)

William F, Lee, Wilmer Cutler Pickering Hale and Dorr, LLP
(Boston, Massachusetts)

il

iz
rO
oo
ne,
iz
1<)
N
rict

o
R e

AFFIRMED—-IN—-PART, REVERSED—-IN—PART, VACATED—-IN—
PART, and REMANDED

PLAGER

02—-CV—-1354 ( Al&aYA}F: —)

the United States District Court for the Middle District of
Florida ( FL ) ( DCT)

rE
o,

r

Zle2ok 9 AlE

k)

r

U.S. Patent No. Re, 36,111
U.S. Patent No, 5,588,048
U.S. Patent No, 5,805,689

35 U.S.C. § 271

B4, 29

AN




2. AHdui A

2 ARE 78007 F3F Au| o) AREEE 2eE ]l #Rt Aol ¥arel 800 Adept,
Inc. (©]3}, Adept)?} #3121 Targus Information Corporation (©]3}, Targus)= “800" &3}
[AS Yot AHAE AlFdhs AAYA O, F A= AAF R A|AE A 2hed
Wl sl 568 Aokl vt F A 1A HJEFA FRES AlFshs ARl A

S A5 AE A, 2 5 chasit

2002 Adept A= Florida SEX|9H oA Targus AF, 1 A EAF] Murex Securities,
Ltd., Murex Licensing Corporation, 7L 11709l West Corporation & A= A5 A|7]5}t
914. Targus A7} Algals Au|27t A Best = 7o) E5)2 Hafgicts 5_76}0]1:} T
3t Adept AF= Targus AP} Adept A S-S tiAto 2 E|HS FASHA Ao H
THAskAtkal 45kt Targus A= Adept A7 Al8-8k= AJH] A7} Targus AHF ET,-?E} 3:5,
512 Aafistatal vraE A7) skt

A2 Targus A7} eFej& 02 Adept Aol 5315 Fslist o, Adept A= Targus A}
9] E3E AR ¥ Eelse), ESH Targus A £3589 e F4H A ek Fadt
skt v Targus A= Adept Atoll thske] =g Ate] Fad 743 9] el st
513

AN

al
T shedch AL SSHNE olg 18 wnelo] WA AL shgon, Be k4 BT}
geistol Tyt welo) wARAS stk AurEAe WY wde] F skl AL B

= et Ssdsier Baste] S &8 24 wintgEE Frreke], AA 49 WrbEE o] WA
v A& skqleh, ESE, AR of| 914 Ak (exceptional case)®ll al@ak=Ht Adept Atel| o
U.S.C. § 285 +4oll &JA WS A} v-§ S sFGlTh,

3ff ¥

RS

35
TAUEE WAL U AU Y79 A4, o] 120
].

o

del 2§71 slch 2
SRR

o
>
)
10
N
i
flo
)
ot
)
o
o,
=2
r
ri
o
rr

AomA, QuHHOR FHAI} 800 £AE thola
S HFsh= FAE A sAHlong distance carrier, ©|3}, LDC) &
St S A|2El(Plain Old Telephone System, ©]3}, POTS) &2 &%l 10
tééw gieh, [P S A|2EE NPA-NXX-XXXX o2 o]Zojx|n o
=2 Jehfn, NXX & Z3H 35S vehdch
DE Fo7l 800 MES Fofo] Tlo) SN 2w Wi 4%, g AAE 15k Aol
], df AjHjA 1114‘7\}3% o3l o|FE upAIE el o]&skar Ak, F3HAF7F 800 AH| A

N o
oo T
1o oft



20094 1| ZE 3]

tfolod SHe 49, LDC & A3 Au|AE ABY 4 9l POTS A29e] MES A3} 3t
CF. o), 1% 800 AU~ WEE SAHE ek, EvHE AN AL ESAL 9
A3t RolH 71 7k - Folet,

DIl Adept A= 111 E3] 4 1 EERI ‘689 E5l& H 51l o, o= X5 1992
| 74 31944 E9S A dlol”HE st gt &F 53l(o] 0} Neville 53]) = “A&Ho=
PE A= g sh= ‘ﬂo}‘ﬁ FELE= A 2" (“Geographically Mapped Telephone Routing
Method and System,”) o] &3l #o F E3] 9] WAAE HYsltt Neville E3= 531}
9] 10 Ak2] ®lz o) 7|23t 800 &35 A Agh Aarel 2k sk WS 7HAIg

13191 Targus A= 2 7R 2] E3](0]s}, Moore—Shaffer £3]) & E-{-3taL Qlct, o]
Neville 3|9} Zro] F3}2te] 10 A}2] Mo 7]|x3ste] 800 F3hg A3 Ahof 295 st
WS JfAISEAL Qlth, Targus A= 800 B35 e¢-®al7] $lste] A RFA A28y Agsto]
225t Au|AE AlZStal ok Adept A= Targus AF7F Al8-81= IntelliRouting Express
AH]2 8l Location Express A7} Neville 5319] 6 719] 503 % 95| $5%5 =<
Moz Wastarty =5t

[*]

ofr
r{r rr

A9 Aol o] EE FELS “directly routing” ¥ ““assigning” o]t} £3|, %
Ao A AEo] EE HEEL IntelliRouting Express AJH|29] “AA|7F ZZ A A (real—
time process)” 7} Neville 5385 alish=A] offolt}, AHH Y-S & AR dsto] A3 Ol
Bl B Adept ARl 2|3 HA-S SHGITE Adpep AHE] 58] MBiE FAsH e, 1L
o laol ozt F i WS R QA Ao R QIR T AR H-E-9) S 3?‘2‘12”4,

Targus A7 HR T S5 HalE 2stec,

4, FaHL

rE
L

Targus AR Neville 5519 37942 A8t a7k waysh|de] Aul2 914 Aspiag 4
A9l Fobate] AshiEo] BFshe B WA ek F5AT Adept A= B3
WA ol Bl @Ak EASHEA s THEX] SR, ol ol Hlo] 2
of ehielEe WX TN JHssteka 2ashet.

FoUL Y 55)9) wel AL Foto] Y Solol sh4S FA| St Neville 5
S dolelmlol 2ol R 2how WL AFSSIol 800 BakE k9 Hsk: WL A
wryo] ApAE Aol mEw doleulol Al HH Aulx 919 HSAEE Z2te] A F
shato]l Fato A doleulol2st TR Tre] YL A FoIE Ay Wa, 17|
of AZTHE ALAR, ol50) 4L FI Ak A AN S 2L 712

3|
4
Sojzlt}, Neville 5319 850 B4 27 299 W #4e sashe A



A3 71=gord &

S aie BRAste], Targus ALl A4 Fop4e] AstiE @ 91xo] B Hu
7} dlolelmlo] o] I GTE, A~B L Auls Aele] T YRk 7 12 Auls 9129 A
SMEE TSt n2o] B doleulo| A EFIT Auls (G Fat WAy Aol
A, 20| 9Hsh A1) 917 AR DAt TAHH

FAMUL TA7L @ Targus A9 A At a7} B4gsts] Alo] Auls 9% Aetis
2 WAE Fopde] B AL TP Fe2 FAstact, Fabvt B I
ol B AAY o] MAZLOR o] Folx|7] WiLe], Targus Ae] A2HE Neville 5319

“assigning” B4 WEA7IA] G A0 ARSI, ol AR 2B}, Targus A=
Adept A2] B35 HashA gtk ARstgon], s A Ue] WAL wrlskie

5. History Map

(1) Florida &&=}

(2) A3 gAHU(CAFC) (2008—-08-29)

1nolg, ARty W SR

Omega Eng'g, Inc. v. Raytek Corp., 334 F.3d 1314, 1325—-26 (Fed. Cir. 2003)

Rheox, Inc. v. Entact, Inc., 276 F.3d 1319, 1325 (Fed. Cir. 2002)

Southwall Techs., Inc. v. Cardinal IG Co., 54 F.3d 1570, 1576—77 (Fed. Cir. 1995)
Symantec Corp. v. Computer Assocs. Int’l, Inc., 522 F.3d 1279, 1287 (Fed. Cir, 2008)
Intel Corp. v. VIA Techs., Inc., 319 F.3d 1357, 1361 (Fed. Cir. 2003)
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No. 84 Commonwealth Scientific and Industrial Research Org. v. Buffalo Tech.

L AR AAARRE

COMMONWEALTH SCIENTIFIC AND

o i
INDUSTRIAL RESEARCH ORGANISATION (¥x1—u]g}42l)
Daniel J. Furniss, Townsend and Townsend and Crew LLP (Palo
HarchE el
Alto, California)
BUFFALO TECHNOLOGY (USA), INC,
hvi| al

BUFFALO, INC. (¥]31—34%l1)

ool Richard D. Kelly, Oblon, Spivak, McClelland, Maier &
\ L 2l
Neustadt, P.C. (Alexandria, Virginia)

a4 WS 20071449 (L) (FEUAL 1 2008-09-19 )
ARG, Arar], ggwd
Fa4 Bade
AFFIRMED IN PART, VACATED IN PART, and REMANDED,
Faa] BAL BRYSON

7
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AR S 05—CV—-0053 ( AlAYA} © 2005-02-02 )

the United States District Court for the Eastern District of

A
Texas (TX ) ( DCT )
THE 3] U.S. Patent No. 5,487,069
35U.S.C, § 112
A
35 U.S.C, §132

ledoF 2 AlE AESA FAYEYZ

TaA A7 /[ B AW /




Commonwealth Scientific and Industrial Research Organisation (|3}, CSIRO)= T3
o) 24 Fpatelr|Tholth, Thoket 714 Rolol A SR V1% L S8 ATE APl 9
t} AU A4 LAN (indoor wireless local area networks, ©]8F WLANs) &ofof| A A3LE %l
W v, AE AR 2L A7 Ao ZATHE sht ool 44715 FHoR dAZshs

71a= NSk, $A7]e AAREE o8t YIEY A A8t FAIRIT

WLAN Al2d 7feke] QlojA 71a 2 dl £Al= $A7I9 =417] Abolof t5-9 HiARe A]21d
o] 2o Aotk o] A2 AUl FAA Aol Ho| RhAbE AlZrdo] Al
ZpolE il A7 o mEshe Al wliel] ARt olRt EAle v avE WHAIs] §

Aoz sfad = Ut 3 =

+
By
=
B
ey

so] ool AEHolAt A1
ey dlole) Hh =S S1EA]
CSIRO & 0| =53] 5,487,069% (0|3, ‘069 £5))& Batol, tlo|el maket A1YL

E

= 1= o

shedl golA] We Fuke Ade ol 8T A1de] ohe YRR WS WiEe ATy
3

& R
L =
T T

o the) AR ASTORM P4 BAE SO, Hole b S| B w3
Ashsint.

3. gAdd #

e

CSIRO% Buffalo Technology (USA), Inc., and Buffalo, Inc., (|3}, Buffalo)S At
‘069 5319 ot H3 Mg =0 %2 A7IskAnh AYHAS AP A &
B off 9 53] Hof o F AE $5ke] CSIRO o H4-5 <853tk a7t Sle AS
Tl A2 1069 59619 A 423 E 56} = A, 77 A AHlof| ARE-E = FAl7] "
715 skl dok, E3F AR 68% sl AlAES] WS Askar St

oot

3]

=
A~
n

Buffalo A= ‘069 E3]=
BAL st ctal 4514 9012 19954 7Y 39 EAS 3o, o= AlfARE: 71
fGate] ‘069 Edl= Fag=s FHolth Hx o= A ok A& st 3l
oA, 10GHz Rt} &2 Ful fjgo=z , B 31g-E Foto] oo WS AHAs)

5 Z
AL A A gA] of FLo) whrto|t), AWMU X2 YAIA 7| Aol &uf] AHEAF 10GHZ H 9ol
AEE ARESl= Al AED B W2 oS
& AAsH T
Buffalo AF= ‘069 £3]0] 49483, 56—603F 2 68—723H AaslAthe AFAL Holalgl
t}, Buffalo Al= A A 71 R5FAL Q1= “means to apply data reliability enhancement”

4 “means for interleaving blocks of said data.” F2& a|4st=dl 31, 7154 F4& 7]
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A A0l wol v Ashe] 42 st

35 U.S.C. § 112 = ‘=53] 4%}

fr
|
o
1o
-
N

It
re

= gl glo] 7152
FAT EE, olel3t /%54 BT 71AE HAA A Aesta

Saet fHoRA 7

e AT 4 U2 2l
£ H8SE T AR, AFWAC) G Gusolor Bekn VL, o)A LA A
WAe fAVL s AR 54 AT /A9 dold A B 15 Sus as
gk o, FAt e ﬂiu FRE 069 S5 YAHCNH AP Gl 7R} 5
s S7hEel gt BAsgt FAUAL o F gk

4, FaHAY wd

gayle HEHom Auee sl Beke dgstdrt 55 G ofRet waistel, g
WS A o A7ksstA] skl Beke AXsgich, E, Aol 069 S5k 17
2 B3to] Aushl BUol Z3E SAS HastArks DU AXSYL AT, FoH UL
APyt AR erel A Mo ASE AW AR 2GIHAA of o] tste] ATA
o thgo] 9le-e Selstent

WYL Buffalo AL AST AL HW714 28 Fotol THEA H2L AT 57
Wolg AFSHEA o, s MA7I&] 2FeIH 069 319 HUFNA AN TH 8L
£ 0% AAST QA ofRo] did AUTAL AT S AT FAT A s
A0 WAsh, $aE BESch tehd FaUAS el BE Agdel aAS w
7t Sgmastct

o. History Map

(1) Texas FAHHY (2005-02-02)

Scripps Clinic & Research Found, v, Genentech, Inc.,
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927 F.2d 1565, 1576 (Fed. Cir.



A3 71

1991)
Advanced Display Systems v. Kent State University, 212 F.3d 1272 (Fed. Cir. 2000)
In re Gartside, 203 F.3d 1305, 1320—21 (Fed. Cir. 2000)
Pro—Mold Tool Co. v. Great Lakes Plastics, Inc., 75 F.3d 1568, 1573 (Fed. Cir. 1996)

Cross Medical Products v. Medtronic Sofamor Danek, Inc., 424 F.3d 1293 (Fed. Cir,
2005)
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No. 85 Broadcom Corp. v. International Trade Commission

L AR AAARRE

& a BROADCOM CORPORATION (&4-¢1)
Robert A, Van Nest, Keker & Van Nest, LLP (San Francisco,
Al
California)
. INTERNATIONAL TRADE COMMISSION (1]3}4~<l)
o/

QUALCOMM INCORPORATED (Z7}¢1)

Michael Liberman, Attorney, Office of the General Counsel,
u] 7o g el United States International Trade Commission (Washington, DC)

Stephen B. Kinnaird, Sidley Austin LLP (Washington, DC)

Fad RS 20071164 (5E) (WAL} 1 2008-09-19 )
SEE ST RS

AFFIRMED IN PART, VACATED IN PART, and REMANDED

a4l AL BRYSON

AAAAH S Investigation No, 337—TA-543 ( A &Y} © 2005—-06—-21 )

the United States International Trade Commission(ITC) ( ITC ) (

AAHY

sEE ITC)

HHEF] U.S. Patent No. 6,374,311
Y 19 U.S.C. § 1337

g2 R AE AESAL HEHZ, AN

A s /o

2 AR ml= BAH Section 337(section 337 of the Tariff Act)o] A n|= A =
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R34 7)< Hopd el 428

Y39l AR HE AJZE|Qtl Broadcom Corporation(©]d}, Broadcom)< Qualcomm
Incorporated(©]|3}, Qualcomm)®] Section 3372 $4HIslo] Broadcom AFS] 57119 E3E Z
afigh YA =dstcta F4si, £ 93] g?S A&kt

B AT FAE = E5= o2 g

— U.S. Patent No. 5,682,379 (the '379 patent), U.S. Patent No. 6,359,872 (the 872

patent), U.S. Patent No. 6,374,311 (the '311 patent), U.S. Patent No. 6,583,675 (the’
675 patent), and U.S. Patent No. 6,714,983 (the 983 patent)

Alg] APz FA YA TA= Qualcomm A} ‘983 E5 S ST EZ R Section
3375 SNtel o< ‘%Zﬂﬁ}?‘it}. ol#|gt Ao 27t €I = Qualcomm ARS] 7]A
gl (baseband) ZTEAA HE EaAsHe A +9e FAtE 29 F4 WS W
th. Qualcomm AR} S WMEAD AR A 2QAF W AH| A Al FASS ol fl¥d]e] 4
Aol &AE A|7|5FTE, o3t &4+= Kyocera Wireless Corp. v. International Trade
Commission, Nos, 2007—1493 et seq., Ao &2 WalE]o] A x| gt

311 53] % 675 539k wHdsto] =4 P WA= Section 3379 NS LS
th. Qualcomm AF2] FAlo] sl = 535 HalshA] GFetth= Aol §193)7F 4 AT
o H|sl TS AETt ¥, Broadcom A= 2 FAE A718H3Ich e 311 %o%ﬂ
3k 9]¢13) o] n A AAHS oL SEAAIRE, 675 5310 ek viys w2 i uhrlskal, AR
< EsH

ri; Mo
r—'- ["_‘:-_1‘ - ;01

3.

e

A

e

o g

i

311 55j= AEEA UER A et Ao=m=A, HuEAMI e Hud =7t Hx/Ad e oA
2551 317] $5te] Huld k=0 YEYA AN A EZJAEE HZ F7]F(synchronization)
sl Lo el Zlo|ot, dhg o] AAs Ao oatd Huld Lol AYS Yg]a FXAE
(sleep node)oll 5012 4= glom, olafgh FAIH oA HEYA A2 ZUEE= YAHORE
FAVSH == A HAXE A 4= Ut

FANE 5718 B Aol A MEYS o2
A wEl WA $A1E 1stel AB Aol &

=2 O

Ik, dIET a2 melEo] s

£ A RS A5 Aeln, F4)
[¢]

A AR EE wAIA = AEF A7 ASE & Huld =Eof] AgE Aotk Broadcom A=
311 E3l9 A3 13, 168 9 T4 HalE =481t
Qualcomm AF] FA1 FAl #ZE(O]8}, EV-DO)Z AestiL Q= Al 3 Alth 74 HEH =4

oAl A MEA] A2tE = HAS A3 F9l= S5l siggttt= A °] Broadcom Ak
o] F#Foltt, EV-DO #F2 49| “Connection Layer Protocols’& A23to =2x guld
I HEYATIS 33A4L SHESE 7|Lolt)t, B AbAY A EE 22 EZL2 Connected State
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20094 U]EE 3]

Protocol” and the “Idle State Protocol,”@|t}, Connected State Protocol & Eju]do] A&
Aol = Aol HESH AL} Hudite] o282 +4gtt, Idle State Protocol <= B 1|
ol FAFe ) = Aol HEYA} gudtey] 4o28-S g3ttt

EV-DO 3#:=9] Idle State Protocol FA/dHjolA HELA7} AHE o] Soj7 == 5}
7] Yo, EV-DO X3S JfeHsla Qe YEQ L PoHow 311 5|9 J13} 13 2 16
S Zafgtet= Z o] Broadcom AR o]t} Broadcom AR= Qualcomm /\}-J WAl
g S Fakshe A A sl ol sigettal F=skich, E3F, EV-DO 31 #Egh
Qualcomm AFe] THIFEO| A= SERGE FAGTH A PATAE -G E
G SA7E SESHA vk AR E FAg skl

O

SEslel wasto] A 3A7F ALgels BV-DO %& HEQA 378 158 A 9
ot ST, BV-DO HES ASSIETt e A4 wee) Sofrke A AAA
(e}

rom), melo] s = At BB fEHE LYt

1-)

675 E3]= FA Fakr(radiofrequency, RF) A|19& S48k 3|20 33t Aolth, RF
Ald F44l A= A RF /\]1 Fubae Hop " W EH o] Fubpol A AlZIEd 2 FE
AsEs JEE Z2AETT B2 g9 Fuke Al1ES dubd oz 7]A ) % (baseband)
AlZrdofekal gk, webA, RF A] d AEo L 7AY S Al1Ede w2 TR g}
© HEE dag ot ol2lRl 7]5& F¥shs A4S YA (mixer) E= 27| (modulator)2kil
gt

RF $417]= ARH4 22 phase lock loop ("PLL")2}L 8h= SRE ARE-8h=H], °IE ©18-3}
of eAddolE AldE WAL, PLLOl= H8® 7I& AIERE ¥ eAddoly Alads
HEAIA)717] $J8Fe] voltage controlled oscillator (*VCO”)& ARSI VCO gain ©] ¥HAY3H|
=), o2t gaino] YT T 7HAIA Shethe wAZE AR o3k A “gain
compensation circuitE &3] sjA2& 4= i,

-

3

o
=
il

o. History Map

(1) vl= FAFG AL (ITC) (2005-06-21)

A
FIFAYY

(2) QY3 gAHU(CAFC) (2008—-09-19)



A3 7=

Jrolg dRuly] @ iz
6. Q1-8ALA

Allied Corp. v. United States International Trade Commission, 782 F.2d 982 (Fed,
Cir. 1986)

Finnigan Corp. v. Int’l Trade Comm'n, 180 F.3d 1354, 1362 (Fed. Cir. 1999)
Corus Staal BV v, United States, 502 F.3d 1370, 1378 n.4 (Fed. Cir. 2007)
Hazani v, Int’l Trade Comm'n, 126 F.3d 1473, 1476-77 (Fed. Cir. 1997)

403



L AR AAARRE

o i

dadiz| el

<

AP
7l&2oF 9 AlF

A

2. A

404

No. 86 Broadcom Corp. v. Qualcomm

BROADCOM CORPORATION (¥i1—3]g42l)

William F, Lee, Wilmer Cutler Pickering Hale and Dorr LLP

(Boston, Massachusetts)

QUALCOMM INCORPORATED (3] 11—3}4:¢l)

Evan R. Chesler, Cravath, Swaine & Moore LLP (New York,
New York)

2008—-1199 ( ¢wvt) (A YA} 1 2008-09-24 )

Anelg, Ayuty), B5ud

AFFIRMED—-IN—-PART, REVERSED-IN-PART, and
REMANDED

LINN

05—CV—-0467 ( Al&LA} © 2005-05-18 )

the United States District Court for the Central District of
California ( CA) ( DCT)

U.S. Patent No, 6,847,686
U.S. Patent No, 5,657,317
U.S. Patent No. 6,389,010

35 U.S.C. § 271

FohAs, FHEA

FTFAYY [ ATUSHA




R34 7)< Hopd el 428

H AFA-E Qualcomm Incorporated (©]5}, Qualcomm) 7} SFAaA| 713 AFAS 2 A, A HH ¢l
A

q]
uj A1 91-8- Broadcom Corporation (©]3}, Broadcom) ©] 433111 Q&= n]=+ES] 6,847,686%
(013}, ‘686 E3]), u|=2ES] 5,657,317% (0]8}, ‘317 £9]), v|=ZEF] 6,389,010=% (o]3}, ‘010
£3])E Qualcomm A7} HaRictal s}, Jrujdgsy waskoict.

oAU AP AL 686 5319 H7F 33 AT Yol 0FE Wskgon, toprt
Y 9E Taol AU BEAGT, S, ARAS BT Selo) FTUelE o4
Sedl 9ol 2518 WSl oflsiston, 317 S5 9 010 B34l fiad v o ol
Se S wE AYH FA7F EAATh Bestgch webd, 317 53 2 010 S5
WAL 1G5k, oloh TAT MjYAAS gt

Broadcom A2} Qualcomm Ab= FoiAs} HEAQF 22 Fof-g T4 AR AFEE =
A A AR AA O Rttt 2 Faqlat dEske] Aol H 7|eS Fidst ES i*“’ﬂ
Aol A 34 2 HlolEEAl 7 THsks Ao RA, o|EHE A3 At Z|A Y ZEAA
Aot 7| A Z2AA YL Foidste] 712421 T4 753} ok, e, HEn|
o], dgioJg AE E 7|2 oj&e|AHoldE 7HssH gttt. Broadcom AR} Qualcomm AR7}F 3%
mfsh= Al 3 Al A 2 oo} A3t AFEL 7| Al 2 At A AFES WA o=
71& FEESEH <4 (code division multiple access, ©]8F CDMA) 2 GSM(global system
for mobile communications) HW4l2] thA|ZA], CDMA 4]0 A= CDMA2000 7|<o0],
GSM 4] disliAl+= e CDMA(WCDMA) 7]<0] o]d 3llgal= Aol 3},

T Al 3 AIY 7ee AR 28EVHEE 7Ie2A, FHE B o A3 AH|A AR

T ®F 7leF shuolvt 2k s AA S, AR, & %2 7e2 Al 2 Ald 7]s2) Bl
sto] HEm|t]o] ¥t LﬂE%ﬂ Al FofollA g43t 7154 7H= Aol%ltth. Broadcom
Atel £3 A7t EAIE AE-S CDMA2000 ¥ WCDMA ¥ mF xgsh= A 3 Ald vE
o}t Artsto] FeEo| A 2hgote s AAE Aot

FEA7} ® Ao @ 4= Qualcomm AR AZEY O] o]5 Sprint AFR FE glo]AllA
Hofth, Qchat> CDMA2000 WE A #4719 7|52 e FARE di3h7] 5 (push—
to—talk, o]} PTT)< 7}t &ttt Broadcom AF7F Al 3 At 3 Aol vpAI R & AT,
CDMA20003} &3k A& wlishA] gisrem, 539] nl=A|AolA= WCDMA 3 & A%
4 PIT 7]5& Alsdte 3 T AEE Al5skA] &t

Broadcom AF2] ‘686 Ed= T A XA FHA ¢4=7]<%E(video compression
technology)dt BWHAL 2=t EA7) H= A3 A1) 330 2 A, AL} 13190] &3}
o], tR|d A|1Y9 ZZA|A|(digital signal processor, ©]s} DSP)e} #&H3sItl Qualcomm
A}sq WCDMA @ CDMA2000 7| At Z2A A Alo] F18 380 As|34-S gt} ‘317
5ol AR U FRA7E ARESEo] the A YIEH A SAlol Rold = Q=
714 AlE3th 010 E3= AR g2 g Y9Z(bandwidth)E 2= F 719 Y EYIE A9
© 2 A& (coupling)sh= FRE 2 M| 7|1 Alwdict
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73} 13}, 63, 99 W 123 W 010 E3]9] H13} 13}, 23), 38 2 73} o thahed, Todzt; 3
2 gkl Qlold, AW 9 fEY} At BAstch EAT B g

Hyake wao] slgsiA eretha wekellth. Heo] Qualcomm AMs 443t BTt 379
ol 31914 et AWEnE, ek 23] Gl ujak Melo] Qlrki vt

B 39 BTG 199 FHYORA, bt ol J1 sk gie,

A digital signal processor for processing a multiple frame video digital signal,
comprising:

a DSP controller,

a plurality of processing units connected to said DSP controller for processing said
multiple frame video digital signal; and

at least one storage unit, wherein each of said processing units is connected to at
least one of said at least one storage units,

said DSP controller controlling said plurality of processing units,

wherein said DSP controller, said plurality of processing units, and said at least one
storage unit are on a single chip,

A RS s Aol Al “global controller” off thslo] Agskar QLA QkAITE, “DSP
controller controlling said plurality of processing units” A3 Z]A o sl “The
DSP controller, either independently or under the direction of a global controller,
distributes control instructions to be executed by the plurality of processing units, A
global controller is required.” #}al 3fj4l5te] &3 7)%53} global controller o 23t 7]%
Sae Agalo s,

o3t AL it H1Lgo] Yol A=H the Texas Instruments TMS320C80 chip
and its documentation (“C80 chip”) A&l oJdiA EF] QAL o Ad7lsAo] EAEE B
Rolgit}. olo] tatel Qualcomm ARz WAIA uhEe] AMgh AL Fsto] DSP ¢ global
controller = FH3| FEE o] glor], 7ol EAH R AFstiL U= ArdE 7% o4
| £&5h= A 277F okl A A5k e, a9 o243t Qualcomm AR =4S HHob
=3t

2
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A3 714 2opd W38

A A AR S E35}o] global controller ] 7H5AS 1183t QA ko, ‘686 E3] 2] A
o 3% @=A] DSP ¥ Aokl vk Aol ol#gt F3F 714 ol thste] 28 T+
Fg ISt SfAole @F7F Qlokal ddekit, whebA, gAY “global controller”
= EZ3dste A oA FES A5k, ol &5 siAel FAT A+ Faud, s

(317 E9] )
317 E3]of| A M7t BAE A2 L 19 63, 9% 9 128 ojtf,

A radio unit for operation in a communication system having a plurality of RF
communication networks comprising:

a transceiver capable of participating on the plurality of RF communication
networks;

a memory device which stores a plurality of communication protocols, each
communication protocol governing radio operation on one of the plurality of RF
communication networks;

a control processor coupled to the transceiver and the memory device, the control
processor selecting from the memory device ones of the plurality of communication
protocols to enable the transceiver to simultaneously participate on

corresponding ones of the plurality of RF communication networks; and

the control processor managing the simultaneous use by the transceiver of the

selected ones of the plurality of communication protocols,

Qualcomm A= ‘317 E9d]of FFH 9] a4 =AY “Simultaneously Participate”™&
o] 9 “network” g-o] iAol ZAI7} ekl F43H3TE “Networks™ 801 a4} ¥ A=,
Qualcomm A= 3807} Z2EF(protocols)olet= oJu] Hihs H429] YEYA A|(a
plurality of network device)g}il a4l =|ojof 3ttt FAsF9th SFAH AL Qualcomm Ab

o] & A9 Gofoll dig siAoll oA =42 widY FZo] WHAL o] Aled A=

ZA 2 Aol it ek ofn] 7] H oy de|2hal deskitt,
(010 &9 )
AR 010 59819 F% 19, 2%, 3% 9 T ddsto] A e de A9

Aal7t dgickn wasc
‘010 5319 A3 132 oh33 2,
A telephone for use with a first network having a predetermined allocated

bandwidth and a second network having a variable bandwidth, the telephone

comprising:
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an interface circuit that selectively couples to the first and second networks, the

first and second networks operating substantially independent of one another;
a user interface;

processing circuitry, coupled to the user interface and the interface circuit, that
directs the interface circuit to select one of the first and second networks;

a microphone capable of being selectively coupled to the first and second networks
via the interface circuit; and

an analog to digital converter that is coupled by the interface circuit between the
microphone and the second network under the

control of the processing circuitry when the second network is selected;

wherein the processing circuitry responds to the user interface to determine which
of the first and second networks to select,

EA7F H& AES QChat PTT 7152 zH= CDMA2000 &t Asfo|c}, & 7]&S A8}
of FRHS} AHEAE BEY 5463 715 JEHUE o83 PIT 7lsS *da“?;} T ‘zlf:}
QChat PTT 7|5 o|&3dto Fojdst= FA7|et T2 7|5S 27| €rt. Broadcom AH=
st719] AHgAEO] ol URt 35 A3t AU AEs 4= QEE FoEMN, & oMW
s Qe Al 9 A2 YIEY A sAEE S5k vkl AT A Y o)
gk Aol AlEH FAA R ste] Fws] A E AL wsto] A4S HrolE it

o 3o

4, oo Hd

Gul e
Qualcomm Ah= 2ol of Al W bdo disto] AR 715kt Broadcom A=
Qualcomm AR} Z-& CDMA2000 Aj&& ;ﬂl}_z‘& Z1o] olye}l, WCDMA A&E& AJASE #Hojm

2 e a7lo] “BT BrsE o 2] sjgehA etk 245kt Braodcom Ak
7} Verizon A¥e} A Agk ol Alokat Beleke Hshol ther 4 BARE ojn] o]fo] A1
olgieha Zgahgiet.

78 4 e &89 DA (Trreparable Injury”) 8% ##sto], Qualcomm Ab=
Broadcom AF7F CDMA2000 ¥ & AEL HujsiA e bk, wu A2= Al$x] orgrct
3 FAstR o, £33, Broadcom A= PTT 7% ## AlES AEsietA odeka 343}
@‘EP Broadcom A7} Verizon AR} A AL efolAll2 AloF EJE %?“% ? %i_ &l E A

= vl AdolEtal sk FAa e B 4 gl
S o] A5 AA| o]Q]of gholdlA slEtE Pl WA

fr p x
A —{>
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o 4= lekal Al ek, Qualcomm AR7F Broadcom AR S3|HEE 7]5& 3tk
CDMA2000 & #ujsl= AL Braodcom A7} WCDMA £24& nAgal=t] &35 A3

ot st

HEAF A A3 LA Z 29 B ("Lack of Adequate Remedy at Law”) 73 He3}o],
Qualcomm A= Verizon AF}S] 2holills HARS: B4 4 F Q] £l RAME AT =3
SoITE, FLHULS Verizon ASe] 2lolis BAL 1A B AARAL 3Aeke] B4
Al grolAdlA GAfol ALl JaFES 7R Al ¢ e ™, Broadcom AR RA|A o] la} of Fhul 4
o 9]t Qualcomm AFS] &A1 vl W= AL Eoju|sittal XAt ch SAHYLE o3t o
ol A s f7dof thgh A weko] @771 glokar 3qiet

=

329 ©1¢|(‘Public Interest”) 8747 BaAste], AYPYAL S5 BEFHE o] UuA
o O o]0} wAshs AUATE 010 3ok Beste] ZAA ATy WARAL
el 2o 3o oloe sjg 4+ o, ‘317 53¢t Baistel A4 Y B Agst o
L UEYS D WEA ARG HGFL 1A S ek AFSYE A, FaUUS
sunset provision 2 §3to] ol ej3t B3 WS GaAA 4 ek ey, e )

A7 wel BAZ ek sk,

5. History Map

(1) California =HAHHY (2005-05—-18)

Cybor Corp. v. FAS Techs., Inc., 138 F.3d 1448, 1454 (Fed. Cir. 1998) (en banc)

Ventana Med, Sys., Inc. v. Biogenex Labs., Inc., 473 F.3d 1173, 1181 (Fed. Cir.
2006)

Nystrom v, TREX Co., 424 F.3d 1136, 1149 (Fed. Cir. 2005)
Phillips v. AWH Corp., 415 F.3d 1303, 1327 (Fed. Cir. 2005) (en banc)
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No. 87 Lucent Tech. Inc. v. Gateway

LUCENT TECHNOLOGIES, INC. (¢31/9k45] 31 —-3F42])
LUCENT TECHNOLOGIES GUARDIAN I LLC (RF43]11)
MULTIMEDIA PATENT TRUST (a1/%FA 3] 11)

Richard G. Taranto, Farr & Taranto (Washington, DC)

GATEWAY, INC., GATEWAY COUNTRY STORES LLC,
GATEWAY COMPANIES, INC., COWABUNGA ENTERPRISES,

INC.,

GATEWAY MANUFACTURING LLC (3] 31/59FA9137)
DELL INC. (3]11)
MICROSOFT CORPORATION (T]31/8F 9 71— 2 ol g} 4 01)

B
John E. Gartman, Fish & Richardson P.C. (San Diego,

California)

2007-1546 ( €&H) (FALYA} 1 2008-09-25 )

GERIES

AFFIRMED

PROST

02—-CV—-2060, 03—CV—-0699, 03—-CV~-1108 ( A&YL=} : 2002—

10-02)

the United States District Court for the Southern District of

California ( CA ) ( DCT )

r el
r
|
ol

U.S. Patent No, 5,649,131
U.S. Patent No, 4,701,954
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35 U.S.C. § 271

e

71eEoF @ AE  glolEEAl, AHAz
FHAH FE2 [ ATHEA /

2. AtAuA

2 AbA-E Gateway, Inc. (©]3}, Gateway), Microsoft Corporation (°|8}, Microsoft) %
Dell Inc. (©]3}, Dell)9] E5|A3| AFAS 2 A], Lucent Technologies, Inc. (©]3}, Lucent)=
olg HiLE HHE AA7E 2551 Q= F Y E8E Asistdntar a5 Al7Iskeieh |
A2 1,538,056,702 Gl Eot= ol W Eofjuld BHE-E iRlon, A e o
9 &sfjufide] gk IMOL A& Wrotso] A& Zdst3iTt.

AR 2 skl E3]of qlolk
] s hcto] gt JMOL Q18
gk v, 2 o] A S Ql8skit

rl

“absolute hearing threshold” &= ¢I7to] && =
“masking threshold” = th& &g|7} 2A5k= 4$ ow3gl &7t &

James Johnston ¥ Joseph Hall & 198843 &% &9 07/292.598 (o]3}, 598 &¢) <
WA A, o] 5L FA] AT&T Bell Laboratories (0]3}, AT&T)o| A ZL538taL QUicth o|&
=53] 5,341,4575 (o8}, 457 E3]) o] Fedgatolty, ‘457 5= 598 Y9 A%
dol FHE Y=ol SFE T 457 559 HFY2 fAE et wdE dEsh=s W
& Hslal =), 997]A] “masking threshold” & W3iA]7)=d AFRE= E7F(“tonality
values”)©] ARE-Et},

oE v rjo nk

1. A method of processing an ordered time sequence of audio signals partitioned
into a set of ordered blocks, each said block having a discrete frequency spectrum
comprising a first set of frequency coefficients, the method comprising, for each of
said blocks, the steps of:

1M



20094 1| ZE 3]

(a) grouping said first set of frequency coefficients into at least one group, each

group comprising at least one frequency coefficient;

(b) generating at least one tonality value, each group having an associated tonality
value, said at least one tonality value reflecting the degree to which said time

sequence of audio signals comprises tone—like quality;

(c) generating at least one noise masking threshold, each said at least one noise
masking threshold being based upon at least a portion of said at least one tonality

value, and

(d) quantizing at least one frequency coefficient in said at least one group, said
quantizing based upon said at least one noise masking threshold,

B7G 572 Zzte] BEo| MESR YEF 4 ke FS A on], 37F 108
H7F 194 PUOR Az 4 ok FUAAS PPt e

flo

1994 o] &% v|=+538] 5,627, 938§ (o]3}, ‘938 E3])= 199240 &Y% E35 ¢4
A dlolg& 3}ar It} Johnston & ‘938 E3|9 §AU3E Hgatolr) ‘938 Edl= AH ¥l

2 95to] EZF(tonage value)2 AFE3F= thAl masking threshold ¥ absolute hearing
threshold & AH&-3lH, Q3 | E&(bit rate)S A7]9I5to] vhE 1G-S A dYgict,

20064 49 ‘938 E3]& u]ZE3S| RE 39,080 (o]3}, ‘080 £3))E $Jste] £7|= i}, o] o
gollAl A% 266% AR E | A A AAEo] AR o] ‘080 Edl= 598 Y9 d&E
oz LAY A5 Hek 1988W AT&T Ab= & 3]AFel Fraunhofer Gesellschaft
(o]3}, Fraunhofer)ﬂr Joint Development Agreement (©]s}, JDA)E A AsHA =},
Fraunhofer AH= HAY 943 ¥ 7]$S {3t it slAtelnt. JDA Aol 19894 4
¥ o)A AT&T AF B Fraunhofer Ab7} Ex& o2 7jubsle] B 96la Q= 7|4 (“Existing
Technology”)+= 2+2+e] FJAtol FHE = AR 435k At

Existing Technology is the results of work relating to Digital Audio Coding needed to
cover ISO work done by AT&T's Information Principles Research Laboratory and FhG
[Fraunhofer]| at its AIS (including the work of Mr, Brandenburg and his colleagues at
the University of Erlangen, cooperating with FhG/AIS) before the beginning of the
Period,

Existing AT&T Technology is described in Attachment A (papers describing technical
information) and Attachment B (patents and patent applications).

Existing FhG Technology is described in Attachment C (papers describing technical
information) and Attachment D (patents and patent applications).

Aol ols) AurE AiEe T35}
3

T3 19894 49 o]F T & o7
3 9 ol Wto] mahElo] gt

[elre)
o] 7)ol = okzbo] H|EH A AHE-H

fy
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All New Work is treated as joint work. The intellectual property rights to that work
will be jointly owned by AT&T and FhG [Fraunhofer], Each party has the nonexclusive
right to make use of the results of New Work (including intellectual property rights),
and may grant nonexclusive licenses to others to use the results of such New Work,

JDA 7} Aol 1990 84 30 whEsh= Aoz HoUARE, Fok 713 A= A

1989y ZHF F5AF1LE £3589 Johnston ¥ Brandenburg + AFYESE ISO 11172-3
Audio Layer 3 (¢]3}, MP3) 7Y 7|2 A5ttt 1997d 71A] Fraunhofer= MP3 754
of Tk AZE oS st o, Tl FAte; MP3 AZEQ|o] W 53] ARgof 3t
ol AlokE: AZsHLh. Microsoft ARz ALk} S nlejol Zajojofo] MP3 uHl& 7k}
A AT 19979 Microsoft AF= Fraunhofer® HE MP3 TG AZE S 95t T}o]
A2 Aok AZstel, U uleo] Beojojote] BaHg shasiaitt,

20049 Microsoft Ab= % mlt]o] Egofo] ARgof glo] Qi H iy AZECo]
o &3t Fraunhofer® FE HEo] glo]AlA Aok AAsIAct ¢lFGE= 1&Ql5
encoder) ¥ 1ZZ o7t (High Quality encoder)E EZ5Fs= Aolrh, EZ AT (High
Quality encoder)qto] ‘457 EdjofA] R E dl= EZ}(tonage values)E AF&3IT) 20064
F8F Microsoft Ab= = uw|t)o] Egjo]of 11—‘% Hﬂié}%‘\%ﬁ] o7]oll= LEFA Q1A E (High
Quality encoder) 4l 124913 (FAST encoder)E ZgHakal e,

3. g4dde #a

i

2002 Lucent A= Gateway A& A2 EFASE o] %2 Virginia SFE A HHYo| 4

A 715FA, d A4 California BHEA|HY O 2 o]|£5 Q0w Microsoft Al A%
7}0}01] Lucent AFS A2 golgbAd-S A1AE9 T 20039 Lucent A= Dell /\}ﬂ A =2
ESAFE o] G2 Delaware AH Yo A5 A7|5t9 Y. i 242 California B5-A]H
08 o]FE Yo, thE ATt HRtE Qe oFAlm A I E = A ES] = 5719 1—%0
Lo AT

20049 A 457 5519 F ] At B WES Welth [ Lucent Techs.,
Inc. v. Gateway, Inc., Nos. 02—CV—2060, 03—CV—-0699, 03—CV—-1108 (S.D. Cal. Feb.
25, 2004). ] 20069 °lli= 080 53] A9 afAzt BaAg WS Witk 2007d = w4
A AelE AR 457 Bol0] e 17, 53, 103 % 080 31 13}, 33, 43l T Wallol
7l Baojio] ik #AE Witk v Y Microsoft A= ‘938 53]9] Ao 19894

49 o)F o) AYH FEATZ FHH=A ARS JFoHA] ket wASEL,

i) rulru

o_][

1l

i e o7k EA == el diste] 7o el 2 F=AAE st on], EaRact
AT BE -2 grolso 2] okoktt, w4l 1,538,056,702 EEof Eoh= wigTHE S
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Wtk ol MP3 Q1Y 71%5S 2 AA AHE /A 0.5%2) 2AYS A4 Aot of
F AMPEYS IMOL AHE WolSgom, 457 55]9] 18, 53 9 103 that Aalol w2 %
gstgon, 080 53] Wslel B BTE /125,

N
at
-3
Am
Qb
o
=)

T,
%
>
rlr

N
ol
rE
(o

lo
T
jakad

e
flo

o
T
oo
—
ook
we,

Ut

ool
L

™

Ol

g T
il

FIFHoR AP S &sfjddof I3 JMOL = M2 AeS Eoloh AU b4l
9] 0.5% 2gE A& AR vk A7 glokar 222 x| kit
o] At} 18+ 9 382 Existing Tech o sf@slA| W, A48t 28 W 432 New Work o 3
ottt skt A YLS JDA 9 d4]S E351o] Exist Tech+= 19899 499 o] A AT&T
A} = Fraunhofer /\}Oﬂ ols A 7 7eE Qulst= Ao® Agojuo] lokal BTk 1989
d 49 o)A EX|7]e g9 = 7EL T HArZ YA Existing TechnologyZ a4 gt
qHek ob R A7} %i‘:h— Heskdct,

5. History Map
(1) California EH-2HH L (2002—10-17, 2003—04—08, 2003—06—02)

(2) =334 Y (CAFC) (2008—09-25)

Innogenetics, N.V. v. Abbott Labs,., 512 F.3d 1363, 1378 (Fed. Cir. 2008)
Cybor Corp. v. FAS Techs., Inc., 138 F.3d 1448, 1456 (Fed. Cir. 1998) (en banc)
Phillips v. AWH Corp., 415 F.3d 1303, 1312—17 (Fed. Cir. 2005) (en banc)
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No. 88 Kyocera Wireless Corp. v. International Trade Commission

AP AR A

o

EL

Azeyeiel
vl al
o) e el

Fadl s

a4 BAUE

KYOCERA WIRELESS CORPORATION,
QUALCOMM INCORPORATED,

MOTOROLA, INC.,

SAMSUNG ELECTRONICS CORPORATION, LTD.,
LG ELECTRONICS MOBILECOMM U.S.A., INC.,
SANYO FISHER CO.,

T-MOBILE USA, INC,

AT&T MOBILITY, LLC (formerly known as Cingular Wireless,
LLC),

SPRINT

Kenneth W. Starr, Kirkland & Ellis LLP (Los Angeles,

California)

INTERNATIONAL TRADE COMMISSION (3] g4:21)
BROADCOM CORPORATION (%7}21)

Andrea C, Casson, Assistant General Counsel for Litigation,
Office of the General Counsel, United States International Trade

Commission of Washington, DC &

2007-1493, —1494, —1495, —1496, —1497, —1498, —1499,
—1514, —1573,

2008—1004, —1009, —1010, —1012, —1013, —1015, —1018, —1019
(H3H) (H2YA : 2008-10-14 )

ARG, YR, T

s

AFFIRMED—-IN-PART, VACATED-AND-REMANDED—-IN—
PART
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a4l TAL RADER

KAAAAH T Investigation No, 337—TA—543 ( A|AYUA} : 2005—-06—21)

the United States International Trade Commission(ITC) ( ITC ) (

%/R]H—l%}_
o ITC)
U.S. Patent No, 6,374,311
P ES)
U.S. Patent No. 5,754,250
Y 19 U.S.C. § 1337

g2 R AE  AESAL HEHZ, AN

A A7 /A /

)=t A9 3] (International Trade Commission, ©]3}, ITC)= Qualcomm
Incorporated (©]3}, Qualcomm)”} Broadcom Corporation(©]3}, Broadcom)7} 453+ 0]t
53] 6,714,983% (o]s}, ‘983 53))E Hsfstaictar A4st3ict. ool tigt A=A, ITCE
FES xTot= AE U TREAAES e R AF =9 287 (limited exclusion order)&

WA

Qualcomm AR= W2 3kl 4005 BF Qualcomm ARS] IO 2 A AgE 429 FX]
Bl el FA A AlxdAER 23] Qv AR - SAE P Y We =%

o] He7F WA, Broadcom A= Qualcomm AFTHE: tAIALZ A A2 it}

G2 AL ITC 7 Broadcom A9 S5o141 450l =t golside] 2A7 glgio

CmmmMM%%@$WMWﬂ%ﬁ&%w@Hm4Amth&,
AN AN gpch AYE AU, AT, VA 2L 48Tl o] 2
R Sl Bekeel, ol AL whv] Ao, Az
Aol BEol daiil Ad +9 FAFIL W 4>%Eﬂ§%7RVH%ﬁh@i%%
o AT 9 FABFS w15k TS

of et

o

(e

3. YA

Broadcom AF2] ‘983 53] Sl HIEHIAIONM AHgH e a3 o]57Hse HlolH
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A3 714 Eobd T4 ZH A

Z2AA Eu)d (Modular, portable data processing terminal for use in a communication
network)"& o] g o= gttt G S5= FA UEHAL} A 7hssid, HiE e
B AsH] oA 4 A9 REo Ak AEshe et HEE AAE FekaL QU
A ele oS Aot
One or more circuits adapted for use in a mobile computing device comprising:

a terminal adapted to receive battery power for at least one of the circuits;

communication circuitry comprising a reduced power mode and being adapted to use
a first wireless communication and a second wireless communication different from
the first wireless communication to transmit data to access points, the communication
circuitry reducing power by controlling the frequency of scanning for the access
points; and

processing circuitry arranged to process data received from the communication

circuitry.,
oF GARFE A7) theol Z1Ael tht sl Bste] chEGI)

“a first wireless communication and a second wireless communication different from
the first wireless communication.”

ITC 3% ZATAFE B Bro] 3|41l Balsle], FAZEAZE Aro|gte] AE Ei= 7|20 t3)
A Fedslaa) ekt Qualcomm A= Y 5519 “different” 7|A+= 71&3; Hste] |7
BRI s 22 5 v FASkleh ITC = “different” 8012} #Hsto], “F 7€)
U SA S AdeTshl ole Ao = A sk

ITC & E3]H3 o5} #esle], Qualcomm A= Broadcom AR ‘311 £3] U ‘675 £3]
= sliskA] okehar 245kt shA|ut, ‘983 5519 #Hsto] Qualcomm ARS] & A =
75 dttes T2 2 ¢ S Fskal 983 5515 Meliskitta A4kl

S

Uol7h, ITC & Qualcomm AH= &FALS] 28 53to] A 39 A=A E515 A =
2 grsly oty =AY A4S sk o= AAH AZEY o] W Qualcomm AL
mubel AR 2 3 5= Q7] wE Oler

afjoll tigt =29}
3 43, 8% 93 W
714 iiﬂﬂ A FE

Y X0
o H1 -

L A%

d EE PAS Ealen Qs FUE GEA @ PDA & Za 48 B4
AR S ke o3 9 Aotk oF 3 Ei WAL Qualcomm AL A E 9jFEH
Aol A0 Al Kyocera 4 2 48 4 4R AZSPISE 27 AD £33
o] tarolgic}. B Qualcomm APE AZE A& Fofstel Bkl 541 Ao Agste] o
=02 $=905kal Q= Ago]7] wfjFolth AT&T 2 FA4 YESL = XFH]‘”X{]E T3 Qualcomm
Ae] 1&g v Y=g guls Befeln o,
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2009¢ o|=-

2 Farde Qualcomm APE AZIGE FAaARIT Al 39 AlRAAE0] AR FAARE
et Alojtk

“diffferent” 2] a4

AHFH L “g first wireless communication and a second wireless communication
different from the first wireless communication,” &9] a4} Theste], a4 4o
A= F 7He] FA YEY AT ofudt Whalojup Frof QlojA] Zfo]E Ho|=X|of tfsto] &
S 4= gl BAlsHrt

o = v
. “C_‘
I Al 18] FAFAE AR 98l A8E AR Al 19 FASAE ARt A
T e dug 2Alstal, FAFAA L Aol Fastthal AFsileh ol2igt ¢
“different”?] 9juj= & 9
O] Al wroks it
983 5319 o d7sA
Qualcomm AH= ‘983 E3]& u|=t53] 4,964,121 (0]3}, ‘121 §3]), n]=53] 5,128,938%
(o]}, '938 53]) 9 w|=53] 5,203,020 (|3}, 020 53])2te] HA A AA7Festrtar
ASFAANE, AHHAL o] & Wolso|x] ot A Y-S Qualcomm A7} QIGALRZA A

A e deE AR, i -85S BA A 983 Ed= A7 sHAl Gkl

GSM #E=1He] A

Qualcomm Ab= ‘983 £3]+= Global System for Mobile Communications (“GSM”) &1}
AR 7E RS Foko] Addrbssirtal FASHARE, FAa U o]E WolsolA] gttt
GSM #FE2 Al 2 At 2Htd HEQ Ao et Z&AQ 7|eAdY S At FHPEFAR
Z2]¥3](European Telecommunications Standards Institute, ©]3}, ETSI)+= ETSI = A X
A AxUA E HEYA B AR =T, GSM #5235 A skt GSM #52
GSM WAlS A eist= At FAHAS Ayt

ITC & Qualcomm A= 35 U.S.C. § 102014 43t “A" 7S (printed

publication)”®] #E%HE UFIA FAIOR, EIL GSM EEo] FFo] o] §7HsEA| of o

tiate] PS5 Eabaietal Thastgdch ITC GSM #E<=¢] 35 U.S.C. § 1020014 #43h= ol d
o10] 1%
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Aty Aol st =4+
Ao A Qualcomm A= XHZEZ OS2 under 35 U.S.C. § 1039 2A3 A48 A a4

&
& FAEISH ITC = Qualcomm A= AHEAdol wat 42 Ao Al&skA] 35t s
2 E71= T grElnt, G2 ITC of =4 g uhate] Aol 9lo] &AI7E flrtat &
1:/]_:_‘_

$1¥3]+= Broadcom AP} A& A HHEH FUT AHS w5k
Qualcomm AFS] £=¢13¢] 2 “Form Factor Accurate” (FFA)ZA d&Z A|FAAE AL
Th= AR gtk Ao qict, o]t AP AAZ Q] JA osfjA FEsHA S3
=3

Under 35 U.S.C. § 271(b) FAL t}&2 FA 5t}

whoever actively induces infringement of a patent shall be liable as an infringer,

the patentee must show, first that there has been direct infringement, and second
that the alleged infringer knowingly induced infringement and possessed specific
intent to encourage another’s infringement,
T

d = QA5 A=, JellE F=sk7] flsiAl 2ast S49] oot &
Aefjof sh=dl, o= AZ[HMNE o7} dh= oA} oAk Ao] EAaof gkl YTt o
=3 J1A1S HolA fAtE el =9 382 YAt lofof 5¥ﬂ-~ ojmjo|t}, ®3F, o]Hgh
o7t 2P h= SAZE Zaghd], dHAFe], Bl Mgl A= f = 59 %747} 435t
o} SEARE, YA YL Qualcomm A7 AAENA A|AH] A ZEE AlFsA el fE9
ot AL T3] Qualcomm A} HFZE AYABIEE S EIrts ARAS dals ZTh
2pal kst inh, wheba] Ay HE ITC of F=gsfjol et 474-& vr]shar 2h5513iet,

ITC ¢ & %x]of 3t Aok

001’
o ro
o
b
o)
ol
It
o,
N

YL 35 U.S.C. § 1337(d)oll AT ITC 9] Ast =) FAFH ] Atel| dhste] HE
shgltt. ITCE #4919l Qualcomm AF o] €]9] PAAFE A xste YAHES HELE o 34
FEe Wtk FAUYS B A A o33t ITC 9 BHe AFE Hi Ao dksigrt,
ITCE Qualcomm ©]9]9] T2 AZYAE o2 4 FAYES W ddte] gloka A
gk Ao,

Section 337 2 AWk =9 FAFHE W= F-7ollut FAA ol9)9f A5 R =& =

Ashs BEe WE 5 Ak ol2dt Aol HEe 8208 FFEof gk Fade et
ITCO| ¥ %& sp7]5Hict,

5. History Map
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(1) vl= A=) L3](ITC) (2005-06—21)

Cybor Corp. v. FAS Techs., Inc., 138 F.3d 1448, 1451 (Fed. Cir. 1998) (en banc)
Phillips v. AWH Corp., 415 F.3d 1303, 1312—13 (Fed. Cir. 2005) (en banc)

Vitronics Corp. v. Conceptronic, Inc., 90 F.3d 1576, 1582 (Fed. Cir. 1996)

Comark Commens., Inc. v. Harris Corp., 156 F.3d 1182, 1186 (Fed. Cir. 1998)
Hockerson—Halberstadt, Inc. v. Converse Inc., 183 F.3d 1369, 1374 (Fed. Cir. 1999)

Advanced Display Sys., Inc. v. Kent State Univ., 212 F.3d 1272, 1282 (Fed. Cir.
2000)

Vastfame Camera, Ltd, v. ITC, 386 F.3d 1108, 1112 (Fed. Cir. 2004)
Candle Co. v. U.S. ITC, 400 F.3d 1352, 1361 (Fed. Cir. 2005)
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No. 89 Technology Licensing Corp. v. Videotek

AP AR

A al TECHNOLOGY LICENSING CORPORATION (€31—38}4-2l)
ATdeol Timothy J. Vezeau, Katten Muchin Rosenman LLP (Chicago,
Ilinois)
- VIDEOTEK, INC, (3]11)
I al
GENNUM CORPORATION (3] a2 —H-tfjg}42l)
ool J. Donald McCarthy, Duane Morris LLP (Los Angeles,

California)

Pl AR S 20071441 ( €¥t) (2 LA} 0 2008-10-10 )

AL
T Ay
AFFIRMED
a4l AL PLAGER

DA S 01-CV—4204 ( A|ALUA} @ —)

the United States District Court for the Northern District of

ddud California ( CA ) ( DCT)
HHE S U.S. Patent No. 5,486,869
35 U.S.C. § 271
HAHHY 35 U.S.C. § 112
35 U.S.C. § 120

NeRot W AE G4 S HY

SRR BN / B /
2. AHHl7
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B Ao A BAI7} E+= Technology Licensing Corporation(©]s}, TLC)2] £3]+&= vt
Aladz FE F7)8t A2ES Eelskes Ay wrdit, dibdor deujdor fAlEE &
T Y AlZE S shiAdoel gt wlof g 2iele AT ¢ U=E g, dEujdos Sojes
vy e A9 F7)8k AlTE S skl Qlvh, Al Al S Eoke] At ohie #AlSH
7] A, "l sAlE Al R BE F718F AlZLE S Ags] ] siuioF gt

o3t 7|52 5718 27| (“synchronization separator”)gh= 3|27} 43)gtc}, ofd =
HHe A1 A 57|18k AT S 7 7HA] FEe] AlTd e A E=T, ole S Al
A F718F Al e FEs] fIske] s AlE SRl w2 Ao Alzde] A E e TLC
o] 535l olHT 5718 27|17t sdshe EEldA oA EASHE ko= avE a0k
ol gk Alojtt,

5718t 2971 24 g 5718 A 5E A=, Bt AlZiE o] &efel 4] Kt o]t
o Brolle 5718 220l EAQE UEhW7] fsto] =4 UEhdt ARREe] TLC 53l e &
go] s71sk Aldat A AR o e 718 22 S Alvshe AoR2A HYLe Al
9] o] =5 FAadohs AVE 2=t

3. gAdd #

e

TLC Al= v|=1E538] 5,486,869 (o]d}, ‘869 £3]) W v|=r53] 5,754,250 (°]8}, 250 £3l)
9] A& FAsh Videotek, Inc. (0]3}, Videotek) & AHZ A~5 A|7|5F9 ). Videotek A}
= A erxte] delE F45ke A 3%¢]l Gennum Corporation (©]3}, Gennum) = A=
25 A7IetAt. Gennum A= TLC A 538 F& SQlt-d, A #el, v3sie] gl
b, TLC AHe AHE &8 A7Isketh. TLC A= Gennum ARE A& §HAE A|7]sh,
Gennum AFe] 213 4 7Hd el A =%t TLC Akl Videotek Ab= elghe] whet, B
o A= TLC At2} Gennum AFe] A A TEo] Eotet,

TLC A= Gennum AH] GS 1881 A|Z, GS 4881 AZ, GS 4981 AZ (o]}, ‘81 AEL) ©]
2ZFALe] 250 E31E a5ttt T o, Gennum A GS 4882 A&, GS 4982 A&
(o3, ‘82 A& o] 250 E3] ¥ ‘869 £33 & Mttt 45kt

4, FaHL

rEl

o
250 53] 373 33%9] a4

S99 FUHT 837,323% (o3}, 323 &9) 9] 19929 UL Aol digt AT H Yol

™
P
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R34 7)< Hopd el 428

Apapl AR dghE FAdoldlen, Edle ASH AL Ao o] AFlH = 323 S99
SM7F 250 5319 AFF 33FE ST AT S AlvshA adtke A3t dds

A
AT % et 53] 3

 E
~— =
Al ol e Faol e PUs %ol Qo B9 A oinE 32
She A9, A Pustn 4S9 FARA TEYS UFse et

B A4 Gennum A= 250 £3]9] 1995 U LET ol d Al w7iE A7

o A7t 81 FaANl TS = SHefoF gt oo tiste] TLC A= /ﬂ
% A4 250 E315 A d7HEsHA EotAY AlEgE e AdAE iEshA] e
A Zsfjof sttt o]Ejgt SHoA TLC Ale &9Y &7 A ANE 53519 Gennum At
7 A& ARE AY7)s AEo sigstA] a2 SaloF ehrhar HEnh

5. History Map

(1) California E-H-AHH<
2712

(2) A3 gAHYU(CAFC) (2008—10-10)

In re Tech. Licensing Corp., 423 F.3d 1286 (Fed. Cir. 2005)
Vas—Cath Inc. v. Mahurkar, 935 F.2d 1555, 1560 (Fed. Cir. 1991)

Transco Prods. Inc., v. Performance Contracting, Inc., 38 F.3d 551, 556 (Fed. Cir,
1994)

Am. Hoist & Derrick Co. v. Sowa & Sons, Inc., 725 F.2d 1350, 1360 (Fed. Cir, 1984)
Hybritech Inc. v. Monoclonal Antibodies, Inc., 802 F.2d 1367, 1375 (Fed. Cir. 1986)
Ralston Purina Co. v. Far—Mar—Co, Inc., 772 F.2d 1570, 1573 (Fed. Cir. 1985)
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No. 90 Qualcomm Inc. v. Broadcom Corp

NEEN

L.
el al QUALCOMM INCORPORATED (31—3}491)
dardeel Carter G. Phillips, Sidley Austin LLP (Washington, DC)

i al BROADCOM CORPORATION (] 31—3]g}42l)
o3 elol (B\Z;igigmMFaSSI;(Ziu:ZiZier Cutler Pickering Hale and Dorr LLP
Fai AHHE 2007-1545, —1162 ( ¥ ) (HALA} : 2008—12-01)
Aelg, Akn), s
Fad BARS
AFFIRMED—-IN—-PART, VACATED—IN—-PART, AND REMANDED
G4l TAL PROST
YHAAHS 05—CV—1958 ( Al&U=} : 2005-10—14 )
the United States District Court for the Southern District of

California ( CA ) ( DCT)
U.S. Patent No, 5,452,104

THE3F]
U.S. Patent No, 5,576,767
HHHH 35 U.S.C. § 285
7ok AE MY 4F s
vAAd  wARS /AR
2. AHduRA
¥ZF 7] (standards—setting organization, ©]
Qualcomm Incorporated(©]s},

2 A2 S5 El Ao RA T
st, SSO)oll thgt 53] F7f g5t dAh, A
QUALCOMM)7} Joint Video Team(o]3}, JVT) SSO of thgt n|=ZE3S| 5,452,10435.(0]5}F
104 £3]) 9 v]=E3] 5,576,7673. (0|3}, ‘767 53]) 7HAI & IRtalSictal wekskict

424



AR A2 ofof Tt 22|24 104 §3] W 737 530 thato] FAALE F
S =2, Qualcomm AR JVT Ha§¢] 2 4 FoFaiQo] A5t 29
AP S sk=tt Broadcom Aboll gt WIS Al A9 vl-gof st oHE-S Ygich,

AL A4 Bl Bstol 1 Wl R Weka wetele] Aw $ES avleh,
A Fele] Helof thste] H.264 & TWEs= AFLRE ATt Yoy A 255t
At

2 AP Qualcomm A7 JVT SSO off tiste] AaY7]eS HAISHA] -2 Zlo] 53] =74
et A E Z7RE AR & 4 SR 9 EAIeE A ZAE He S By oIS 7
=3 T}

104 E3]E “AeA B2 Afo|Z oju|Z o= W 2 A|AEl(Adaptive Block Size Image
Compression Method and System)”2 2y o] WA o2 3131 Qlom,

1995 of] 3y = A,
767 E5l= “olEHZY Y By o3y W I3y A]AE (“Interframe Video Encoding and
Decoding System)”2 Wy o] iz o

1996 of| LY = et

A5 FA] Qualcomm AR 7]0]AFIl Chong U, LEE += ‘104 £3] 9] Wity zjolm,
Chong U, LEE ¥ Donald Pian = ‘767 53| 2] @rgajo|c},

Qualcomm Ah= & 53]9] 53]dAlol},

2001¢ &9 JVT = &+

= el /|4 BE B 7T b P

(1) =2A AREA A% FF3} HE(International Telecommunication Union

Telecommunication Standardization Sector, ©]3}, ITU-T)<]
vt e Iy o) 3 AEY} 12 (Video Coding Experts Group, ©|5F, VCEG)

(2) A &3} 7]FH(International Organization for Standardization, ©]3}, ISO) ¥ =+
A A7 71 93] (the International Electrotechnical Commission, ©]3}, IEC)<]

AAF HE7} 15 (the Moving Picture Experts Group, ©]3}, MPEG)

20034 5¢ ITU-T ¥ ISO/IEC & 34 H.264 22 A Hsta wrzsgict

JVT = H|H 2 5 7]&rokollA T o] Ak %52 vHE7] st A= gl

JVT o oJsfjA] REE0]%] #3520 F H.264 F52
12l Qualcomm A= vj=9] 2 Ql ISO/IEC EoAIQ vl=F 271 25 Y3

U
of,
ol
i)
32,
u}
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(American National Standards Institute, ©]8}, ANSI)2] 3]¥ojm,
2001% o]d ;7|7 Fu|E FHalo] 2 F]eoldlrt,
E3F Qualcomm A= ITU-TE] o]l on, JVT of Zrojstal It

Qualcomm A= 20034 59 o|d H.264 %3 23 o)A JVT o 104 &3] W 767 E5=
MAISEA] orore,

3. AAMAY B

2005¢ 10¥ 14¥ Qualcomm AFH= Broadcom AFS A& California EH-AH Yo A&
A 7189k, Braodcom AF7F H.264 H|E L 9= T3S wpal A|ZS AASEo 22 ZFALS]
515 alliths 4ol 20074 1Y 9dollA 26 74 wiAl A A2zt 2 = i,

HA1 918 (1) Broadcom AR= 104 £3] U ‘767 E3]|2 AsslA] 2gron, (2) ‘104 E35) @
737 B8l Fae] dgstA] ghethal FAskdth £33, 104 53 B33 et i]-e:]g].o:]
Aol FRIET, 104 53 ¥ 767 S5+ HeErt 27|Ho A
Qualcomm A7k 104 53] 2 767 S5 gt el £]skgicks A e AFE VTl
i3t Qualcomm ARe] el AT Ao},

2007El 8 6, AYHYL T2 AMeE TAR 5k o9 A B Broadcom AR
A5 Q18T

(1) H.264 =3t TS JVT Frofst= 3go] 9lo] Qualcomm AL Al2jeof $iui= 9o
(2) Broadcom AFE A2 gt Hoot A4 9 AFHHE st ch= Aoloh, ded Abde| it
A3} Frjsto] HEAL A9 v|-gof et TA-E sFict.

7159 #23E AAske 7] FES Fo] IdEolAl E AT WS ALY TRA o
9 7| RE St itk 7l EEY e W olof Bt AlE A8 s AbdolA At
AR G S 27] Woltt, 104 £ W 767 53] FIHOFo] EAjolF et medste] AR
HE JVT o AP FAE HESH, o] JHES JVT o A ZA A FHof tfste]
7)< AQtats M o] oJxlgto g AZbela 9l ow Qualcomm AFY] OJF 98 of Hof tjgh
weke] Qlol, did Ss5l5o] AHE 3 AAE flste] DA AR 7 A = ofof ghrhar ek
SFlTh, A e iute] thgt A=A A F219) wE o] Asirhar whskgirt,

o

B d

j_

4, Favide Bd

(1) 7AA] &J5-2] ZA) of 7
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Qualcomm AF8] 7}A] O A ol3o] Fhehe Arie] JVT A A A HAlo] P3| Zheixjo
A WA 58 Saksta qliA] ol et W3] FelapEol ofefat VT XA A4 FUS o)A}
oz olsati A ofFol e Betoldt, & VT o 227

B
An o=
e
Mo
ke
HN
lo
X
ox
2
39
2
e

AHE o] S 84S AAEHATE JVT Tor 42
Holt},
JVT Tor o] A EMA 3.2 FA4L &3} 2t}

“According to the ITU-T and ISO/IEC IPR policy, members/experts are encouraged
to disclose as soon as possible IPR information (of their own or anyone else’s)
associated with any standardization proposal (of their own or anyone else’s). Such

information should be provided on a best effort basis.”

Qualcomm A= A7) 149 “encouraged” a4 &kl TAl HILARR} O] s 75t
fom, olygt HoA AL FE Wttt F=45k%ct, olo] gt Broadcom A=
“a best effort basis” A4S AFdtH FE Altel lojA X -4k 7hAIeE HgE SRS =
Zotlch, FaMe2 ITU-T 2 ISO/IEC &= “53] 4laL 9 #to]Al4] &el(Patent Statement
and Licensing Declaration)”of] &3t #+4S Fo] A a7} BF HE 42 oA ITU-T
% ISO/IEC ofl ZH2F A& =ojofF 92 g8t Sla2 skt ITU-T 9 ISO/IEC 53] 74
A2 ohE 4 skar Sk

“any party participating in the work of the ITU, ISO or IEC should” identify patents
“embodied fully or partly”

FAH Y Qualcomm A= 53] WA o577 kil skt E3F, 58] 7HA1] o FA
O] A AR} AL, FAHUL JVT A XA F o] HA] % S =
THAl AFEZ o) FAG O &2 1A 9to] Efgstal skt

(2) 7HA] o]5-2] T 9]

JVT & A4 AL 7HA] Yo #3lo], “associated with” = “affecting the
use” o] §ol& ARESIIL itk AU £ H.264 2] Aol “Eadh o222l W
(reasonably might be necessary)’ 24 7JA] &JF2] HLE Ftsteict,

(3) $I5T o

o5 gt ojsie] HERe 104 S| 9 767 17} H.264 HEL NS Slelo] FeiHow
Zast HelWol =A] ofFof gt Heto|t}, P4 Y2 Qualcomm Are] H 264 HA&E7F 5
I L R

(4) $Idte] gt 24

P2 ofute] dizk 2A2A H.264 2ES WEs AFoRE

] 21l
=]
]

O

o
ox
ol
o
2
o
)
ox
c
r o
=2
4
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o. History Map

(1) California g+ AHHYU(2005-10—14)
exceptional case W4, AYH|-& w4 B2
(2) A<= g2 YU (CAFC)(2008-12-01)

ARAT UG AR TN, B

Wang Labs., Inc. v. Mitsubishi Elecs. Am., Inc

A.C. Aukerman Co. v. R.L. Chaides Constr, Co.,

1992) (en banc)

, 103 F.3d 1571, 1581 (Fed. Cir. 1997)
960 F.2d 1020, 1028 (Fed. Cir.

Voda v. Cordis Corp., 536 F.3d 1311, 1324 n.4 (Fed. Cir. 2008)

Howmedica Osteonics Corp. v. Wright Med. Tech.,

(Fed. Cir. 2008)

428

, 940 F.3d 1337, 1343 n.2



No. 91 Nilssen v. Osram Sylvania

1 A AR AR

OLE K. NILSSEN

94 x
GEO FOUNDATION, LTD, (¥a1—3}4¢l)

il Paul M. Smith, Jenner & Block LLP (Washington, DC)
OSRAM SYLVANIA, INC.

5 2
OSRAM SYLVANIA PRODUCTS, INC. (3]11—5]3}42l)

u o 2] ¢l Brian D. Sieve, Kirkland & Ellis LLP (Chicago, Illinois)

A APAHSE 2007-1198 ( GuE) (FHA LA} 1 2008—06—17 )

HEelg
o HEYyE
AFFIRMED
A4 TAL LOURIE

AAAAHS 01-CV—-3585 ( A|Ada}: —)

the United States District Court for the Northern District of

AAHA

L Hlinois ( IL ) ( DCT)

HHET] U.S. Patent No. 5,341,067 &
S L 35 U.S.C. § 285

g2k " AE =9I ¥8S

A oAepHAbd /o /

HAPAR B35k Tlinois BHAHH YL Ole K. Nilssen ¥ Geo Foundation, Ltd. (]3},
gaol)o] L3 ARy} =0l v|E J1L= 7128t9 2, Osram Sylvania, Inc. and Osram
Sylvania Products, Inc.(0]3}, Osram)2] HEA} Aol v]8 HLE 0183519t oo A=
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o] A7) F Aolth, olo] FAUAL AMHAL AL Fol vl L WBA MY H]Go] T
3 Bl AW G, Aein)zl 5o 0 Fr EASHA gtk Bestel Au U] BAS
Q1g-shert

Nilssen Al= 200017]¢] E3]#H Ao, Wgxfoltt Nissen AMe] E38]= 35 A 4 9]7]
of AF&E= ¢ 7]of W3 Aotk 20008 8¥ Nilssen AH= Osram AP} A2 #wfjsh= 4
o] A=+ % F717F Nilssen AF] 5318 sfistal Athal b2 A7I8kAT, Osram Al= ©]
2ot efFdol widistal e, A% BHE S5)7F Fao] sjEiiths vhAaE A7 sk

20064 69 Abdol Tk Ale|7k AR o]%, AHH -2 AR ES] 7} Nilssen AFe] E5]H &
= 4 g 2o B3F Bof A543 (inequitable conduct)S WASle] o]& AR E5HU A
e FRlets BEE st9oH, ol= FatloAE 8E Tt

— Nilssen v, Osram Sylvania, Inc., 440 F. Supp. 2d 884 (N.D. Ill. 2006)
— Nilssen v. Osram Sylvania, Inc., 504 F.3d 1223 (Fed. Cir. 2007)

Ir

Bt 42453 (inequitable conduct)ol] gk Eob whekol A B ARA AT YA of

or= ShR|GF, H APA L] -l AR} 2] ¥]8 I HIAF A9 H|Lo| T3t A}
7 5\_ =3l (iequitable conduct)®] T3t Ak AFATA W Fokaleky) TEALS 71|
AW Ao T AL WMo AT E sl

ol
ol

ke

o]

].

oo
rlo

i)

ut

fr

o o N

A EA B

w

e

20004 8¢9 A71H 2goA] FAUELS Osram AFE AT Z Nilssen A2 26712] 315 A
6}13}51 ek maskgle}, s adold YuES JaE vk 54 7S AAT A
< oy it 200349 2¢ 18Y 4x%ES wAIZE HAL Ql= Osram AR 5719 A& #1218t
3, Al AlEY Ara Welf WS THE 58 A AN 4 ] 552 A
Z3H3UTh old H=Rolls 2671 53] ol¢loe 157]9] 5357} FrHA ez x3she Aot

Osram Ah= ol2]gt ARES| H=of 15719 E38|7F F7HE= 2o vtdistaion, HAE 157)
o] 5315 At 2F A=H 26709 5ol sidste W AFe ] 555 A A
a5k H2 ARES TSR F7HE AT ol a7 o AAEAUE 167]9] E35]=
20034d 59 2 Mx 9] 4402 Illinois BHEAHH Yol A= ch

Nilssen AR= 2% 26702] E3]oA 20712] E3]et ARYAHAT BHAS 7HA= 76702 A+
HAE A&t 20039 119 32018 26712 ARAES| S 14719 E3]of gt B4 Y4
23Fel= AE7F HIAE A&k

A AL 2FH o2 B ALAT BT Nilssen A F Ad8fo] o3t 32 FAA

Agte] Y8 E3sl= Bd W8-S Farste], 994 AR (exceptional case)oll algehS 22l

o
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20064 29 WAL 24 a5,y ARt S ik olo 94l 2005 1049 310

daAE AEstAen, 1249 8ol 2 & 1

o] B3 & thA] TAdhes AEAE A&t o8t 1179 Esiyto] R Adadio] A&
AT

AR LS of| )4 AP (exceptional case)olAl 54 GARRFoA] FHEAL A lu]-gof 3t Hj
A BEE WY 5 ok FAYLS 35 U.S.C. § 285004 FAske A #Eof o]2& 3}

1, A& AFA S of B W HE AL Au|-gof gt

FaAol A FAJEL AU delA ALA of Fof gt T of| A HulslA <
o, HIAL Adu|gof 3t Ao A ATE] F8-S AU s H =
(inequitable conduct)f it Tt o 2= oo TAS Ftsl=d ESEslth= 9|
th. Nilssen AR &3 9f= A YRE-9f As daths ot

olo t-g3F0] Osram A= EAA 2543, Fojgt A417], $H 2452 37HA] AMAlo] o 9]
2 Al BAS ARk 2R o
sttt At ooy Aol gk o
= FAoltt,

e ool ARdat et Aol A AMd ] TR0l 3lo &FE RS &

o

[e)
Solslelth, MU B 25UNE ofF

U
2
o
2
>
™Y
:cé
oft
83
i)
o
=
i)
4>
xS
o
rr

FEUUS B AFSBE WEAL AYu| Gl B TS W 5 Qb 7|2 ATl
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I}

T
=8
|
m
&

1572] AAESZ A4

ok,

A
FRlaL, o

9

2ol o
26709 ARENE ol 45 A7)

|
A&

”

A (manifest injustice)

3

5. History Map

2]

(1) Hlinois &-X-=]Hl+

exceptional case T

H I (CAFQC) (2008—06—17)

slga

olo

e}

o

Forest Labs., Inc. v. Abbott Labs., 339 F.3d 1324, 1328 (Fed. Cir. 2003)

A.B. Chance Co. v. RTE Corp., 854 F.2d 1307, 1312 (Fed. Cir. 1988)

76 F.3d 1185, 1197 (Fed. Cir. 1996)

Nat'l Presto Indus. Inc. v. W. Bend Co.,
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A3A 7] 4 Bokd B4 S84

No. 92 Mars v. Coin Acceptors

1A AR AR

MARS, INCORPORATED (9d31/9kA 5] 31 —gF4Q])
A al MARS ELECTRONICS INTERNATIONAL, INC, (a1/%kAu]11)
M&M/MARS INCORPORATED (RFA1] 1)

|l John B, Pegram, Fish & Richardson P.C. (New York)
1 al COIN ACCEPTORS, INC. (922 /8AaY 7 —Hosl4a0l)
e ¢l Kenneth J, Mallin, Bryan Cave LLP (St. Louis, Missouri)

P AP E 2007-1409, 2007-1436 ( B3 ) (FHA LA} 1 2008—-06-02 )

ARG, Y|, FHH

AFFIRMED—-IN-PART, VACATED—-IN—-PART, and REMANDED

a4l TAL LINN

AAAAHS 90—CV—-0049 ( Al A=} : 1990-01—15 )

the United States District Court for the District of New Jersey (

A4u Y
b NJ ) (DCT)

U.S. Patent No, 3,870,137
A3

U.S. Patent No, 4,538,719
A 35 U.S.C. § 284

ZlggoF 2 AE A Ay T

A LA/ AR A

2 Ao A= 53] Mot wud GAA A4 9 & A o] AT H AT New
Jersey AW AL Coin Acceptors, Inc, (©]3}, Coin)e] E3 A2 Qlsto] ¥WAYSE Mars
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Incorporated (©]3}, Mars)e 4a|l& QAR akoron Mars Ao A3AE FEP2 3=
7Vohe BAE AGSHA] Gt Mars A= ool &4aA|7] skt E3E, Coin A= Mars AF7F
19961 oA 20039 717t B3t aluiAdS S A o] glon, e o] Hakst 2 Gl v)&
of ZAI7} At FtAE A 7|5kt

FAHYLE Mars AP Safjul S w3 A o] gick= ARl i 1At Mars
AR L] AR= 19969 o) Al ol A FARAF A} A o] GlSS Q"Jé}‘ﬁgﬁ A o] 4
g vlgo) gt 277F 9= STk shAITE Mars AF] 1996 of| 4 2003 7
A WS AR A A S 1A AR o] T A= @77 ekl A -5kt

A7 H 55 Asazlo] AMgE= T A9 wEshy] 913k 7otk Mars A= Al
3|Ato] | Z}E] Al Mars Electronics International, Inc. (]38}, MED)7} & AbA3 #AEH 5
A A9 #HE 75e R A r] 54 w275 Al dfshes Akt Mars Ak Abs
7] $4 S AlzsHA o, I ol gle sAtet)

—_— =

2006 7}A] MEL A= Mars AFe] Z}2JAFZ A, Mars A= MEIE 3Z33F & 2F3|ALE] o] <],
&4, A4, QRS rYehs B ARARE A =Pt Ik, 19961 o] Hofl= MEI
AH= Mars Ater 2 FE] Z&o] gt Aok BA R Qlste] 54 Ei‘ﬂl E35|7]&e digt SHE
of ZAste] RIEIE A&t Mars Atef| theh 2 EE] Z|&-2> MEI Abof| s=e]o] BFAISIA] o
HEte Mars Atef] thet 2FE] A E2] o5 psk= A2 A A=A A HA 4 gholAlA
Akl P& o] FolF Y,

3. dAM AL Bt

o

19909 1€ 59 Mars A= Coin AHE 2 &5 A7I8H3l=H, ©l= Coin AR} AlEe] v]
=53] 3,870,1373 (o]}, 137 53]) Y u|=53] 4,538,719% (o]3}, ‘719 &35 Hlst
thal EA81= Floltt Mars AF= & A7) DA dlE 2712 E5E 4293813 9%t Coin A=
Mars AF7F A718 axdofl tf-g-5to], 2812 Coin AZF H8kal Sl 4719 5315 HsfistaL o
thal ks Al71sklon s AlEo] A2 YL Eo] MET AHS Hhav|aiz 718ttt

T E SolTd AP ke o], AR A Coin AFS] AlEo] 137 53] 9 719 53515 A
el Tkl Testl o, Mars AFe] Coin AF E-f- Eﬁliﬂ Hell= FAstct. 2005W 1149 A
HE 2T HES Wz en, Coin A= oo &F4xsklar, Far e S -85kl

Apa e 5318 Esiale Beist 42 dastel, Aol A%HY 159 Fok Mars

1. 137 5319 £47170 9= (19924 39 19)
2. Coin AFe] 51 Z19] T3 PRAT tha7|%0] A0 A& F4 (19944 39 319Y)



R34 7)< Hopd el 428

— olo} gHiste] sl AlFolF Mars Aol Hjele] &4o] glrhe Mol GAAH: Felgt
3. 19961 Mars AH= MEI A 3 ch2 <8]AK(e] o, MEL-UK)} 3ol A Aok A @siet,
~ o] Mars Ab¢} MEI-UK: 53] 298] A%o| wste] o3t 24 gaint 2] wAlsh
o}
1996\10] A2 Aoke Fsto] Mars A= 58 MEL AF29] 533 oo BAL 312
A},

MEI-UK A= 19964 5%2 AlZFsle] 20049 2%27HA] ast= 24 E
o= s,

f
ol

]_

rr
Py

A&

4,179 539 £47)7F vka (200349 7¢ 1¢

(1) 19949 34 31 oA Alol|l A2 mjEH 2] &4
— 3l A2 Coin AZF HiA 7l A5 EA8H7] oA Aldelt,
(2) 19949 49 14+E 20039 7€ 19744 Coin AbS] wiE ol gt 2 e H|&

~ Coin A= Mars AP7E 19961 19 19 A1 o)4lellt gejziel 2ode] nlee g3 &
she] whae Q1gstact,

SATE, Mars AP7F 435 &41o]] W 1996 19 1Y o] 59 &3)2] whaof tisjil=

oHE i
A HFH AL Mars AMF BA] 4 13h|
AL ofyeh= o] 2 Coin AHY] ofAabd
uls

gk A2 ofjolA mjEdo] QlojA £AS 2
N o]
o] Mars AF2 S E017H2-S 2143 w3t

A1 S wrolEqtt, g AlES] MEL Are] stmjf o]
SA7F STt

EE?-Y]' X]H“ﬂ%“i MEI /\]'J: %’S]FQ'&H —%\—Oﬂ ‘E—OJ;EIX}-E O]—qu:‘ EX‘]X‘] Al*];&]x]_E o]_]’] o
FAAF ZpA o] glrkal ghdsto] Mars A 35 QR0 BA-S vholEo]A] gt 35 YL
20] B A Wat BA= 1996WE o] H A3t Ak A ‘719 EF| & 015t Mars AFY] 2208 m=
MEI ARR anﬂ A BES 2 o] EolstH A MEIL AFF GARRE AHE S Zh=7]o =2

b

< 93t A AaAstel, 2709 5512 3 Adkstel Tex A
Coin Ao} thZolel 795 4§ At ajole $14,376,062
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2 APE AR SRS Al BlistA] @2 Mars Atefl kel MEL Atefl A 24
3 afol gt wae whe AAS AT A91A ojRo] Aol FagLe S Yol
o A
(o]

E
o sjolel A9 4TS AU S aw + A 48 At YA
=]

(2) 19964 o] xlof WA Eafof widS $Iek MEL Abef GAba} 244

AR 2 1996 o] Hofl et SR slofl tiste] Mars A7F MEI ARS ate] 71ete =
A 35 Yilm HAsH= A1S WoksolA] 3t 19961 ool MET A= GAME A4 0] ¢l
7]@1%’:011 2 AlF o] Foju oPE} J&EP?Z Zoltt, MEIL A= S5 HAE ofym =34 AAHAL

7] o MEL AR7F AR 221 oJujof| A =532 A AR AL 5

ot A7 o}‘zil‘%.

E3 P B E4 2 AXERro] A AL A7)E & J = %=
g GARRE A A of] QlojA o] A4S ESHAE adol BoledemM ARE 4 gl Aolth

19964 o] MEI AFe] 53] axf o= thFo] A A AUt 1996 Al fo A Mars A7}
AR 53519 &2F7AYS Mars AF2F MET A= A= ghefstqint, E3, MEI-UK+= A S35
AAIE = Q= ol dlaE 7HE Zlofek= Ao &9 shaith

A, 1996 o] ™olli= MEI-UKZ} gto]llAE 74|l QIleh, ol wl=s 2313t th& =
7holl A 2EE A= trt=A AR 5515 AAT 5 Q= e detth

MEL A= w504 Mars AR =32 AAIEAZE 2 4= IIeh 1996 Alefoll A vl=ofl A
MEI-UK Aol tigh AA] ks ®AIsH 7] wioltt, o 81?‘?} &2 MEI Ate] 19964 o] A
nl=of| A o] ARYES 54 HAIAAT} obdS FHshe Ao, kA & Es]adolA e T
AR AR Z RS B Aol

(3) 19969 ¥ 2003 712 &) &2 2] i d2 913t Mars AHe] GARAF 244

AR 19961 AlfollA 719 53819 afrHo]l MEL Abz o] H = Ql7] wjZo Mars At
= 1996 5¥ 2003714 mi&Eo &4 ﬂ%f& ééH S T 4 Qe BARRE AHA o] glok
L 2elskict, A EE Mars AR H o] Aol 719 S5 tigk HeE EHI 215>(the
Confirmation Agreement)sr O 24 AR} 24 9] 488 X|9-8F
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2 A oiA) 2AEE A AR Rolet

Hlshe] A g

Coin AHe H3h WAL w57 §1ste] Akt Aeish thAlEe] 205t vl guch B v
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2. ZA W B ZFaArg)
1996 Agreementoll:= thS-2] Alglo] EZ3HE]o] Qi)

For the years 1990—1995, the parties agree that the historical royalty payment with
respect to the Covered Intellectual Property was excessive to the extent it exceeded a
net royalty of 4% after taking into account product development recovery . . . .
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9. History Map

(1) New Jersey AHH¥ (1990-01-15)
L F A8 (Hal)

S
re
oz
M
toh

FAHA(CAFC) (2008-06—02)

1oLy, AR, B

Poly—America L.P. v. GSE Licensing Technology, Inc. 383 F.3d 1303, 1311 (Fed. Cir.
2004)

Schreiber Foods, Inc. v. Beatrice Cheese, Inc., 402 F.3d 1198 (Fed. Cir. 2005)
Micro Chem., Inc, v. Lextron, Inc., 318 F.3d 1119, 1121 (Fed. Cir. 2003)
Rite—Hite Corp. v. Kelley Co., 56 F.3d 1538, 1544 (Fed. Cir. 1995) (en banc)

Brooktree Corp. v. Advanced Micro Devices, Inc., 977 F.2d 1555, 1579 (Fed. Cir.
1992)

Aro Mfg, Co. v. Convertible Top Replacement Co., 377 U.S. 476, 507 (1964)
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A3 71=gord &

No. 93 Leggett & Platt v. Vutek

1A AR AR

LEGGETT & PLATT, INCORPORATED

o
e L&P PROPERTY MANAGEMENT COMPANY (H11—84:2l)
il David A. Roodman, Bryan Cave LLP (St. Louis, Missouri)
i BT VUTEK, INC, (9] 31—3]g4:2l)

A S| Russell B, Hill, Howrey LLP (Irvine, California)

Pl AP S 2007-1515 ( &¥t) (FHZA LA} 2008—-08-21 )

AL
G BAYE
AFFIRMED
A4 TAL PROST

AP S 05—CV—-0788 ( A|&HA}F 1 2005—-05—-17 )

the United States District Court for the Eastern District of

A
i Missouri ( MO ) ( DCT)
HHAES] U.S. Patent No. 6,755,518
35 U.S.C. § 254
HHAH
35 U.S.C. § 112

ZIgEot H AE A

A A B /

B APAL Y11¢] Leggett & Platt, Inc. and L&P Property Management Co. (©]3}, L&P)
7} 7)a1e] VUTEK, Inc. (©]3}, VUTEk)S A2 L&P A9 uj=E3] 6,755,518% (o]3}, ‘518
E3])9 S o] &2 14T Aotk VUTEk AR= Halet waid 518 E5|o] ¥ 13t =g
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PP 2] oA TAS ARG, APHAL o] gt

518 5519 A4 13, 9%, 103 ¥ 1932 o|x VUTEk Ate] E3&{¢f thu|er of oAz}
3 Ao, o] VUTEk Abe] & 719 53519 x3toll oJsfjA] Agstrt= Zloltt, [ Leggett
& Platt, Inc. v. VUTEk, Inc., No. 4:05—CV—788, slip op. (E.D. Miss. Dec. 26, 2006)
(*Summary Judgment Order”). | FAH UL o] o]yst Fad-g oo 277}
vk AR - EA-E Q18-S

518 E35l= A ZHEE o] &sto] WdAF IHE k= W 9 AR B AOREA, <
H i 78S a5 MPsHA Za A QIHE BT 5 A= A D HHe Aledih ®
3 7]A(deformable substrate)2 & Ei ZH QAT 7re HAlo|U X0 =HEE Ao JLHg
A, 75, FEE 9 o] A7 S0l o3t 7|&dol IHE 57| f1ste] 518 535
£ UV 43UV curable) Y= 9 “cold UV'E AXIZTE, UV A3t 35 718l A4
3L, cold UV 2ARE Fdto] a5 AT, 518 53] tfdet 7189 =olof wepa] =7

E =9} 712 Abole] ARE ARFH fASHE WS At

3. dA¥de #

i

20059 59¥ L&P A= Missouri =HA| Yo VUTEk AFe] PressVu UV ZHE 7} &AL
o ‘518 5315 Wskekartn £4S Avlskeint 518 Sale] SA 18 9 108, 59 23,
3%, 73 9 1933 skt Aotk 2006 10€ VUTEk A= E3] 789 1S 415k=

o X
SFABAS FTIHTH 518 B3l0] 1-33, T3 9-108- clAVsA, uAEA, BEIA,
AR o2 Fasts Aolth

1. ‘518 539 A3 13}, 9%, 103 ¥ 1930 SlojA+= VUTEk AFe] wj=53] 6,457,823
(o5}, ‘823 E8))2t thHd wf A7 s st Aolth, Fa 2%, 3% H TR 823 53]%
VUTEk A8} u|=53] 6,616,355% (©]3}, 355 53])5 2gsto] wetdt wf Agsirt= Zo|},

9. FE3F 7\]‘%"‘@%% “deform, deforming, and deformation” 8ol [35 U.S.C.] § 1129] <]
= X3t Aot
olgfgt oju]efA] AW Y- VUTEKk AZF et kA dA S 9183190t

L&P AHe A lo] A 23 A7) = 7bA 9] BaALgel thatel A7) shaict,

L
ol
1o
ox
fllo
ofj
1

3‘-'4
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518 53)2) Y73 13
A method of ink jet printing UV curable ink from an ink jet printhead onto a rigid
substrate formed of a material that has a tendency to at least temporarily deform

in the direction of printhead if exposed to radiant curing energy while at a printing

station, the method comprising:

moving a printhead carriage having an ink jet printhead thereon approximately
parallel to a substrate at a printing station;

jetting ink from the head onto the surface of a substrate;

providing at least one cold UV curing assembly on the carriage, adjacent to and
moveable with the printhead, and oriented to direct UV energy onto the surface of the
substrate at the printing station sufficiently close to where ink is being jetted onto

the surface to freeze dots of the jetted ink on the surface; and

the cold UV assembly being effective to impinge sufficient UV light on the ink to
substantially cure the ink without impinging radiation that would heat the substrate
so as to deform it, even temporarily, while at the printing station.,

71 717l oJstH, skt o]/ cold UV A3t oAl &= & H/dst=dl, ol ZdE 3|9

Adgste] ols7bsoles FAE. ol kE5H A REE HIsH] flste] UV oUAE &
Alste], JAE HSHA717] fIste] T8 UV & A= Atz o] =g FL/dHTh

‘823 53] okt o]+ ZHH & W sl o]4e] UV 2AMNE 235t ZRIH RS
Argslitt, o7]4 UV 2AMES I o] @ - E(LED)E AHESh= Aol 7hsgtd], 7184l ¢
25t JAE Ast=dl T AUAE LA of gttt 71 Aol §AgE Y= AR A o
Al(“setting”) & AA=l, ol= A7 AXNAY GX]+= A(ball-up)

FAA= 823 53]9] “setting” @AIC} 518 £3589 “freezing” TBAE &
t},

718780 YA shH= AA27F UV 2AL| EF2sHA &5 AS A5 fste] UV AR
= ZHE & Hrp g2 A9 FAHAS ZABH Hu, ZTHE =9 olFS Folo] QY
(overlap)®|o] ZALE]=HE 7|84+ A ofg Ao AX UV ZARE A Ht}, oA o
& @Al A% UV AR &fste] 2AF ol| A= dA] Zolof 742 =25 WEsHA Hoh, A=
gt vRel 7o) ‘823 Eo]oA= 29 et A3E flste] Hagt AP oy x|et =29 =
oFo] A E AAISHL Utk VUTEk Ak 823 53519 o|#3t 7= AAlSkL Q171 wiitol 518
53519 A3} 13 dlAd7kssHA ekl =745kl

a cold UV curing assembly that is “oriented to direct UV energy . . . to freeze

ﬂJQ
ok
pas
o
il
ro,
o
ol
ol
32 o2

dots of the jetted ink” and “effective to impinge sufficient UV light on the ink to
substantially cure the ink.” '518 patent col.9 11,17—-22,
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SR, L&P AlE 823 E35]= UV ZARSFH SR A LED & ©<e3s] AA8kaL AT, 518 &
3= LED 7} £ A2'el4 53] mapsjoln], Bsajolehs A AXSLT 94 ek 34

sheiet.
823 B3l UV 2A19I0] We £E& ofg] 5o 44 93 918 Atk 49, Jart 4

shEle AEE 2718 Aolebs A AAISIAL 9tk 823 E8lol LED #eo] Aste] AEe]

olo] Zjo] wnhE Uehitk e Wulslr] RSt YA ek, AW L&P Al HAIA

o 714 “substantially cure’e] £1u]9] efsho] 7k S Eolo] LED U] B8
s, 714 AU Sgete AR, FAYAL oS WolSo]x] gl

=2 o=
A}719] o]l g7 <Qlste] ‘518 E3]9] 1-33}, 73}, 9-1 5|eto] A A o A7 s5t
o, ‘823 53] 9 ‘355 53]2] 23| ot At Ao FAR YL At o]t 55
Fao] de AHH e deS 18shtt, FAaH Y2 deform o019 B o F = wdst
A ke,

(@)
O%i'
flo
[09)
[\
w
Jlm

o. History Map

(1) Missouri =EA]H 91 (2005—-05-17)

(2) A=A Y(CAFC) (2008—-08-21)

genetics, N.V. v. Abbott Labs., 512 F.3d 1363, 1378 (Fed. Cir. 2008)

Baxter Int’l, Inc. v. COBE Labs., Inc., 88 F.3d 1054, 1057 (Fed. Cir. 1996)
Golden Bridge Tech., Inc. v. Nokia, Inc., 527 F.3d 1318, 1321 (Fed. Cir. 2008)
In re Schreiber, 128 F.3d 1473, 1478 (Fed. Cir. 1997)

Scripps Clinic & Research Found. v. Genentech, Inc., 927 F.2d 1565, 1576 (Fed. Cir,
1991)
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No. 94 Predicate Logic, Inc. v. Distributive Software Inc.

1A AR AR

a4 oz PREDICATE LOGIC, INC, (f131—84:¢l)

2Tzl Christopher S. Marchese, Fish & Richardson P.C. (San Diego,
California)

b T DISTRIBUTIVE SOFTWARE, INC, (¥]a1—1]3}4¢l)

ool John C. Wynne, Duckor Spradling Metzger & Wynne (San

Diego, California)

G APAH S 2007-1539 ( &Hh) (FA LA} 2008-10—-09 )

ARy, geu

FaA BANS
REVERSED and REMANDED
;A4 AL LINN

HAAAHE 01-CV-1951 ( A& L=} : 2001-10-23 )
the United States District Court for the Southern District of
California ( CA ) ( DCT)

U 55 U.S. Patent No, 5,930,798
T 35 U.S.C. § 305
Zlewo 2 AlE  AZEH
TH=HYA 29308l / 2] AHA /
2. A7

H AbAE ¥a1¢l Predicate Logic, Inc. (©]8}, Predicate) 7} ¥ i1¢l Distributive
Software, Inc. (©]3}, Distributive)= A& v|=ZESF] 5,930,798% (OIO}, ‘798 E5)= A
Stz ol = aFS A7IskAh. 798 5= AZEQ o o AMEE= S5 9 24
I grRih, &EX13 IS Distributive Az 798 £330 tisto] ARA HHATE

443



20094 1| ZE 3]

stRem, o] oA A7 BAo] ol Flr
Distributive Aks AR S| BAgo] S wel Ad2 fAel sidste] sig F+
o] Fao] sigetta FEs A, AYHYS S5 Fac] #et Distributive ARS] oFAlHE

b

Il
i

AL Qe FLEAL APEAL olHe MY R B W] LFE A5t 3
G B2 wp|skn Bt

798 S8l AZEg 0] A%BANA ASE & Ut BEY dolg =4, B4 @ Ao
ME BTG, LZE] AT RS ZH5 AlSsHe A dY ZRAEY S| e x2
Ty Qlojrt AgEE WA oS ofel Aol oefdt TRy oji thE M
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20014 Predicate A= Distributive AFS A2 ‘789 E3]9] A& FAshy AE A|7|5f
Ojrjr Distributive AFe] ZF-o] &]sfo] vj=-E8] 732 798 E(ﬂoﬂ gt AL RS 7HAIBH

B, A WA 25 WA FAHUL. AN AT BE FFol HUAHTA
AzE A7) Aro] 2] AL BhE A oux}ssaw 2G| ofstol stk

Bttt Predicate A= o]o] thstol BAS AZstam, AH FAL o2 ALAY
CEe

Predicate A= =53 53] T4 9 AR Ho9¥3](Board of Patent Appeals
and Interferences, ©|3} Y30l G2 A7)t AT, AAITE A S Ao st AE4
A= 35ty FAAE HASHATE o]0l tiste] HARRE oudt o|f= FHSHA] dtem,
HAAPEA S Foto] HAZH Aol 5= AU

HAAEZ7E SaE & Asiads Azt Q7N ew, Distributive Abs Hdfiad AAb
oA Kgel FAYA Bl 53 Fas skt A2 o3t Distributive ARe] 54
o] FoJ5}3t}. “said at least one index”ol4 “at least one said index”2 H A3+ Z& A
THE 25k Ao BEYshy, XX “instantiating” ©@AIE BASIY], o]& F ©AY “first
instantiating” ¥ “second instantiating”® R A3F A& AL Qo] AR A WA sfgsict
= ekolt, A S Distributive A S5] a0 #3F oFAlRE A4S <1853t
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A3 71420k T4 ZHA

4, FaERY Ba

o

A. Amendment of “said at least one index” to “at least one said index”

35 U.S.C. § 805 4ol o3k, AAAAol A S5 37 H 9IS S ofmet o) v
A B A 7k S8 EA erach TN Bee] el Saels 3R
ol sdsl, o= 35 U.S.C. § 305 Iuto g EsajatyolA Hajxte] Ao s
e 4 lch, AT B o] Teke Fg) dlHlel Aol

AR LS H 3 “instantiating” @A A “said” &9 o5 HHS Aol St

A et gkt AYH UL “said” 9] oujof fishe], “9rA AFSHaforementioned)”
9] oJu|& 3435}, “generating” WA A TSI RE “index” & BF “instantiating” ©@A

of s sh= Ao= wtshgith, E3, ojote A or HARE -9 w22l “instantiating
at least one said index” - “generating” TA oA ATt “index” & HF AFstaL A &
thal Attt A2 o R FAHYUL “said at least one index” o4 “at least one said
index” &2 HAT A2 F3 130 MS Wl A ek sl

B. Amendment of “instantiating” to “first instantiating” and “second instantiating”

o°|'

AL “instantiating” ©AE “first instantiating” ¥ “second instantiating” = 2%
7o) ‘798 Blol A7 190 MR ALHOR WAsA gtk ABSIAT ol B

YU BRYE § 252 Y 0N A0S DA 9 FYSTRE ATk YU B3
A Aol A “comparing” HA= F 7He] “instantiating” GAE BRE = AR WA
12 glom, o] wWAA Q] o] AbAEE Ao “instantiating” % “comparing” ©A L A
I }E]_ sk a_odr,]. AF712] HAL o]yt AFES Edlel= Aoz Al AR A WAL | Y
FAHULS 4719 o|F=A AR o] Faef oA TdS 183t AL Trlsta

ct.

0

r>4 rir

l.

O

ol
ol 11]

i

_l‘

O

5513

5. History Map

(1) California HHAHHY (2001-10—23)

(2) A<=3Pa YU (CAFC) (2008-10-09)
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6. Q18417

Quantum Corp. v. Rodime, PLC, 65 F.3d 1577, 1584 (Fed. Cir. 1995)
Creo Prods., Inc, v. Presstek, Inc., 305 F.3d 1337, 1344 (Fed. Cir. 2002)
Medtronic, Inc. v. Guidant Corp., 465 F.3d 1360, 1374 (Fed. Cir. 2006)
Medichem, S.A. v. Rolabo, S.L., 353 F.3d 928, 933 (Fed. Cir. 2003)
Laitram Corp. v. NEC Corp., 163 F.3d 1342, 1346—47 (Fed. Cir. 1998)

446



No. 95 Ricoh Company, Ltd. v. Quanta Computer Inc.

1 A AR AR

2l a RICOH COMPANY, LTD. (f31—-34:21)

John C, Rozendaal, Kellogg, Huber, Hansen, Todd
(Washington, DC)

QUANTA COMPUTER INC., QUANTA STORAGE, INC,,
QUANTA COMPUTER USA, INC,, and NU TECHNOLOGY, INC,

0 oz A ESN)
BUSINESS LINE DATA, PHILIPS OPTICAL STORAGE,
and PHILIPS TAIWAN, LTD, (¥11)

1] a1l el Terrence D. Garnett, Paul, Hastings (Los Angeles, California)

Fad AAAHS 2007-1567 ( AHb) ( FAAA} : 2008—-12—-23 )

Arolg, Ay, 5w

AFFIRMED-IN-PART, VACATED—-IN—-PART, AND
REMANDED—IN—-PART

A Al THA DYK

QA AR S 06—CV—-0462 ( Al AL} : 2006—08—24 )

the United States District Court for the Western District of

A4
Wisconsin ( WI) ( DCT)
U.S. Patent No. 6,631,109
U.S. Patent No, 6,172,955
S
U.S. Patent No, 5,063,552
U.S. Patent No. 6,661,755
T 35 U.S.C. § 103

ZIEgZoF " AE FHx3
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THAYA A-R6l / - E /A
2. AFduiA
H AbAE Y39 Ricoh Company, Ltd, (©]3}, Ricoh) 7} Wisconsin A FAHH A
o] Ao FaA|7)5 A EA] A YL 911¢] Quanta Computer Inc. (©]3}, QCI),

Quanta Storage, Inc. (¢]3}, QSI), Quanta Computer USA, Inc. (°]3}, QCA) 2 NU
Technology, Inc. (¢]3}, NU) of tigt 2= A5 7|ZFstoint, ofAlsdol A A2 vl=
53] 6,631,109% (°]s}, 109 £3]) 9] sl F4&-2> AP 804 SZ0o] =t Faef 3
ot stglom, FA7E He AlES ul=5s] 6,172,955% (o8}, ‘955 5§9]) o WS A
AJBHA] okokThal 3hglem, Ricoh Abe m]=E3] 5,063,552% (o]sf, 552 53]) U w753
6,661,755% (o8}, 755 53]) 9 A E= HHAEE AT ST SAE AESHA X5HA

FaH L2 (1) Quanta AFe] 71 Z3), (2) QST A #

Ao 9 ol 22 wage] glo] B
WA 712 Agstrkn Bekste], g Riel A AMHY BAL shrlsaL, o]9le] Fio)A
£ AP BAS Qg

A7 G Bt Priia Sefold %] Bat AOEA, /|8 /s Braa W Se
o] H(CD-R, DVD-R)E o]§3o] AHgAH GFHOR tol8 7153k, 4715 7Fsat Fu)
23 9 Eefo]H(CD-RW, DVD-RW)E o|-§3to] AHgAHE Hol8E /1%, A4, o277}
T 4 9t /1B SEE 7% S29] s om BHH

109 53] RW tl230] 452 7|Sstiy Bag 54 B2 A

i
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2

An optical recording method which records a sequence of data blocks onto a
recording layer of an optical recording medium by emitting light to the recording
layer of the medium and changing a phase of a recording material of the recording
layer, comprising the steps of:

applying a light source driving power to a light source to control emission of a light
beam to the recording layer of the medium, the driving power including a sequence of
mark and space portions, each mark portion having a pulse width that corresponds to
a multiple of a period T of a write clock based on a write data modulation method;

setting a multi—pulse waveform of each mark portion of the driving power that

includes a front—end portion, a multi—pulse portion and a tail—end portion, the
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front—end portion having a first pulse width t1 with a high—power write level Pw
and starting from a middle—power erase level Pe, the multi—pulse portion including a
sequence of write pulses each having a second pulse width t2 with the write level Pw
and a third pulse width t3 with a low—power base level Pb, the multi—pulse portion
having a given duty ratio z = t2/(t2 + t3), and the tail—end portion having a fourth
pulse width t4 with the base level Pb and ending at the erase level Pe;

setting a linear velocity of rotation of the medium at a controlled speed; and

controlling the waveform when the linear velocity of rotation of the medium is set
in a high—speed range from 5 m/s to 28 m/s, such that the first pulse width t1 of the
front—end portion ranges 0.1T to 1T and the fourth pulse width t4 of the tail—end
portion ranges 0.2T to 1,3T,

552 B3l PAd B SE Aol Wy @ Ao
cheat 2t

A method for controlling an information recording and/or reproduction speed “f”

3 Zloleh, A%yt B B 132

r
r

and a rotation speed “n” of an optical disk used in an information recording and/
or reproduction device, said optical disk having a plurality of tracks in the form of
concentric circles or a spiral, said information recording and/or reproduction device
being adapted to access said tracks by means of a light beam while rotating said
optical disk, thereby to optically record information on or reproduce information from
said tracks, said method comprising the steps of:

dividing said tracks into a plurality of concentric annular blocks which are different

in radius from each other;

changing said information recording and/or reproduction speed “f” in accordance
with the radius of a track to be accessed in such a manner that said recording and/or
reproduction speed “f” is constant within a block but different as between said blocks
depending on the block radii; and

changing said rotation speed “n” of said optical disk in such a manner that f/(n—r1)

is constant, where “r” is the radius of said track to be accessed,

755 B3|k ThE AIHS o] 83 Hlolel 712 whle] Bt Zlolth, 443} waH 2
cheat 2,

A method of recording on an optical disc recording media, said method comprising

1

T 192

0:

the steps of:

transferring stored input information to an encoder;
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transferring encoded information to a record circuit,;

causing an input buffer to contain less than a threshold amount of said input
information; and

when said input buffer contains less than the threshold amount of said input
information, pausing said transferring of said encoded information, to stop said
record circuit at a first point on said optical disk recording media while maintaining
said encoded information; and

wherein said record circuit does not write any run—out blocks while paused.,

3. AU Wt

o

QCI Ah= kR ES A5 XHXO*XPOIU% A AHAE AR AES dfehA = o=t QCI
A= OEM Al A2 A AlES th2 jatel dufdich, QCT A= QSI AR} 1/3 A& 7kA]3L
sh=tl, Bl SlAE T A EepelHg Alxsh, Al OEM AAbdAelet, ek, QCL Ak
2| Lol B4l QCA AR 10% ool A& 7HA L Gl=dl, e BAke mER 2] A
°|eh. QCI A, QSI AR Bl QCA AR= ©]3} Quanta AFR HetH.

Ricoh A= Quanta AF W NU AFS A= slo] HG4 539 “4175& 75!{”4 e AAde =
o}, A Yo okATALS £l (1) 109 £35]9 T e AEsiy, (2) ‘955 £35]9) T
A g2 A=A gkeren, (3) EAIZE H AA|7F 552 3 9 755 E5]9] HHE AAI

LA]9] of o] T ALUTA 2| FA} ek HASH,

552 53] % 755 5317k Quanta A} % NU At 9Jato] Faf=gl=xo] dhstel, (1) Quanta
At Sl ESES wekstAL B Slg AF-S & Ao] oh7] wiRe] A HalE Wyt
A SFGkera SHOH, (2) NU A9 A8 AR B AEASI7E Hae] wnh Axskno]
gstel Ricoh A7k olm@ FAR AEeA ekty] thiel, AskE 2RO, (3) Quanta
AL ELNU A9 71of 81 st ehgrom, (4) Quanta bS] A3h fE 9 WAEHA) o
stk ashelch meba), A YE Ricoh ALY RE JTUEEL RAST FIBAZA 3
F717ke] BAL Sk,

o

4, G2 BT

o

o

ARALL 109 B39 FTY 13 D 4L FUES 08982725 (0f3F, §9 ‘272 53 o
K53 07379628 (olst, R ‘962 Sa))okel AIA Aysietn J&ﬁ}aﬁu}. ff&ia%g%
o ESoIA BFF 19 B 439 THAL WL RE AART 932 FASHAe Ricoh A
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AN 9] Act, PR FUSHYG 37 YL of
sto] T M glolA FHEE RES Selsha oefah Rio] A Agsiths Beke H1% 4 ¢
cha wrch
‘955 55|19k Watste], HTa 8-128- WA VIE=A BrlATol QlojA ZAs: B} A
T4 gk, AWHAS AHFHTNA Ricoh AE BAZE E G P 7] Es)
L Ige At ofwst SAR AZshA haltha ARk, vAN FABAL A83S
of, @A AUl Bere] FeIsto] Ricoh AF HHFA BAG ARTA 70 A
shstele-e Salshect

5. History Map

(1)Wisconsin A H-AHH Y (2006—08-23)

(2) AH<EIFgAHU(CAFC)(2008-12-23)

Anderson v, Liberty Lobby, Inc., 477 U.S. 242, 247 — 48 (1986)
Micro Chem., Inc. v. Lextron, Inc., 318 F.3d 1119, 1121 (Fed. Cir. 2003)

Ethicon Endo—Surgery, Inc. v. U.S. Surgical Corp., 149 F.3d 1309, 1315 (Fed. Cir.
1998)

Ormco Corp. v. Align Tech., Inc., 463 F.3d 1299, 1311 (Fed. Cir. 2006)
Iron Grip Barbell Co. v. USA Sports, Inc., 392 F.3d 1317, 1322 (Fed. Cir, 2004)

Optivus Tech., Inc. v. Ion Beam Applications S.A., 469 F.3d 978, 989 (Fed. Cir.
2006)

BMC Res., Inc. v. Paymentech, L.P., 498 F.3d 1373, 1379 (Fed. Cir. 2007)
NTP, Inc. v. Research In Motion, Ltd., 418 F.3d 1282, 1321 (Fed. Cir. 2005)

451



No. 96 Transcore, Lp. v. Electronic Transaction Consultants, Corp.

L AR AAARRE

& a TRANSCORE, LP and TC LICENSE, LTD, (¢i1—3}4x2l)
Qe el William J. Robinson, Foley & Lardner LLP (Los Angeles,
California)
- ELECTRONIC TRANSACTION CONSULTANTS CORPORATION
T (@m-wge)
] 3ol g9l John R, Emerson, Haynes and Boone, LLP (Dallas, Texas)
A AAHS 2008—1430 ( ¥HF) (THALUA} : 2009-04-08 )
GERK
Fay BN
AFFIRMED
Pl WA GAJARSA
AR S 05—-CV—2316 ( A&YUA} : 2005—11-23 )
o] 1w o] the United States District Court for the Northern District of
seEE Texas (TX ) ( DCT)
U.S. Patent No, 5,805,082
T E 5 U.S. Patent No, 5,289,183
U.S. Patent No. 5,406,275
T -

2. AHduA

2 AbALE TransCore, LP 9 TC License, Ltd. (°]3}, TransCore) 7} Texas &2
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9] okAlgA Y AA 7S AFAo|tE, AH A2 TransCore AR Electronic Transaction
Consultants Corp. (°|3}, ETC) o tigt E3]d oo He|F42 S5 Axlo]Zof 93}
of AxE = ok #wustich, o] gt IekS TransCore AF2} Mark IV Industries (©]3},
Mark IV) Atolof] A A Aloke] ZASH= ALz,

Mark IV A= ETC AP} AX|8F AZEo] 23
L TransCore Aol E35]Y 32he wre o], 3
9

oje} TRt 7leS HAskal Sk

e

3. YA #

2000 TransCore A= AR Mark IV ARS AT 2 7] 2] E8]of gt sfaxd& Al7]
shaich, sie 22d2 stefjAoFS Foto] Ao, Mark IV Ak W9l 29 9 AESh= 4
T HE o) 2719 di7k= A 4508 FE A& FYskith. Aok W e E7]9] W8 X 54
£ B A 4 Aol

R Aoke] Yg-e theat gt

3. In exchange for the payment set forth in paragraph 1, TCI hereby agrees and
covenants not to bring any demand, claim, lawsuit, or action against Mark IV for
future infringement of any of United States Patent Nos. 5,805,082; 5,289,183;
5,406,275, 5,144,553, 5,086,389, 5,751,973, 5,347,274, 5,351,187; 5,253,162, and
4,303,904, or any foreign counterparts of the aforesaid United States Patents, for
the entire remainder of the terms of the respective United States Patents and their
foreign counterparts. This Covenant Not To Sue shall not apply to any other patents
issued as of the effective date of this Agreement or to be issued in the future.

ook ook

8. TCI, TII and GRAVELLE, for themselves and their respective predecessors,
successors, heirs and assigns, fully and forever release, discharge and dismiss all
claims, demands, actions, causes of action, liens and rights, in law or in equity

(known, unknown, contingent, accrued,

inchoate or otherwise), existing as of June 26, 2001, that they have against MARK
IV, and its officers, directors, employees, representatives and attorneys of MARK IV,
but excluding any claims for breach of this Agreement, No express or implied license
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20094 1| ZE 3]

or future release whatsoever is granted to MARK IV or to any third party by this

Release.
ETC A= B8 Aol BEE Ajag E5F 9 AXdeE Hopol| A= Aoy, Hds
ETC Al= dg|o]|zFE 14w 2 FAM(Illinois State Toll Highway Authonty, o]3}, ISTHA)

of W sHE H4 ALHE AIF AAshs A HESRE k= Yz Aljtell 53kt Al
oFo] Y822 ETC A= ISTHA % Mark IV APZF FLufigt S8 & A A A" A AA|sk=
2 glo] 9J3lt}t. TransCore A= ETC AFE ATE b]=E3F] 5,805,082% (0]3}, ‘082 E3),
1:?501 5,289,183% (0|3}, 183 £3]), u|=ZES| 5,406,2753 (0|3}, 275 £3]), u|ZES]
6,653,9463% (o]s}, ‘946 £3]) 9] Mg F4st S5 ~E A|7]sHo

A HFH YL TransCore — Mark IV &9]9] a8 0| TransCore - ETC 7F &% u|x= HE
A ggFo] tisto] S 7R oM, oF FARFlA olet WS AP Aol AYS aFI
ETC A= ofAld AAE &3tol AAke] A= TransCore - Mark 7F Z|ofuf-g-ol <fsf
3-8 Zloln, IARA E5ax, A=A goldls, HEY SRS 45T 20089 5
9 22¢ A Ee] ETC A ekaldbd A5 Q1-8381aL, TransCore AFY] A5 7|Z18HATt
Mark IV AFe] #jdd9+= TransCore - Mark 7+ AloFol| oJ3l] &&= T3t A|AHof 3
3k TransCore AFe] Hel= AZIE Ikl Tt Aoloh, A2 ol 2fgh X de] dete|
Folagict,

4, FaH L

rEl

o

TransCore Al= Mark @}9] Aok
24 Buggiols WA 242 s,
= Aol siM= HsF o sfFshe e 3
= A, BulE 9% AT, o), e %

o1 AA ] 2L B YTk Ao

& AR A3k, A )89
bEgEtn g o7l A

FESE FFEHE ZHAlo]| 9o X TransCore A= TransCore — Mark IV 71e] A ko A il

Lol A glAde= Alddstoint, 22 o g2 A A o] Mark IV ARS| il 8
9= 3851, TransCore AFY] E3 WL ARt Aeksiey) @ &7 glckar 349}

9. History Map

(1) Texas EEXHFH A (2005—11—-23)
SEPR
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A3 71=gord &

(2) AY<=3FAHU(CAFC)(2009-04-08)

Anderson v, Liberty Lobby, Inc., 477 U.S. 242, 247 — 48 (1986)
court, Micro Chem., Inc. v. Lextron, Inc., 318 F.3d 1119, 1121 (Fed. Cir. 2003)

Ethicon Endo—Surgery, Inc. v. U.S. Surgical Corp., 149 F.3d 1309, 1315 (Fed. Cir.
1998)

Jacobs v. Nintendo of America, Inc., 370 F.3d 1097 (Fed. Cir. 2004)

Leatherman Tool Group Inc. v. Cooper Indus., Inc., 131 F.3d 1011, 1015 (Fed. Cir.
1997)
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No. 97 Princo Corp. v. International Trade Commission

AP AR

PRINCO CORPORATION and PRINCO AMERICA

o_] =7
= CORPORATION (4:91)
Eric L. Wesenberg, Orrick, Herrington & Sutcliffe LLP (Menlo

Amcjeiel
il Park, California)
INTERNATIONAL TRADE COMMISSION (7]3}4~¢l)
W 3
U.S. PHILIPS CORPORATION (2}7}2l)

Clara Kuehn, Attorney, Office of the General Counsel, United
States International Trade Commission (Washington, DC)

Fjaref gl
Jonathan G, Cedarbaum, Wilmer Cutler Pickering Hale and

Dorr LLP (Washington, DC)
2007—-1386 ( &yt ) (HA LA} : 2009—-04—-20 )

HE

otk
B>
jubad

>~
)
r\l

AKQLG, FH], S5na

P wAWS
AFFIRMED—IN—-PART, VACATED—IN—PART, and REMANDED

A4 AL DYK
Investigation No, 337—TA—568 ( A4} 1 2002—07—26 )

the United States International Trade Commission(ITC) ( ITC ) (

ITC)
U.S. Patent No. 4,807,209

U.S. Patent No, 4,962,493
e U.S. Patent No, 4,972,401
e U.S. Patent No. 5,023,856
U.S. Patent No. 4,999,825
U.S. Patent No, 5,418,764

456



ek R AE  FHAE

A Ssdds/ /

2. Al

Princo Corporation % Princo America Corporation (©]|3}, Princo) & uv]at A F LA
3)(olst, Y1€3) 2F Al F2A7] st Y1¥3= Princo AF =43 HHYE Az
7} U.S. Philips Corporation (©]3}, Philips)AlF 253t 6719 E5& Hslsldcta A5t S
™, Princo AFe] 53| F-83 =g Yol 54-E uij A5l

lo

2o A Princo A= Philips AF9] gholAllA A A3 Best E5]H G- dhetol A x|\
LFE WUt F%th (1) Philips A= gholdlA A2k oA v E3E 2
o 2 Hodst o]e]e #Hstgon, (2) Philips AF= Sony AR} Orange Book ©f ti3t 7
7124 Lagadec 535 foldlAstA] k7|2 dtolsiqint, e E6|d Fgof w3t
Princo A19] F4-& i3} 91sle] 43¢ Algshaict
B FAAS Edlo] AbAS & W oA tr, U.S. Philips Corp. v. Int’l Trade Comm'n,
4924 F.3d 1179 (Fed. Cir. 2005) (“Philips I”)

el =] gheAr

) Ui"l [‘l((_),
o
)

A]

O:

U.S. Philips Corp. v. Princo Corp., 173 F. App’x 832 (Fed. Cir. 2006) (“Philips 1I”)
; Philips A7} Princo AFS A& |73 E5] 2 A
In re Princo Corp., 478 F.3d 1345 (Fed. Cir. 2007) (“Philips III")

A EONA SAlS o] F= AF2 Princo AR Philips AFe] S50 tigt e3¢z S5 d
8o o A3t H 5 QA ofFoltt, GAAREY 49 vl ot 2, Philips
AF 9l 3719] 2 $]AKSony, Taiyo Yuden, ¥ Ricoh) + CD—R(recordable compact disc)
2 CD—-RW(rewritable compact disc) A|Zo] W3t E5HS H&3t U}, olyst E5F
YUF= “Orange Book” 32 WE+=d 3% tlA3 7|53 B3ttt Orange Book &
Philips AF2} Sony A7} 1980W o SuERE] 1990t ZHlo] 3% 7|dbst 7|&FFo|th, CD-R
% CD-RW H23.9] Al2AA= Al&tE "7t HpEol 2" CD-ROM Egto]lH, CD &
glojo] o] Ax|et T2te 4= QIE5 Orange Book 7]& #3& 570t AlFS Alx3th

1990d ) &1t FAFEE Orange Book I} TS CD-R 2 CD-RW E3 &2 A7 =2 oF
AataL, ofo]l tigh 2HE 4=2]& $Iste] Sony, Taiyo Yuden, ¥ Ricoh = Philips A7} 8ig
£38&2 2|8kl Orange Book & WEs HAIAE A|25HaA} sk AARlA #7]4] 2tolAl
25 ot s Ut Fofshqitt, CD-R ¥ #&s A= Philips, Sony, % Taiyo Yuden 7}
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E5|7F &2 g8kl en], CD-RW ¢ #&8j| 4= Philips, Sony, % Ricoh 7} ®f-3t
&< B3kt Orange Book YAa Aits 3Wshe Al YAb= Philips AP AlE
5 A

ajsiof o, 8 53 eolMlag AFHA Bt

| 7]12] gfo]AMAE Folo] AR golAlanre E5E Foto] A== fAaa 3 A
£ REEE A& oF it} ol faza Azl Tolsts 55| S0 neta REEE
A &= Aol ofel, AAE = Azl ool wpeba] AxAA= REEE A Esk= ﬂOlaier.
Princo A= 19979 Philips AFREE] 9j7]] glo]dAE FESGAT, 2HEQ A& AR
SkaL QLiT,

Philips Ab= $J3lo] A4E Fdto] o8] AxUAEo°] Philips A E3]& st
E fAEE $¢15to 24 19 U.S.C. § 1337(a)(D(B) 7482 Yurstgicta =45}
FAo= E5]E0 Fostal = tE 3Ake] EdfRsfof ek Ag2 2FE o] A
200249 7Y 26 YU = AFEAE Z5te], Princo APE ZIFER] 92 197]9] 34
12 A3}, ©]F Princo A= #7F Ao w2 A 27E i)

of
o flr

O_
=

&
2

b

5

is

1o 32 @

&0
3
o

Princo AH= Zp4lo] =915t t]A~=7} Philips Ate] 53] Hel@ 9ol alddhs At
il S5l F82 F4sko] &3tk Princo A= Philips APF 7H4 27
A2 7 5& Foto]l e 5519 ad s FdstA &4t ki 3453t
01% §H7]7\] ﬂ'ol*ﬂi’% &5kl AddA 2 CD-R Y CD-RW Alx£dh=t] 3lo] F42lolx] ¢
25 Zradra Qlvpal ek gith, YA T A= o] 2]t Princo AR
o &9 0}0:] Phlhps AF 9l ThE EFE 1A 3AE0] ARIIARL 2 Ao s AL 2
% ’3]"2'13‘11, Ao R e AzdAeES A WEs oz 7HA] 738 29EHE 7
char Aeekelel, o7l 54 ARkl et A4 =dE WA= x3EE

|

|

rl

1:014
1%
rir
)
2
)
Ay
Y
o
(o]
P
>.
1;
S

2 ot
g
=
S
)]
>~
>
lo
0\1
é
")
2.
£
N
RN
g&
2
z

FaMUL 9717 eoldlie A ZWS LesEon, B3 AFET B 552 1
obA] SfolHlzati: Rt sk 1B B 558 QUE olMladte RS TEAOE v
e e AFSHAT EF, FLUALS 714 oMol ulEAHoley F4E T G 4
el S5l thate] 714HQl Wl B 714S FAsHE A2 BET Orange Book
H20) 242 §Iat WAQ 7)o AgtEthe Wtolth ER, A /1SS oluld S3leh 7
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A3 71420k T4 ZHA

)

sto] Ao R A 73 thE 7so] 28-S S oA Xetkal okl dstict
kAo A Princo A= EA ] E3|7F E3|&0 g o] wj7]X] gtolAlA Aefo] E3]H Y
‘é% of sttt st dld E5l= vl=rE3s] 4,942,565%5 (0|3}, Lagadec 53] Ei=
5 £3]) o|t}, Lagadec £3]9} Philips AH9] 0] ZE3] 4,999,825%, U]ZES]| 5,023,8563
(0 5}, Raaymakers £3%]) &= CD—R/RW E3&|&9] =%t} Raaymakers 8= A4-ES

off sl thEol Yot FadoAe] P Lagadee E317k BHESI S|geksA o
3ol A%

Lagadec €3¢} Raaymakers £3]+= 1980¢t] ¥t CD-R 7|<& 7ol 3% %Fod3t Philips
AM}F Sony Abell oJsfiA] ©AgstITh o= CD-R/RW of BlolHE 7|58 off oA 9 olF 7
25 7lo|=ske ngY UAg el el 12 H (pregroove) EFo] Tt Aojth, L7 R = o
Agk Aol e obYx|et, 2 H 2 e 2= $-E(wobble)S 2= Zoltt, a4
Zt= 9-E(wobble)> CD-R/RW ¢ 3 £=& Aolsl7] fJste] 25 A1 EA HFLT]ofx

A
AHEEl=Y], ol HAaart g3y 5t #8E S5 R IS sh= 7] e St Y
2E #3 7d 2ol A Philips AF 2 Sony AR AU ol= thefet B o] s 7)Eoll Bt
AFAE wstg=dl, olF sturt 7ISHA] &2 CD-R/RW t2=of glojH A& Q1=
8= 7|5 °lth.

Sony Atel Philips A= CD—R/RW #|3t] 9] glojA|7} 22| 1fH EHS metx 54 A[7E
w3 54 dolelo] YIAGES AYaHe 4L AuEHE Ho| B
MEAo 2 Asfdlef] 24351 tt, Philips A= obd =2 whof o3k ®BMH-S A Ao,
Sony A= A g WS A AI5FETE Absolute Time in Pregroove (ATIP) 2 €& %l Philips
ARe] opd 21’2 Raaymakers £38]9F ¥H&Hs}to], Sony A2 D]X]Eq RS Lagadec 53]
o} WAL, F 7EE AR BB BAST /|ERA, B B /)43 AFealo] Az aas

£ % /)42 Aokt dTeold 5e) ehec

Philips AF2} Sony A= Orange Book #3904 Raaymakers E3& A&7 =2 44354
o}, 3}AE, Lagadec §3]= CD—R % CD—RW o} ¥ 9j7]#] glojdll2of 3= Qi) a7
2] golAlAE Orange Book &S W2l tAIE AABIE Lagadec E3]2 Zalsl= E3)
£o] ALE-2 523 Wolnl, Lagadee S3IA] AAISHL Q= CAE hel <J3t T Az 4
714% slekt AL optt.

20074d 2¢ 59 Q3= shAl HE2AAL 319t Philips AP E3HE Y&
BAFATALY] 28-S 3715 Princo AR B2 AJ5-9] Philips AHe] 67]2] 55
gar, T HFTEL FAEL 7R 9Jo . Section 337 oA FAS= AL
- Zoll #193l= a4 = Wtk o]oll Princo A7} 4xA7] SF3AT

—
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E5H 82 EF ] o W3t dHHAL] Wojo|t, EFW E8 oo wue E
E ES 24 9 a3 st s E5Ee] HYE
BdstA| A=A ofFoltt Princo A= #7]1A] 2he]AllA Y Lagadec §3]9] o]8-of 3!

5] HEa AriolA &xsto]

@)
o)
=]
<
~
el
©o
e
=
=
n
>~
el
1o
)
©
1o
i)
X
i
x
i
o=
o
o
rlr
A

o. History Map

()5 4 599 9191 8] (ITC)(2002-07-26)
37712

(2) AL FAHY(CAFC)(2009—-03-20)

Mallinckrodt, Inc. v. Medipart, Inc., 976 F.2d 700, 704 (Fed. Cir. 1992)
C.R. Bard, Inc. v. M3 Sys., Inc., 157 F.3d 1340, 1372 (Fed. Cir, 1998)

Va. Panel Corp. v. MAC Panel Co., 133 F.3d 860, 869 (Fed. Cir, 1997)
Qualcomm Inc, v. Broadcomm Corp., 548 F.3d 1004, 1013 (Fed. Cir. 2008)
Rambus Inc, v, Infineon Techs. AG, 318 F.3d 1081, 1100 (Fed. Cir. 2003)

CFMT, Inc. v. Yieldup International Corp., 349 F.3d 1333, 1338 (Fed. Cir. 2003)
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No. 98 Clearvalue, Inc. v. Pearl River Plymers, Inc.

1, A MR

CLEARVALUE, INC,
) I RICHARD ALAN HAASE (93a1—384-¢1)
GORDON WAGGETT (Sanctioned Party—3aF4¢l)

Geoffrey P, Culbertson, Patton, Tidwell & Schroeder, L.L.P,

L3 o]
gt (Texarkana, Texas)
PEARL RIVER POLYMERS, INC,, POLYCHEMIE, INC.,
v Al SNF, INC,, POLYDYNE, INC,, and SNF HOLDING COMPANY
(9] 31— )
o3 elel R. Russell Hollenbeck, Wright Brown & Close, LLP (Houston,

Texas)

YA AbAHS 2007-1487, —1176 ( ) (A LA} 1 2009-03-24 )

ARolg HEuly| ZhEuhd
g HEYy s
AFFIRMED-IN-PART, REVERSED—-IN-PART, REMANDED
A4 TAL SCHALL

AAAAHS 06—CV—0197 ( AlALA} : 2005—-01-04 )

the United States District Court for the Eastern District of
Texas (TX ) ( DCT)

HHES] U.S. Patent No. 6,120,690

T 35 U.S.C. § 285

g2 " AE A At

e & (monetary sanction) / /

rd
r
o2
k)
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ClearValue, Inc. (©]3}, ClearValue), Richard Alan Haase (©]3}, Haase), H3EA}
Gordon Waggett (|3}, Waggett) 2 2007d 12 21¥ Texas THA|LHAL = T
tisle] aAA7] 3Tt Texas FH-AWH UL ClearValue A % Haase A7} Pearl River
Polymers, Inc. (©|3}, Pearl River); Polychemie, Inc.; SNF, Inc.: Polydyne, Inc.; and
SNF Holding Company (]38}, #ga0) &S A2 A7|et S8]3s] @ Jduld §-8(trade
secret misappropriation)of] Tk AFolA M 1S ZFeE S| AN E Fsts HaS
gk u} ofof gFaxA7] 7k Aolth,

AP RAL tha Tt o] BT,

1. Struck ClearValue's and Haase's pleadings, under Fed. R. Civ. P, 37 and the
court’s inherent powers, and entered judgment for Appellees on ClearValue's and
Haase’s claims and Appellees’ counterclaims, Among other things, this action resulted

in the ‘690 patent being rendered invalid.,

2. Awarded Appellees recovery of attorney’s fees, costs, and expenses incurred
between November 29, 2005, and June 28, 2007 as follows:

a. $121,107.38 in attorney’s fees, under Fed., R. Civ. P. 26 and 37, against
Appellants jointly and severally;

b. $306,863.87 in attorney’s fees and $613,410.74 in costs and expenses, under the
court’s inherent powers, against Appellants jointly and severally;

c. $1,628,039.05 in attorney’s fees, under 35 U.S.C. § 285, against Appellants jointly

and severally, and

d. $47,677.30 as costs, under 28 U.S.C. § 1920, against Appellants jointly and
severally.

AR AL A < &

A 2,717,098.34 2o Sot= delE Fako] HAS ST FaHY
Q120] Hekaols WAsa bt Zo] Wast,
1. Affirm the finding of sanctionable conduct;

2. Affirm the award of $121,107.38 in attorney’s fees under Rules 26 and 37 as to
ClearValue and Haase, but reverse as to Waggett,

3. Reverse the order under Rule 37 and the court’s inherent powers (1) striking
ClearValue and Haase's pleadings and (2) entering judgment in favor of Appellees on

ClearValue and Haase’s claims and Appellees’ counterclaims;

462



4. Reverse the award of attorney’s fees, costs, and expenses under the court’s
inherent powers,

5. Reverse the award of attorney’s fees under 35 U.S.C. § 285; and
6. Reverse the award of costs under 28 U.S.C. § 1920,

oA F7PE wEAel thsto] Rele W RRa|s, S

(@]

Haase + ClearValue A} A=x}o|x}, 119] oy, ‘690 &
Haase = ClearValue Atoll E3]0) gt =84 ato]AIAE 58313
ApA gltopoll A AFYE FIstaL Qo X9 A AlES
A 690 E5jollA Aok = 7= ARESEAL Slt 690 5§35 =
Fulg EYHE o] &3t H= F3F FA o Tk Ao, Hle=AHE st AHEA ADS g
EALS] AHA 2 E AR

B 19 et gt

1. A process for clarification of water of raw alkalinity less than or equal to 50 ppm
by chemical treatment, said process comprising:

adding to the water and, prior to or after adding to the water, blending at least one
aluminum polymer with a high molecular weight quaternized ammonium polymer in
an amount sufficient to form a flocculated suspension in the water and to remove
turbidity from the water, said high molecular weight quaternized ammonium polymer
comprising at least an effective amount of

high molecular weight di—allyl di—methyl ammonium chloride (DADMAC) having a
molecular weight of at least approximately 1,000,000 to approximately 3,000,000 and

said aluminum polymer including at least an effective amount of poly—aluminum

hydroxychloride of a basicity equal to or greater than 50%,

2002 ZHb7| Pearl River AM7} ClearValue Abo] tfst 242 Fustal tj7o) wshe] 4
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2009¢ o|=-

E ATz A= TREUT. Haase & &Fol4 ClearValue AME Ti3E3}7] 918}
WaggettE 1183ttt 2005 1Y 4Y ClearValue AF ¥ Haase = HFARE5S AR 2]
e, s, GAHE F-&(trade secret misappropriation), HIZfA9F B2, =
54 A= ol 2 &E A7l

) 79} BeEdslo] ClearValue AF @ Haase &= Pearl River AF2] 4820 DADMAC A&
AEA EHRA 690 E515 Hastltar =skqlch, W RIS ofof gt RiAaEA v
3 H oA A7 Al AT 55 FEE ot ERITAS AAsHATh AHd e A
Pearl River AF2] DADMAC A|&o| wWigto]/io] BAFS 2h= 1n&AF 24 sdst, 690 &
5]9] A flol &8F=A] ofFolrt,

200549 49 69 AMAIE ZAMAI A4 Pearl River AH= 20058 %= Wi & &A 2
1998 ClearValue A7} WHE3l opA|g o) &gt HA EAE AESsHoTE o] A+ Pearl
River Ate] A|Fo] YWivt BA7F] AAAE Hie AU Hol= Ao|nt, ES, Pearl River
ARz 2001, 2006 2007l Y<=El Ak BabF v)gkelS SHete Al AaH(e]s}, Jordi
HuA)E A&t

A EA Aol A Pearl River Ab= AFARS] 4620 B 4820 DADMAC A&l #35t EApek Ald
ol diste] ClearValue A+ 9 Haase o7l AH=& SASIAAINE, 778kt AL S
MAERE 8208 S84 ek A2 Pl Waggett o Hdo] obyetal ddsioict, &
Haase = ClearValue AFS #15to] A &85 A915taL, S7ARE st on, oF4ad
of gt tf-g-2hS nhelshs & & - ARY] Ao zlo] #

2 o
21'4
E
pac)
T
5y
rQ L
zj
31"
2
v

Haase &= #5dAko] Waggett o] #o{shaittal AR EsHA, 4
Azt giutof| QlojA S22 Aek2 shlvtal sk, 2FA o=
2990l 2007 6 287HA] WAYSE HIAL H|-E W A& B8] tiste] BE-& sttt AA|
=Y 2,717,098.34 D] Gt

N
X

4. Fayide] gd

e

GO A ClearValue, Haase @ Waggett & AHA] A T4 2] HdAlof disle] tf
Fqom, o]yt HAS AQeye] Fof gt Bt Rule 26 2 SA7NAIE A ol A €]
AR NAE I8t GARANA o5 Fateitt, I A R v 2k

(B) Written Report. Unless otherwise stipulated or ordered by the court, this
disclosure must be accompanied by a written report?prepared and signed by the
witness?if the witness is one retained or specially employed to provide expert
testimony in the case or one whose duties as the party’s employee regularly involve
giving expert testimony.
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The report must contain:

(i) a complete statement of all opinions the witness will express and the basis and

reasons for them;
(ii) the data or other information considered by the witness in forming them . . . .

AL, Rule 26 - A SANA Aol A 0] A O e] SAFO. A, T A WAL 4
f3He WE B4, A4 g8 oA, 9B 1450, deld2) 498 Ashn, 34 L ol
£ NA317] Ysto] ALgE 4 lrka St Qe

P2 ClearValue AF 9 Haase 9 A B 7aaxQle] vk tof izt H2lE fsho]
AE A Ao SEshlnh FaeS SAMNANEA B oA vehd 54 A 22
A&t om, ojef WATH AL ol 9] o] HA 352 Rt

5. History Map

(D)Texas =FAHHA(2005-01-04)
exceptional case T2, AQIu]E vl T2

(2) AH<=3FAHU(CAFC)(2009-03-24)

In re Pioneer Hi—Bred Intl, Inc., 238 F.3d 1370, 1375 (Fed. Cir. 2001)

Transclean Corp. v. Bridgewater Servs., Inc., 290 F.3d 1364, 1370 (Fed. Cir. 2002)
Lamar Fin, Corp. v. Adams, 918 F.2d 564, 567 (5th Cir. 1990)

Bonaventure v. Butler, 593 F.2d 625, 626 (5th Cir. 1979)

Medichem, S.A. v. Rolabo, S.L., 437 F.3d 1157, 1171 (Fed. Cir, 2006)
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No. 99 Yingbin Nature Wood Ind. Co. v. International Trade Commission

L AR AAARRE

YINGBIN-NATURE (GUANGDONG) WOOD INDUSTRY CO.,
LTD.

JIANGSU LODGI WOOD INDUSTRY CO., LTD. (&4:2])

E. Joshua Rosenkranz, Heller Ehrman LLP (New York)

INTERNATIONAL TRADE COMMISSION (3] &4:21)
UNILIN BEHEER B.V., FLOORING INDUSTRIES, LTD.
UNILIN FLOORING N.C. LLC (&5%710)

James A, Worth, Attorney, Office of the General Counsel,
United States International Trade Commission (Washington, DC)

John M. DiMatteo, Willkie Farr & Gallagher LLP(New York)

2007-1311 ( &¥H) (HAYUA} 1 2008—07-31 )

e

o

EERE

AFFIRMED

SCHALL

Investigation No. 337—TA—545 ( A|AYA} : 2005-08-03 )

the United States International Trade Commission(ITC) ( ITC ) (
ITC)

U.S. Patent No, 6,006,486
U.S. Patent No. 6,490,836
U.S. Patent No. 6,874,292
U.S. Patent No, 6,928,779

35 U.S.C. § 254

ehulujo| £ uier g




A3 714 ok Bl

TR s A/ AIA Tz A /

Unilin Beheer B.V. Flooring Industries, Ltd. % Unilin Flooring N.C. LLC (|3},
Unilin)o] v]==A 529 ¢ 93] (the United States International Trade Commission, ©]3}
ITC)E A2 section 337 of the Tariff Act of 1930, 19 U.S.C. § 1337(a)(1)(B)ol] A3}
T4 AlolTt,

Unilin AR= 32709] &AL 2pAF B39 u]=1E3] 6,490,8365 (©]8}, 836 £3]), w|=1E73]
6,874,292% (o3}, 292 53]), nl=53] 6,928,779% (ols}, 779 53])& Hdlst= rlylo]
E iy Wl S 9] 9 dujshgiokar =4Sk

292 53l= A e X 5= I

2

[e)

A7 o] Tt Aol 2zl
al

% o
iz
i
Rnd
tu
N
o
rr
oflt
Eu)
tu
oflt
o

He A wAUSS Astal ol ot AU S Foto] A vk
HAE Atolo] EMl(gap)7t FAAEE AL FA[dtk= Aol & of2 542 779 Ed]oA=
E250} TR Aol 5 9IXol W B Erke A0, ok W3k Bel A st v
% g AS 9 Frol)
7 7 Pl
| \‘ ;42 &g /581 P |
7 /// N éﬁ \ N
82 / ‘ﬁ \\\ \\
oA AR
_ ) B > | &

? 2N\ s
S s B 5/" : -
L 7 "‘7@' !
58i f Lp;ﬁ:;‘jé‘fjj Ry 5 B4y |
4 27 OF

3. AWMU B

ZLoll= 3271 3AE 37 3]AF ( Power Dekor Group Co., Ltd. (*Power Dekor Group”),
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Yingbin—Nature Wood Industry Co., Ltd., and Jiangsu Lodgi Wood Industry Co., Ltd.
(o]8}, Power Dekor)7} 3axA| 71815 Tt

FA YA TAR= 58] Hall W 53] R W ZARE AAISHETH Ak (1) 2AF didd
Power Dekor AF2] A& ‘836 £35|2 Aq 18 2 2%, 292 53|19 A3 38 € 489S 3
S5kl kgkem, (2) 779 53519 A 53 W 1732 35 U.S.C. § 11290 oA 7|AEH] = A
2goly, (3) A} tharel Power Dekor AFQ] A|Z-& ‘836 £35]9 A3} 108}, 183)F 2 2382
Aefalgcial BdstTh, [ In re Certain Laminated Floor Panels, Inv, No, 337—TA—545
(Int'l Trade Comm'n July 3, 2006) (“ALJ Determination”)]

ITCE A= 2709 At wste] WA HAYE-S FIHE A9 dF AME 2elsta
11718}t In re Certain Laminated Floor Panels, Inv. No. 337—TA—545 (Int'l Trade
Comm'n Jan. 5, 2007) (“Commission Opinion”).

HATALY] A 2AF Aap @ SAARSR| 7] 25k, ITC: section 337 9J¥F 24 9 19
U.S.C. §1337(d)(2)°ll oA =¥ SA] HHES 3t

o

o

4, Faride] B

i

(
o

o,
2 b
[‘_\Ti julad

o]l 4] Power Dekor A= lower lip claims®] £3] &3] Y the clearance claims®] &
gHITCO A4 EdS A71skAtt. Power Dekor A= 53] el 4 53] f8 &
o ke AR AR SA7F 2 61A] F=rhal 8kt Power Dekor A= RAF Of
9] R E A|Zo] sl o)A+l snap action claimsS A5t cHs T o= 3FAA| 75}

o)

o Mt for
52 o e

~ W

= Y

52
%
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otk

i oxe i
2 b
2 Ao oo

32 N
N

o
Mo 2 2

0] snap action claim
, Power Dekor A7} oo ﬂ*xﬂﬂ 7] o= A
ﬂ‘ﬁ‘:} Power Dekor AFO| A& A7) SFA] o2
o] §89< Bk - Ao|},

Power Dekor AF W ITC+= o3t Unilin AF2] 3ol witislict, Ao A o] A Alet-S
ITCY] = =S4 BHEA9 tiido] == AlEY ‘:HH—J TAlE= Aol &, vl AR 35
o] ag o= Qlsto] ojwgt AFY FEi7Al U SAAZE &= A=A EAlgt= Aot 3
a4 o3k Power Dekor AR 742 Hrol=it,

2
g
o7
Oyl.m
-
o o
o)
o x
ﬁd
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~
>
I
EE
Q
N
N
g
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=
@D
=
w)
@D
=
o
=
~
>
lo
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=
lo
Y

e oo qlo
OOI

mhla rlo ol
oH. O>4
oﬂ

ITC7} Section 337 €l5te) 214 Wels Hyol= AldE £ &4 YWE(limited exclusion
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R34 7)< Hopd el 428

order)2} Uyt 4=¢] 4 "= (general exclusion order)o] Ut} Agh = 4] FPF AL,
ITCO] ZAto|| oJ5te] E4 AfAlo| AN A5 Hao|w At =¢] G2 WF 2] H$-, ITC
O] ZAME "Rk o Aglo] URE mFo7] A8E= 49 SR WHolth, Ay =% FA ¥
F2 At =9 A4 Y-S £330z Fushs AL 4] YA B HsEe 247 5
St 9o WA= gyoltt, E35] Aty A ITC Luk =9 24 HES Ujgl= 3o
A2 o]

5. History Map

(1) 0]= 2R £ 3] (ITC) (2005—08—-03)

(2) A3 PAHA(CAFC) (2008-07-31)

Fuji Photo Film Co., Ltd. v. Intl Trade Comm'n, 474 F.3d 1281, 1286 (Fed. Cir.
2007)

Comair Rotron, Inc. v. Nippon Densan Corp., 49 F.3d 1535, 1537 (Fed. Cir, 1995)
Acumed LLC v, Stryker Corp., 525 F.3d 1319, 1324 (Fed. Cir. 2008)

Del Mar Avionics, Inc., v. Quinton Instrument Co., 836 F.2d 1320, 1324 (Fed. Cir.
1987)

Young Engineers, Inc. v, Int'l Trade Comm'n, 721 F.2d 1305, 1316 (Fed, Cir, 1983)
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No. 100 Larson Manufacturing Co. of South Dakota,
Inc. v. Aluminart Products, Ltd.

1 AR A A AR

470

LARSON MANUFACTURING COMPANY OF SOUTH DAKOTA,

- INC, (f1a1—3k40l)
Charles H. De La Garza, Chaz De La Garza & Associates, LLC
Al .
(Austin, Texas)
ALUMINART PRODUCTS LIMITED
1 ol
and CHAMBERDOOR INDUSTRIES, INC. (3] a1—Xoj&42l)
o3 2ol 'Alan W. Kowalchyk, Merchant & Gould P.C. (Minneapolis,
Minnesota)
A A S 2008—1096, —1174 ( W3l ) ( HE LA : 2009—03—-18 )

AROLG, AR, BT
d WEAWE  AFFIRMED-IN-PART, REVERSED—IN-PART, VACATED—IN—
PART, and REMANDED

FFanAl ThAL SCHALL

QAAAHS 03—-CV—-4244 ( A AL} : 2003—-10—-24 )

the United States District Court for the District of South

o] A1 <]
CEEE Dakota (SD ) ( DCT )
THES] U.S. Patent No. 6,618,998
HHHY 35 U.S.C. §271

seof R AE =

ks =58¥/ /




Larson Manufacturing Company of South Dakota, Inc. (©]3}, Larson) ©| South
Dakota AW U] B2 &F4A]7]8 A2 A, South Dakota AL Larson AR
n|=E£3] 6,618,998% (o3}, ‘998 53]) o 43 148 ¥ 2182] HF+E 712453t ol
= Larson AF7F Aluminart Products Limited ¥ Chamberdoor Industries, Inc, (©]3}
Aluminart) 2 A2 v]=+E3] 6,618,998% (0]3}, ‘998 £3])2] Hal& & Aol

A AL 998 S8l n553814 AHAPER N4 &) &34 3 9l (inequitable conduct)e] 7]
Ql5to] Aol Relgicta yl ou Larson Ate] 478 712kstelet. A48 ee Larson A7}
A AIAFA =z} A 7)) A7 1 AL J_]—zﬂoﬂ/q BEASE 9711 9] 271 A el AR E JAEFA] &
We= THSIAT. Larson AR 7]wbe] o5 wehdh Al o] ek oo} AMMEA A}
=29 %Oé% u?flo}oil =357 O‘HA 4 21_ ’6}‘2‘14 EZF, Aluminart *}h 35 U.S.C. § 285 +F
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, o o
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Larson AR= A1E7Hs3 2388 2= Uaeols iﬂo}ﬂ Lol AES
3= Larson A 0|ZESEY 10/212,465% (0]3}, ‘465 &) o =K E W)
“Zol|7t WMEEE A3YS |5 o] (Door With Variable Length Screen ) 3
o7 gt} djd B35l olF ot 8 AUAlE sk EolE A reka Stk A
< e} o] Eskar, Axelo] Az B Ag o) Habgct ‘998 E3]o o AlX|d
10A of Z=A|%= At e,

2 ARl A ST

bl [e]

Oll __4
Jﬂ
32
o
)
-9,

flo
o
-
ot
—
N

oz theat 2t
A door comprising:

first and second spaced apart jambs, the jambs are connected at one end by a
header and at the other end by a sill wherein each jamb carries an axially oriented
insert track, and an axially oriented fabric track,

elongated, facing, weather stripping located in each fabric track wherein first and
second portions of the weather stripping face one another,

a screen module coupled to the header, the screen module carries a retractable
screen having a selected width and having a free end wherein the free end is attached
to an elongated feed assembly that extends at least across the width of the screen
and which carries an elongated L—shaped connector element;

an insert carried in and movable in the insert tracks wherein the insert is
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positionable at a plurality of 5 locations along the jambs and wherein the connector
element slidably engages an elongated section of the insert whereby as the insert
moves toward the sill the screen is extracted from the module and edges of the screen
and ends of the elongated feed assembly slide in the fabric tracks between facing
weather stripping portions with the screen retracting into the module as the insert
moves toward the header,

998 53]= 2003¢ 9¢ 16¢ TP Een, 20039 64 25¢9 Larson A= &

’

10/606,0395(0]3}, ‘039 ZY)& Bako] A%EAL St

o

WS

o

o

3. dAHEe 2

Aluminart Ab= Al57Hs8 2391 2he WaolE E3she Ho}— o] AlEFS A=
2003% 10¥ 24¢ Larson A= ‘998 £3]9] Hal& 25 A715kAe oo tf-$-5}o
Aluminart AR= 465 &9 HAA 2543 97F skl ZF"% st ob=2] 2004¥ 9¥
289 998 S3]of #at AHA FFAE AlEsHATH

Aluminart A= v|=2E35] 3,244,22235 (©]8}, Johnson £3]) o A 5te] A4 14223}
o] YAAHE A tstelt. Johnson §3= 53814 AR oA 1= 2] ok A7)0l st
A S APAAL AAFe] WS 95te] 2004F 109 4 Larson A 245AAE FA51%
o}, A= E53A2 '998 5319 MalAl ARte} oA (039 AEEHY HAE FAlo| st
‘039 A4 Al A v=E3]H2 490 A3 FHAEE F5te] 3ld &¥S Johnson &
5 W ulxE3] 2,107,755%. (0|5}, Kemp 53]) o Azt Agsirt= o2 ADZAA5
o},

20049 12¢ 20¢ v]=552 AAAPETE Wotso], At Eol3tth 2005E 29 25
A A2 I oA Larson 59 tie]Qle A AR oA 8= = Td 555 7HAI8H
o, Aluminart A2 E37839 43 BAT APHUANA ] M-S AEstAct. o] HH
o o] AEARE ‘039 ALZHUAM, (039 YA | Tsh= n|=FES] 5,540,47635(0]
3k, ‘476 £3]), Kemp 53] 59 Es|A=7t x| qlet, shAw, 3HA FA AR, 4A]
FA AR W AARTo] 9183 5UES] AR AL ARfe| AlEE ] eFokth QAP A}
E AA 2006 1Y€ 264, ‘998 E3]9] 14-203}, 118133}, 213}, 2230] E3]A4L A5},
2006 9€ 19¢ alld 531& A5k

A SSAEE o), FTFel HAAE YUk Aluminart A= AAAE 2ol A
o] B3 Ao Bt TS s BAS ATk 20079 79 17U D 18Yof AHYALS
Larson AZF Al 2 vHAY &8 A&, SA5sAR, dd APEd, dEELdA oA 39

A, 4] FAAHAT AR AASHA SLokThn BEkSl 998 539 ZAAS Helsh
A& shlch. webA, Larson Abel A5 71253t
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EG, APEAS SRRl etk Bao] BE eld A AL opeta e,
Larson AH= AAIAFERIOlA ‘039 A42Ae] AL B2 59 A4 52 51982 A4t

ATt

Yelet dedste] Aol A4 A& ‘3! UHﬂ‘%‘ e 2w, U573
].

A = TE 7]“*—4 —JE %%‘Oﬂ O‘OW A HA FA —4

= Ak Fs s} 2= ol et

= 55| A Flute] g7F shrthof A ‘ﬂ*"J—J ZHJHQ—J "”"hol XHT?_H’%J— FAska Tt

o A Genius Ate] Al ¥ vtA® A= (0]3), Genius AH=) 9 =
detstAnh, oA Larson As 47 7 AR U557

6,082,432% (°]3}, 432 53])2} %ﬂﬂ‘* ApmeEhal ST, A 7 ARt wls)
o] A weke] e Rt BASAEE A, ol 432 5389k A7) 7 A=l A
| g A dinl mdel ot Zdol‘}ir%. olF, T PN SEA A

e FAALARE TRESH O] 3R W 4WA ) FTHA e FARA, A
Adolg 9 oAS ZYsHe Aolddrh. FAMUL MFES o) et AR thake e
3 AlW7140] A ol% Wyt ofUet w3 5513 AAkge] B3 Adelfe] WEEEIITH
1 A At whebd, sg el At A el el Bolsteict

5. History Map

(1)South Dakota A%+ ¥(2003—-10—-24)

473



20094 t|ZEFHAR| =

Dayco Products, Inc. v. Total Containment, Inc., 329 F.3d 1358 (Fed. Cir. 2003)
Digital Control, Inc, v. Charles Mach, Works, 437 F.3d 1309, 1313 (Fed. Cir. 2006)

Star Scientific, Inc. v. R.J. Reynolds Tobacco Co., 537 F.3d 1357, 1365 (Fed. Cir,
2008)

Cargill, Inc. v. Canbra Foods, Ltd., 476 F.3d 1359, 1363 (Fed. Cir. 2007)
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No. 101 Clock Spring, L.P. v. Wrapmaster, Inc.

1 A AR AR

2 o CLOCK SPRING, L.P. (fda1—3}4~2l)
HAargzlel Tim Headley, Law Offices of Tim Headley (Houston, Texas)
WRAPMASTER, INC., APPLIED CONSULTANTS, INC.,
3] al
GLENN DAVIS (3] 31—3]3}4¢])
S mea]al William L. Prickett, Seyfarth Shaw LLP (Boston,
Massachusetts)
FAA AARHS 2008—-1332 ( &yt ) ( HZA AR} . 2009-03-25 )
EERES
P wAWS
AFFIRMED
A4 AL DYK
HAHAAHE 05—CV—-0082 ( A&} : 2005-01-10 )
the United States District Court for the Southern District of
A4
Texas ( TX ) ( DCT)
LHES] U.S. Patent No. 5,632,307
T 35 U.S.C. §102(b)

Fleol W AE ol z o) AAH

wAH At

2. AHdui A

Clock Spring, L.P. (°]3}, Clock Spring) & Wrapmaster, Inc. (©]8}, Wrapmaster) &
AR uj2E3] 5,632,307% (0]3}, ‘307 £38])2] A& X Lanham Act section 43(a) $JHFS
o= & A7kt 307 o= 1Y kA SR o] T3E Ao, oFA|HA oA Texas

FRAPH YL 307 5319 F7Ge AgAe] 2At] Fol Sstn, the Lanham Act
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FAHAL 307 5319 FFe> TA AH(public use)ol| <5t} Faof| Fgsh=nt oFal
&5k o, Aprgdol Bk weke 5FA] FSkth, w3k, A B gare] ek A
Aol sk kot SR 9183kt Clock Spring Ao Wrapmaster AH= 31

7h3 48] B|AFE A, Clock Spring AH= 307 E3]0f| i3t 547 2tolllAE 7hA 2 9,

‘307 E3]9] FF-L 5709 Byt 3879 E&HFo R Hof qlrk,

e AT O Ao, A7 132 v Ak

LA ih)
rT
o
T -

A method for repairing a pipe adapted to carry an internal load directed radially
outward therefrom, said pipe having a defective region defined by at least one cavity
extending from an outer surface of said pipe toward the center of said pipe but not
extending completely through the wall of said pipe, said method comprising the steps
of:

providing a filler material having a workable uncured state and a rigid cured state,

filling said cavity to at least said outer surface of said pipe with said filler material
in said workable state,

providing at least one band having a plurality of elastic convolutions of high tensile
strength material,

while said filler material is in said workable state, wrapping said plurality of
convolutions of said high tensile strength material about said pipe to form a coil

overlying stud filler materiall, ]

tightening said coil about said pipe so that said filler material completely fills that
portion of said cavity underlying said coil[, ]

securing at least one of said convolutions to an adjacent one of said convolutions,

and

permitting said filler material to cure to said rigid state, whereby a load carried by
said pipe is transferred substantially instantaneously from said pipe to said coil,

3. 4AWAL Bt

307 5317k Ad7|e thrjste] FiEE S4AE peabgolA sto|ZzE HAtthe Held,
o] WA S = FolZe} M= FE AbelofA Myl A&5AQ HES &Hs
o] A=A 2 AElE FA5H "ot 20054 Clock Spring AF= Wrapmaster AFS AYE| 2
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A3 71=gord &

s a0 orAmE HILE £} 2 1989¢ 10¥ 35 U.S.C. § 102(b) F
Aol EAT 5 AMHE Fao sfggctar F4sGTh o= S8EHo] o]Fox
19929 Hot 19 A oA Aot o]zt At 1994 7k A K1¥3] HA1A(1994 Gas
Research Institute report, ©]sF, GRI EI1A])o] 2ol SR E=0], ©]= Norman C.
Fawley (0|3}, Fawley) 2h= U Ae] A3}t k= ZAoltt, GRI = °|F 7k 7% 9149F]
(Gas Technology Institute) 2h= B]g 2] A0 7|42 7ig = ¢lon, 307 5519 t7}2A
Clock Spring A= 5FE ZEE|E AFHtal At Clock Spring A= 1989W ol AAIFE A
A2 A3 A e SR T Ao, o]fet AJAS TR AIFES g Aol =4
skt webA], 807 535 RSttt skt
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F o
‘307 53]9] Ag/dol wete], Wrapamaster A= 58] w3t AWHAY] w2 <l
AH&-(public use) AFAE 9sto] HRbY 7hssicka A9 Th 1994 GRI A 9 N
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§102(b) 4ol Jste] 58] Hape] Fie] sEete AFsW, B3] 712U Wl BT
g wgo] B ASE Ao] Wi Puisa A5 o FA% AEHelol Bk 7EUL 1
oA o] ZUUold 1do] B AlHolu, £ Aol 19919 99 9%dol st T ALg
(public use)oll= M| HA] |75 Ax|eks WA} olele] FAo] oJ5t FyE Wre] B A}
917k ke § 102(0) T3l ofste] B Agol siFsteld Apae] EeE mE 74

8471 FA AHE-E|ofof gith

19899 AlAZYL7E F ARgell afFdol= thEel AAA7F fslch AREA o2 e Tt
2 F AAY] taso] Aldol skl on, BdfA o et ojwdt AAE et Al
2 FFol AI7Fse Aol Ao e o] Al E=A] o Fel tiste], Clock
Spring Ab= ATHE 5 37HA AFRrol S S5 Lshltkar skt

AL 1994 GRI 1A 2 NCF R4 9] HAEE E3}9] Clock Spring Aol A &4 6h=
T ZAE FlstAt £3] 19894 AlAY = AsE A ¢k FZ A (uncured filler)’
of #et AAS FRIsk3tt. Clock Spring A= AYA 0 & 1989W A9l @A 7]&4 A
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A 95 Aolebn FAsirt, Fayde Bely AES Folo] BT A9 ool sl
Aol Ssl7] 9t Rele AT, TheTt 2t

(1) the necessity for public testing, (2) the amount of control over the experiment
retained by the inventor, (38) the nature of the invention, (4) the length of the test
period, (5) whether payment was made, (6) whether there was a secrecy obligation,
(7) whether records of the experiment were kept, (8) who conducted the experiment,
(9) the degree of commercial exploitation during testing, (10) whether the invention
reasonably requires evaluation under actual conditions of use, (11) whether testing
was systematically performed, (12) whether the inventor continually monitored
the invention during testing, and (13) the nature of contacts made with potential

customers,

[ uses. 299 F.3d 1336, 1353 (Fed. Cir, 2002) |

o. History Map

DTexas BHAHH AU (2005-01-10)
37717

(2) S192=3]8F 29 91 (CAFC)(2009—03—25)

AquaTex Indus., Inc. v. Techniche Solutions, 479 F.3d 1320, 1328 (Fed. Cir. 2007)
Adenta GmbH v, OrthoArm, Inc., 501 F.3d 1364, 1371 (Fed. Cir. 2007)

Motionless Keyboard Co. v. Microsoft Corp., 486 F.3d 1376, 1383 (Fed. Cir. 2007)
Pfaff v. Wells Elecs., Inc., 525 U.S. 55, 60 (1998)
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No. 102 Euclid Chemical v. Vector Corrosion Technologies

1A AR AR

2] al THE EUCLID CHEMICAL COMPANY (§31/9kA ] 31 —3FA Q1)
HAargglel Thomas H. Shunk, Baker & Hostetler LLP (Cleveland, Ohio)

VECTOR CORROSION TECHNOLOGIES, INC, (3] 11—1]3}4<l)
DAVID WHITMORE (3] 37./8F4 91 31 — 1] 8} 4 01)

1] al
VECTOR CORROSION TECHNOLOGIES, LTD. (HFa{il—uj3gkAa
o)
o ool ‘Br‘evxhzster B. Taylor, Stites & Harbison, PLLC (Alexandria,
Virginia)

T AAAHS 2008—-1170 ( &®h) (FHA YA} : 2009-04-01 )

ARy s

gl

VACATED AND REMANDED

a4l TAL LINN

AAAAHS 05—CV—-0080 ( A&} : 2005—01-14 )

the United States District Court for the Northern District of

A

E Ohio (OH ) ( DCT)
HHES] U.S. Patent No. 6,217,742
T 35 U.S.C. §261

g2 R AE  ZIE F=

waA Ssdaw/ /

2 A Ao AE EFHE 25d EAZE Aol HAk 2007W 129 Euclid Chemical
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-

Company (©]3}, Euclid) &= Vector Corrosion Technologies, Inc. (©]3}, Vector) 7} 4G5}
E5]Hof tiste] el AT oo tiste] Vector A= S8R afoll Hgt vkAaE A%
stlom, ek ul=t55] 6,217,7425 (o3}, 742 53])& 20019 129 AZE Akl o3| &
LR Abdlof TRt oFAlE A& A ST

A LS Ao oJto] 742 E3|= Vector AFR o] HE Tt At on, whabi
Vector AFS] FLE Q183519 E3F GAELS Aeko 2 4] BAALE o) golatg Ay, =
He = 2715952 2RIt Euclid A= ol &gt 2l e] A of aA|7] sttt

FaHYS AoF /\}30“’] E RSt GAAEY oo #eto] AlEH SAE LTl
Vector AFS] HEE 019517 eRATHALS Y AHHYLe o=2 ué}
A o] Fuclid A}—J bona fide purchaser AG-E 712135 = A=
wrabsl), SRS ojelgt A gle] AS shlehi Fakelt,

Euclid AF2] ElHA-2 Vector A 6719 E5| A} ettt Al A3l
ol Al Euclid A= Vector Aol %7375. ghol A7} SFojxl B3] dfste] 533
oo, k= Y 535S Faof sigettta FAskTh olgt EisaE AL Sl
= HEEN Fa4 Hxlo o2 ] A 5 A Q.

’l

2 a3 B E o] Buclid AH= A|9FO 2 A 742 37} Vector Aboll FEE]#] 9kghe ot
QTS ot e, Yo7t Euclid A= 742 3] &3t bona fide purchaser A+& 3%
o}, ol thako] Vector AHs AISFO.RA AAZE 742 E319] AR 2549 Tt

A kA= T Flo|x] BEFO = A 20019 12 20€AR 742 E35]9] Mg}l Jack Bennett
(o]3}, Bennett) ol o3l A =] S,

Ak AA] W82 oh33 2,

I, JACK BENNETT, whose full post office address is 10039 Hawthorne Drive,
Chardon, Ohio 44024, in consideration for $25,000.00 and other good and valuable
consideration, the receipt and sufficiency of which is hereby acknowledged do hereby
sell and assign to VECTOR CORROSION TECHNOLOGIES LTD, whose full post office
address is 474 Dovercourt Drive, Winnipeg, Manitoba Canada R3Y 1G4, all my interest

in the United States, Canada and in all other countries in and to my US, Canadian,
and European applications for patents and issued US patent, namely:

1. Issued US Patent 6,033,553, This patent claims the specific use of LiNO3 and
LiBr to enhance the performance of metallized zinc anodes;
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2. US Application No. 08/839,292 filed on April 17, 1997,

3. US Application No, 08/731,248, filed on October 11, 1996 (now abandoned),
4. EPO Application No, 99122342.1, filed November 9, 1999, and

5. Canadian Application No, 2288630, filed November 8, 1999,

any and all divisional applications, continuations, and continuations in part
together with the entire right, title and interest in and to said applications,

any and to all divisional applications, continuations, and continuations in part
thereof, the right to claim priority therefrom under the International Convention, and
any and all Letters Patent which may issue or be reissued for said invention to the
full end of the term for which each said Letters Patent may by granted; and hereby
authorize the issuance to said assignee of any and all said Letters Patent not already
issued as the assignee of entire right, title and interest in and to the same, for the
sole use and benefit of said assignee, its successors, assigns or legal representatives;
and hereby covenant and agree to do all such lawful acts and things and to execute
without further consideration such further lawful assignments, documents,
assurances, applications, and other instruments as may reasonably be required by
said assignee, its successors, assigns or legal representatives, to obtain any and all
Letters Patent for said invention and vest the same in said assignee, its successors,
assignees or legal representatives.

SIGNED AT: Chardon, Ohio, U.S A.
This 20th day of December, 2001

742 E3]&= 19994 149 25¢U0] 29H &EHUHE 09/236,7315 9 Tt LEALEZ (0] 0
TE3] 6,033,553 % C%ﬂ)oiﬂ 74] A A o] A0l 2001 4Y 17 0| Bt}

AHH AL Vector AFQ] K8 RS 218514t Ohio S 285l glo] Ade
Aol W&ol &= 42 AR dom, ‘742 —‘—5701% u]=+E3] 6,033,553 (03}, 553 &
01)-4 HEAESHUOoR2A AOkS Fdto] 553

#talelct, bona fide purchaser Z7-5 AlE|ol 9lo], A HOP@%% uchd /\}_ gg;ﬁ,g
= bona fide purchaser ©f #at QFAlTZA LS A AF}R] eFofom x| Vector AFS] ALof tis)
of o]} T E 4 58l Wolgtal wetsielt, webA, AR Euclid A7} bona fide
purchaser © #3gt U2 & Z7]sivtal webstgiet, A2 o]t A7 Argkel 7] %238}o

Hzwaste,

4. G20 Bt

e
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b

flo

FAYAES B3I FE Aok G412 3 Ackaarel BARA Aot
FAUAL FE Ak BeAo) sl44 T42 E5lo] ome] Btk Algrol elmuA gksret
= He ostgnt. &3], dr A= o tAre 2 A “US, Canadian, and European
patent”® AFsFL Qlo], S W AF2
|=-E3]= “issued US patent”2A] ThrE A

ol
>

applications for patents and issued US
“applications” B2 skl Qlow SE3dE

=]

Falol A Euclid A= AEZAQD QI FAE0] 3l Alotol 742 E3|7F 3= A| ¢Folth=
AT}t £3| Euclid A= Vector AF9] 742 E35]7} ofd ‘553 &
Fro #3715, 55 FANEY A&, AgY olF ol Aok FAd Al AR, 7]E

SHAIRE, Vector Ab: Buclid Ak A& S70] et #H41e] |48 41 71317} Fol 414
Steh, webdl, GAMALS APHAL HF BEL 7159

bona fide purchaser Lol tfja}o

A2 Euclid AP} bona fide purchaser o gk o3t A% o}x] QFoith= AR,
bona fide purchaser ol gt F=40] Vector AF2] A-to theh BitfS oh= g oA H4=
Ao g FATH= APl At wAs HE E7|ekokal deekit, x|k, A
< o2t &7 &= Euclid A7} bona fide purchaser of #3F F4-& 27|50tk A& SR
shA] Sgtthal weskglth, 224 & Euclid A= bona fide purchaser A& sfjofsh= 2

Th gon, AYAom g ATE Ado] BEHUSS WHt

A719] o] f2A AU A& SR AUHYL oI EYRETS R 5
Aol ol5to] WE}s|aljof FLoE Bt 1A FHALE o] 9lom Euclid AFY) bona

fide purchaser FG-& 7]Ztgtd| = AFAL] F-8-o] E2A il Asiqict, P4 U R
Yo HA & Thr|starl eEsk it

5. History Map

1(2007-01-14)

s

(1)Ohio EH-x]HH
A&

(2) A3 AHY(CAFC)(2009—-04—-01)
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6. A-&ARD

Israel Bio—Engineering Project v. Amgen, Inc., 475 F.3d 1256, 1263 (Fed. Cir. 2007)
Mars, Inc. v. Coin Acceptors, Inc., 527 F.3d 1359, 1370 (Fed. Cir. 2008)

Mitutoyo Corp. v. Cent. Purchasing, LLC, 499 F.3d 1284, 1290 (Fed. Cir. 2007)

Wu v. T.W. Wang, Inc., 420 F.3d 641, 643 (6th Cir, 2005)
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No. 103 Aristocrat Technologies Australia PTY Ltd. v. International Game Tech,

L AR AAARRE

ARISTOCRAT TECHNOLOGIES AUSTRALIA PTY LIMITED

(¢}
i

~—

& o
ARISTOCRAT TECHNOLOGIES, INC, (¢a1—38}4
Raphael V. Lupo, McDermott Will & Emery LLP (Washington,

SER=EI)
= DQ)
INTERNATIONAL GAME TECHNOLOGY

IGT (9] a2 —mg4el)
Jeffrey W, Sarles, Mayer Brown LLP(Chicago, Illinois)

2008-1016 ( ¢¥l) (FHA LA} 1 2008-09-22 )

A7), S
ad) BAWS
REVERSED AND REMANDED

SFA Al THA} LINN
AR S 06—CV—3717 ( A 2=} : 2006—06-12 )
the United States District Court for the Northern District of
A4 . .
California ( CA ) ( DCT )
T E S U.S. Patent No. 7,056,215
35U.S.C. §112
T
35 U.S.C. § 282
ZlswoF 2 AE AU
A E5d3E/ /
2. Al

=53] 7,056,215%.(0]3}, 215 £3])e] E5H 3

California HFAYH U2 055342
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3 o B A BHA abolA BH 5 G Fol el o)
Gt ghecha washech, GAMUS AHAL) AT QgL SIS, Aae Tt
et
AN .

Aristocrat Technologies Australia Pty, Ltd. ¥ Aristocrat Technologies, Inc. (°]3},
Aristocrat)= International Game Technology @ IGT (o]}, IGT)e} HAAFA 7] A& A
A2 AATA L AAo|th. Aristocrat A= U.S. Patent Nos. 7,056,215 (“the '215 patent”)
and 7,108,603 (“the 603 patent”)2] &Yelo 2], of Esle MAE A V| 5S 2= &3
HA Al 9 AR o] 3t Ao}, o]F E8]= 19973 7Y 8Y SFoA SLEATE AEFE Q)
t} o5 B3 A 1EYE AEgith YdS Aristocrat AF= o] Ho AEE 28 7%

il

x|

35 U.S.C. § 371 and 37 C.F.R. § 1.4959] &JA Arictocrat A= 20009 1€ 104 7}A] =4

=99 vl=r A AT B =5 E gReloF Aok v|=538]3-2 Aristocrat A= Sf
25220004 19 1190] Hoj Ao} Aristocrat A2l U Tl 4485 $2jstgr). v]FEs)
A2 Aristocrat AF)7 29 7] A X5

3. AU B

Aristocrat A= W SA 9 R E9HE =4 XA sjFstA] g=HF, 37 CFR
1.137(a) v+l At ©AAE AEstaL, g =99 35S A5t v=531%2 o
F ELE Q18 e, Aristocrat A= AEEHY FHEA 215 53519 SHS A5

20064 69 Aristocrat A= IGT AFS A2 215 E3] & o= gt
IGT A= S31Fa9 ofAHdS AAstqltt, d&do] 275 ¢ & &
of sfFetth= FAolth, ESE, 215 559 Yol AAHY 9wl ofste] 3
5] E5h Fao] sigeivhal k¢t Aristocrat Al 4RO B0l ©
Uoe THohs A Wt oy}, g 9 B o3 AdS F

215 53]

215 E3]9f wRlsto] oA PGS 58 M8 Ee 53 & A7 2AlE=
Aol el tigh Wej= A, “improper revival’o] A7 = l=A9) Aol 35
U.S.C. §§ 282(2) & (4) #7800 oA, AL T 245 7Festrtar 243kt =3 A
HYS APA = 215 53{o gt v|=53513 9| revival A2 A4 detol| Higt 2 714 7]
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WYL “improper revival”?] A= 53 a7 £AIE = ARdlA ] =4

(3) Section 112 (FAA 71 £74) E= Section 251 (3] ALY olA] FAst= 24L& =
oA Zoto] i 53 = AR BRI o] Fao) st 4

(4) 71 35 U.S.C. +730ll &gt Wro] AFg

= APt IEske] IGT Al = ¥4 9 d] iAol dE 242 kqich

T AR e rdsto] wekshH, HslAke] ?x“\}ﬂi part II of title 359] sjgsjof 5},

ol E|A QA T3l Algto]ojof it} |HFH e =91 A2} Ao Qlo]A] Section 133 T
89] 649 7|3+ part 1T of Title 359141 48tz ARl sidst=nl, ol $74-& Woldsh=
A7 AES 4 e AFdol sfggteharl setelgiet, sk, A AE 55 35 Axjol
3+ AJElo] E3] Ao W3t AFglo] ol AL 7htel ).

Y WA =3 THste], AHHYL improper revivalol #eF 42 Section 282 1132
“Any other fact or act made a defense by this title”o] 3@ dl= Al o2 A, |4
gt 3o = AE7hestrhal wetekict, shA|Nl, A A o] AEAMA A4St
L 2R2Z9 9 AL 7Huketa Wl s|4o|ata X A8, improper revivalol] 3 AL o]

oot
B~
E
e
flo
i
r{o
b
n>~

9 Aol A MAISHE 717ke] Eatel ek Abke B34 weieh 4
A ?g%cm sttt U B3t FEHo] WAHH, ZULR] B A
AAE Bk BANE A sheths Aot

A e 215 S3jo] B Aol 603 5319 LWL A A0 BT 603 5

3] 22 215 539 A4EY Fe|2 S| YRolch, AL oliet Beko] 2

sl WAH 0.2 603 E317} 35 U.S.C. § 102(0) 740l &7 Tl sfgarekn peksisict
BauHE 215 A G Bul 2R Wil 924, o Bu Aads Be



improper revival-> 53] FAof Tt ®ro] 2 A
HhH o] oFA) A S w7y skal

9. History Map
(1) California E224}H9] (2005-06—12)

37712}

(2) AY=3FAHY(CAFC) (2008—-09-22)

Imazio Nursery, Inc. v. Dania Greenhouses, 69 F.3d 1560, 1564 (Fed. Cir. 1995)

Rodime PLC v. Seagate Tech., Inc., 174 F.3d 1294, 1301 (Fed. Cir. 1999)

Sextant Avionique, S.A. v. Analog Devices, Inc., 172 F.3d 817, 829 (Fed. Cir. 1999)

Magnivision, Inc, v. Bonneau Co., 115 F.3d 956 (Fed. Cir. 1997)
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No. 104 Ritchie v. Vast Resources, Inc.

L AR AAARRE

STEVEN D. RITCHIE,

2 i
H. DAVID REYNARD ({a1—g4-¢l)
Edward P. Dutkiewicz, Edward P. Dutkiewicz, P.A. (Dade City,
el
Florida)
1] al VAST RESOURCES, INC, (31— -ofjat42l)
oo ol Michael D, Harris, SoCal IP Law Group, LLP (Westlake Village,

California)

Pl APIHE 20081528, —1529 ( ®3) (FHA LA} 1 2009-04-24 )

5 a7
g HEAYE
REVERSED
FAA] TEAL POSNER

AR S 06 - CV - 2128, 06—CV - 2229 ( AlA&YA}F 1 2006—-12-01 )

the United States District Court for the Middle District of

Florida ( FL. ) ( DCT )

T E 5 U.S. Patent No. Re 38,924

HHAHNH 35 U.S.C. § 103

ZlaBol W A& A BHRU|FE

HAH A8/

€319l STEVEN D. RITCHIE ¥ H. DAVID REYNARD + ¥

1?1 VAST RESOURCES,

INC, & A2 ¥31%= Know Mind Enterprises 2kl 3= A|ZYPAFo|w, 111 Topco Sales

Pt olBo2 AYE 2gst i AlxYAolct
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SR B A B2 Ez‘m g goie} %A}ﬁ}ﬂl *““imil e 8of
I R I
o2 F3lt} o2 EF oA FA|Y

HE H2gA s ot 25s 2= 9o 449 Ao, A=A 15, s, 77 o
olget EA o 23E ARSI it S A8 HagA 9| AxE AR f7bA = B
ZARE= 2 2A b §2]9] 243 922 AMgslYT Y 19999 49 1Y EYUE u)=
53] 6,132,366 2.2] ALYS3]Q] v]=53] Re 38,9242] Sd{HAfoltt, sl Wy vi2et &
2] 7|uke) SR A QA B2r)E A el 9=l 4 AlskEs ol8ote] WiIiE
= 57k 1530“4, 3, shehad, A7), dEolel Sl o e et e AeES X
slal= & B4 58] (borosilicate glass) & &2 ¢t}

Al FEe 8 RS tfFEe fElek o] Agrteltt, FatAl fel= d#l Pyrex &
gAZo2HE WEojFH oy, YR2E dE e v o g wrEojx| 1L QIth. Corning Glass
Works (]38}, Corning) = Pyrex F8AF2 & AXxPAEA A= A3he 443 f25
a2 2 FAES Azt

B
otk
b
E
s
1o
rel
20

Ay Ue Ao wrlo] et §84S AT 4 USANA, EFASS A% A4PAL o
Y % gleka ek g Z1ERoklAl B A4S ARl s wHe] 24 ol
o] EAFA GHethe Aolch FAUAL A 715l e 4UA 4TS ol A
T Aol SRS BT BE AA AT wHe] BT Fast 02 we 8ol
oA sl Gk e A2t

<=l ofg

O
c
=]
+
U)d
)
k)
rir
ofo
<
o =
offt
Ol
o,
£
m
ox
o2
O
oz flo
%
1o
(¢}
'rr‘
:N:
>
o
Kl
pacs
rlr
o,

]_
“appreciable
o] ot 7]

5. History Map
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(DFlorida XA (2006—12—01)
Belg

2) AY=3FaA(CAFC)
A 747](2009-04-24)

6. A-&AH

Simmons Fastener Corp. v. Illinois Tool Works, Inc., 739 F.2d 1573, 1575-76 (Fed.
Cir. 1984)

Richardson—Vicks Inc. v. Upjohn Co., 122 F.3d 1476, 1483 -84 (Fed. Cir, 1997)
Muniauction, Inc. v. Thomson Corp., 532 F.3d 1318, 1326 - 27 (Fed. Cir. 2008)

Ball Aerosol & Specialty Container, Inc., v. Limited Brands, Inc., 555 F.3d 984,
992 -93 (Fed. Cir. 2009)

490



A3 71=gord &

No. 105 Helmsderfer v. Bobrick Washroom Equipment

AP AR

JOHN A, HELMSDERFER

2l al
BROCAR PRODUCTS, INC. (g11—340l)
P. Andrew Blatt, Wood, Herron & Evans, L.L.P. (Cincinnati,
dardi]Ql .
Ohio)
BOBRICK WASHROOM EQUIPMENT, INC,
BWA SOUTH COMPANY, INC,
byl Il
PATTERSON CASE ASSOCIATES, INC,
TARGET SALES AND MARKETING, L.L.C, (¥a2—1]3}42l)
o 3gelol C.}le'nn D Bgllamy, Greenebaum Doll & McDonald PLLC
(Cincinnati, Ohio)
A APAHSE 2008-1027 (UEE) (HA YA} 2008—-06—04 )
SERIES
Py BHARS
AFFIRMED
Fa TA MOORE
HAHAAH S 06—CV—-0268 ( AAYA} 1 2006—05-05 )
911 9] the United States District Court for the Southern District of
T Ohio (OH ) ( DCT)
T 5 U.S. Patent No. 6,049,928
T 35 U.S.C. § 254

ZIeRoF R AE 7IA7] 2Al 71

BTAdNA /

el

ol
o
jakoy

.

2. AHdul A
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E AFALE Bobrick Washroom Equipment, Inc., BWA South Company, Inc., Target
Sales and Marketing, LLC, and Patterson Case Associates, Inc. (©]3}, Bobrick)®] John
A. Helmsderfer and Brocar Products, Inc. (©]3}, Brocar)2] n|=E35] 6,049,928% (o]},
‘928 £39))9 63 W 73S HafokA] Fotrhal shdEh Ohio HHR-AHR Y] dA ] diste] Fa
A718E AP O 2 A, a2 o2k A o] HaS 185ttt

’

928 B8l 33 FA oA ERloA EH;MTS A &L opr]e] Z|AAHE wATE 5= =
7)ol gt Aoltt, Brocar Abi= Bobrick ARS] AH| QI A A8 7| A WA 7]} 1928 55
o] H3) 63 W 73k HeRthal =5 Bobrick AFE AHE &E Al7]sHS

Markman hearingS 7213 20074 89 20¥ AWHUL EAZ} H&= Ao 8o 34
&S 238k W8S W Brocar A= AL A 8o sjAo tiste] ZAIHE
A A ANE, A2 20079 8 31 EAI7E Hl= S8l i 2F e S HES

WA

3. gAade #

e

AHp o] H ek sl o) 9lolA] Brocar A} EAARS &0l “partially hidden from
view” o]t} AHPHYL i 8ol “hidden from view to some extent but not totally
hidden from view” U2 sjA3ste], ZUE AF A ol = Wel= wiAst At B+
63 ¥ 72 A B R H R ) 1349 e AdE= Aol ATt

Brocar A= A o] s 805 Al gkl QlojA] AAH oz AJofof| A AbetA]= AS Hf
A= Aog stz o225 ity 4351t “partially hidden from view” £-9¢]

BB “hositioned so at least some of the top surface is blocked from being seen.” &

Sfj A = ofof Brthal AFsATE, ARA] Sfu]of A “partially”olli= “completely” 7} E3HE th=
Arolt}, vk o] AFM|SE Ao A% the top surface is “generally hidden from view, @il 7]
Astar glof o3l sfAe SRS rkar =453

IH L2 “partially hidden from view” 8019} sj4l& 9|5to] 807} 7HAl= Ade] 9
& AAsk=d vlFS Fok WA HAAE E5to] “partially” &ol= Ao Eo] A Fo
™, “partially hidden from view” &°] E3F @ =X o Aut ARE-SFIL Q3 A A5,
“partially” -§-°1 340 “totally”7} £3Hd 4= gl Aoz A2 WA

N

4, FaHYY dd

e
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Fram e HaA AA A platform top surfaceE sl €5}od “partially hidden
from view” -80]& AHESIAL QlA| o o] 8o Jor 53 XAt E3F Brocar

[e) AN
AL AIQEEE Gol o] B4 FAAT 5 G FAY AAE §ee N H

“partially”= o1& APd& F3H1, (1) “to some extent”, (2) “to a degree: not totally”, (3)
“in partial way or degree, as opposed to totally; to some extent; in part; incompletely,
restrictedly; partly’® A 2|50} 98L& &el5hgitt,

o|2|gt oJn] A o5 ojwgt B Brocar AO| 42 SHMRIEEA] kil qlow @3]d (2)
“to a degree; not totally”, (3) “in partial way or degree, as opposed to totally: to some
extent; in part; incompletely, restrictedly; partly” 7 2]+= Brocar A2 890 a4 1} AMlE
I okl XAk, e “partially” & A olA “totally” Ft= viAISH= A
stol sl gl SA4 APAUL 2FE Welal sirchn Wkl

Brocar At= AR o] e} BolE sfiA gl SlojA Aol AAISL = Al
= B AYE wiAska 9l7] ui& S Wt ok A5 a2 o gt
Brocar A F4o ZA7E Aa= ASHAINE, AEHo= el §of si4
1 sHA] ek ke,

Brocar APZF A|QEeE 8019 sl A2 A NS Farete] sfAsil S4H R A
“partially” o] APAZ] oujeh= AX|eHA] ¢kow o 7]of= ‘totally’ 9] v 2FE 5

X

Mo 0o
AURSUR O

[e]
L MY S g, e Bl m AglA] AAST b wEe TG 5 gk

F.

i

O

5. History Map

(1) Ohio F+A%H ¢ (2006-05-05)
A3 A 712F (1R El)

(2) A3 AHA(CAFC) (2008—06—04)
A

AXIE

Cybor Corp. v. FAS Techs., Inc., 138 F.3d 1448, 1454 (Fed. Cir. 1998) (en banc)
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Phillips v. AWH Corp., 415 F.3d 1303, 1313 (Fed. Cir. 2005) (en banc)

Bell Atl., Network Servs. v. Covad Commcns Group, Inc., 262 F.3d 1258, 1268 (Fed.
Cir. 2001)

Applied Med. Res. Corp. v. U.S. Surgical Corp., 448 F.3d 1324, 1333 n.3 (Fed. Cir.
2006)

CAE Screenplates Inc. v, Heinrich Fiedler GmbH, 224 F.3d 1308, 1317 (Fed. Cir.
2000)
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No. 106 Sundance, Inc. v. Demonte Fabricating, Ltd.

1A AR AR

SUNDANCE, INC. and

4 2 MERLOT TARPAULIN AND SIDEKIT MANUFACTURING
COMPANY, INC, (Yi—Rfgh4<l)

Thomas C. Wettach, Cohen & Grigsby, P.C. (Pittsburgh,

SaNL il
A Pennsylvania)
DEMONTE FABRICATING LTD.
il Il
and QUICKDRAW TARPAULIN SYSTEMS INC, (3] a2—3&42l)
] g el Richard L. Rainey, Covington & Burling LLP (Washington, DC)

Faql APIHE 2008-1068, —1115 ( W& ) ( HZ2 LA} © 2008—12—24 )

HAFutr]
o HEYyE
REVERSED
A4 TAL MOORE

AAAAHS 02—-CV—73543 ( Al AU} : —)

the United States District Court for the Eastern District of

e

E Michigan ( MI ) ( DCT )
HHEF] U.S. Patent No. 5,026,109
T 35U.S.C. § 103

g2k R AE S5 AlLH

A/

=

o
o

r

2. AHdul A

Y119l Sundance, Inc., Merlot Tarpaulin, Sidekit Manufacturing Co., Inc. (°]3},

495



20094 1| ZE 3]

Sundance) 2 1 3.¢] DeMonte Fabricating Ltd., Quick Draw Tarpaulin Systems, Inc. (]
8}, DeMonte) & A2 Michigan FFAWH ol nj=-534] 5,026,109% (|3}, 109 53])9]
B 190] RS ol £ AVISHYT

Hfj 4 T3 18Fo] Ha=E AT, 35 U.S.C. § 103 42| Aol EAste] e 3f
geiha Bastact, WA BAol% Sundance A= 100 B2t o] SigekA ghrhe
JMOL(judgment as a matter of law)2 A5}t AHH YL Sundance A LS Hbo}
=9 did 557 Fade skt Demonte At @4A17] 61910, Sundance A= Al
ol ol #ujo] ojolS FASIE ol thste] Foirkastich FardS Ag Aol
T A9 WS 9 st

100 B3l E2lo EdUd, 294, 1Y W, e oot 2L LxE L §7lo] AgEL
Lol A57H5T Aviel BT SYF FTY 13 o3t 2,

A retractable segmented cover system used with a truck trailer comprising a

e

o
—

Y, o

plurality of flexible cover sections with a plurality of substantially parallel supporting
bows spaced therebetween and a drive assembly, wherein each cover section is
detachably connected between substantially parallel supporting bows, the bows are
slideably supported on the truck trailer and at least one bow is fixedly connected to
the drive assembly such that the cover system can be extended or retracted by the
drive assembly and wherein a cover section can be removed from the cover system
independent of the other cover sections,

3. gAdde #

o

DeMonte A= AFgAdol #et vl Al2jagollA 2709 Q187w A&Estd=l, ol vl
=E3] 4,189,178% (°]3}, Cramaro £3]) ¥ u|=E3] 3,415,260% (°]3}, Hall £3]) o]t}
Cramaro 53]= EFo AMEE = H Fe o] AW A&l (tarpaulin)S 7HAISEL =t &F T
APARE Cramaro 5317F &8 H Fej] AW AL"S HASHL Q1A F2H), 109 53]} 4ol
stth= Aol o8ttt g, Hall 8= A 239 AR F5EE 4= Qs AW A|AH
= JRAlskaL qlem, Ego AREE 4= 5& HAISHL Slth DeMonte A= i 7] woF9]
£ 2]4& 712 AH= Cramaro £3]9} Hall £3]9] 2go] 7ssictal 435t ow, vjA
A2 109 53|17} Ay sirtar ksl

¥l KSR AFA(KSR International Co. v, Teleflex Inc., 127 S. Ct. 1727 (2007))°]
gk ;o] 7] o] AU Ay el Tt vl °J9—1 E"D}g Sk & kg SRS 5A
7F E2A8HA] gk=thH Sundance A JMOL 15 Q1-8351%th, Hall £3]= EY 704 A}
|x = AW A|2"T= T Ado] gltks Aotk di e KSR AR 4 o]$ Demonte A=
JMOLZ A#st3l o, A 2x 240 TSM test 71 HASHA 485 %] gFoktie 7]zt
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4. Tavd

1o
rel
e

A Fande widde de AR RS ARHAY] IMOL oA 9] #Es HESFA
JMOL(judgement as matter of law) & $A|5HA] @S AR A (28t 24 TAHS 5=
5ol Adsitt, did GARlA Rt SAMA 222 ATT 5 A A AE27F
Z9] I oA Mr. Bliss o Zoo] AEA o] ot Bk z|z|8t 2= givky Bohelgict, g
% AR o] JIMOL of ot 1 gdd= 7|78t on, MRl EA=A 109 5352 A+

9;
001’

Fo Agete] fae] sgatt AR,

Fga4lof Al Sundance A= Cramaro £3] ¥ Hall 5§39 X23H& §3dto] 109 £3]9] A3
13}9] SHAALSS 7 JRAIE = Qlokal FASHE T, Cramaro E3)= 7AW A|AEH O 2 HE A
AEe thE = 532 (independent) 22 A E = AW o] S AlQstar H
13e] ehS w5 JfAIsta 9otk AW Y “independent” €-o]of tfsto] o2 AW FE

AABIA] eal AW A|x'lofA] A|AE 4= Qe HEOE 45Tt o]t 3|4 of tjste]
A= el it

Sundance AH= Hall E3]oA] AW REZF g AASH] flste] ZH0|E= st Al
A=lojof alaL, oF Fato] AFstaL Q= HAETE FEo] Ho|WA HXIth, AHA AR
ol AAH F, oo} AT F Mo AWEEL oJA3] AHA A FEEo| F2lx|o] Qlu He
E A ¢h=tt, webA FAHA2 Hall 53] W Cramaro 539 232 109 5319 A3 13
9] HE S-S whEekar kil Eah it

v e] Tk ARgRS FA2 Aol Heke Hall £318 EZo]e]9] 37
MY 7| w82 A Fetet=tl A HZE Tkl FardS Bdstqith Hall §3= E
AHE7Fs SRS WAIBEL Qlom, WA|A ] 7| Hofe] Aioa B Ed= A4 o]sH, AHA|
9 Aol AREE = S JiASL ok A A Y] JMOL At

= T »RTaa
2-& Cramaro % Hall 53]¢] o] $7] o nig Ql4jaba) kel vl2akolct

i
22X, 109 EofoflA Hetal o= 2dE B
gtal Bkttt Cramaro E3]o)A 7hA)8kaL
= 2288 7AW AlLgez wAIRE Ao ket
: g kol T sl Agnde] A el et 7
a7)stct Fa Y-S HELY EAZA 109 589 H1g 13o] Aol Ak
S 2 So) Bl AHL dAdstA] okoroh
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5. History Map
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(1)Michigan FHAHs

B7AE
(2) AY=33tAH A (CAFC)(2008—12—-24)
A}

6. -4

Acoustical Design, Inc. v. Control Elecs. Co., 932 F.2d 939, 942 (Fed. Cir. 1991)
Seattle Box Co. v. Indus. Crating & Packing, Inc., 731 F.2d 818, 826 (Fed. Cir. 1984)
Snellman v, Ricoh Co., 862 F.2d 283, 287 (Fed. Cir. 1988)

Medtronic Inc. v. Intermedics, Inc., 799 F.2d 734, 741 (Fed. Cir. 1986)

Union Carbide Corp. v. Am. Can Co., 724 F.2d 1567, 1572 (Fed. Cir. 1984)
Centricut, LLC v. Esab Group, Inc., 390 F.3d 1361, 1369—70 (Fed. Cir. 2004)

Iron Grip Barbell Co., v. USA Sports, Inc., 392 F.3d 1317, 1323 n.3 (Fed. Cir. 2004)
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